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Decision and Order of Judge Burke Dated March 11 


UNITED STATES DISTRICT COURT 
WESTERN DISTRICT OF NEW YORK 


merino ahaa cs a Sa a 
SHATTUCK, ET AL, 


Movants 


- vs - Patent Interference 


No. 98,047 
HOEGL, ET AL, 


Respondents 


Harter, Secrest & Emery 
700 Midtown Tower 
Rochester, N.Y. 14604 
Attorneys for movants 


Pennie & Edmonds 
330 Madison Avenue 
New York, N.Y. 10017 
and 
Joseph G. Walsh 
% International Business Machine Corp. 
San Jose, Calif. 94115 
(of counsel) 


Brumbaugh, Graves, Donohue & Raymond 
30 Rockefeller Plaza 
New York, N.Y. 10020 

by Francis J. Hone 


Paris, Haskell & Levine 
Washington, D.C. 

and 
Anthony W. Karambelas 
Xerox Corporation 
Xerox Square 
Rochester, N.Y. 14644 
Attorneys for respondents 


Harris, Beach & Wilcox 
2 State Street 
Rochester, N.Y. 14614 

by Elliott Horton 
(of counsel) 
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Dectsion and Order of Judge Burke Dated March 11, 1976 


By motion filed December 4, 1975, Meredith D 
dhattuck and Ulo Vahtra, moved to compel the witness 
Karambelas to produce allegedly priviieged documents, and 
to compel witnesses to testify by deposition in connection 
therewith. A subpoena duces tecum issued from this court 
on February 15, 1974 to Karambelas and Kondo,. attorneys for 
Xerox Corporation. Those subpoenas sound tastinny and 
production of documents relating to such work done at Xerox 


prior to August l, 1964, 


> By this motion Shattuck et al seek certain documents, 


referred to in Shattuck, et al, Exhibit 27, from the files 
of Karambelas. In an effort to compromise this controversy 
and to make an accurate and complete record concerning the 
work done at Xerox under Weigl prior to August 1, 1964, Hoegl, 
et al, offered to disclose to Shattuck, et al, all of the 
subpoenaed information in the documents of Exhibits 27 and 
to permit continuation of the depositions. In return 
Shattuck, et al, were merely requested to agree that such 
voluntary disclosure by Xerox would not amount to waiver of 
the attorney-client privilege or work product immunity as 
to unsubpoenaed information. Netails of this offer and 
the movants rejection are set forth in the setanvit o¢ 
Francis J. Hone, attorney for Hoegl, et al. 

Hoegl, et al, opposed the motion claiming that 


Shattuck, et al, have acquiesced in the claim of privileged 
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Decision and Order of Judge Burke Dated March 11, 1976 


and work product immunity with respect to Exhibit 27 
documents, and upon the ground that there is now no 
outstanding order or process of this court upon which the 
motion could properly be based. 

The special proceedings instituted with respect 
to Karambelas and Kondo, both Xerox attorneys, by service 
of the subpoena issued in February 1974 were completed by 
the appearance and testimony of those witnesses in compliance 
with the subpoenas. The failure to Shattuck, et al, to take 
any action at that time in April 1974 with respect to the 
documents in question together with subsequent inaction, 
amounts to a waiver of any right Shattuck, et al, may have 
had over the subpoenas to obtain the documents and inform. tion 
which are the subject of this motion. 

The witness Kondo appeared on February 21, 1974 
and his deposition was concluded on that date. No question 


concerning documents within the scope of the subpoena duces 


tecum was propounded to Kondo. No question of complete 


compliance with the subpoena as to matters identified in the 
appended document schedule was raised. Kondo's deposition 
was therefore completed as to all matters. There is no basis 
for this motion to compel as to Kondo. 

Karambelas gave testimony relative to all of the 


issues of the interference in his deposition which commenced 
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on February 21, 1974 and was completed on April 24, 1974. 
The claim of privilegec 2nd work product immunity as to 
information contained in the documents identified in 
Exhibit 27 was raised on April 24, 1974. Then Shattuck, 


et al, sought an order from this court requiring production 


of other privileged documents withheld by the witness Weigl. 


Although Shattuck, et al, referred to the Exhibit 27 


privileged documents in oral argument before this court on 
April 30, 1975, Shattuck, et al, made no request that those 
documents be included within the scope of those matters 
submitted to the ccurt. Shattuck, et al, have waited for 
nearly two years before asserting noncompliance of 
Karambelas with the February 1974 subpoena duces tecum. 

The issues concerning production of the documents 
of Exhibit 27 are not the same as those raised previously 
in connection with the deposition Exhibit 26. The Exhibit 27 
documents contain unsubpoenaed information. Karambelas did 
not agree that this court's ruling as to Exhibit 26 documents 
would govern Exhibit 27 documents. I so find. 

The objections made at the Karambelas' deposition 
specifically put the movants on notice that Hoegl, et al, 
did not consider the issues to be the same. The election of 


movants to obtain a ruling only as to the Exhibit 26 documents 
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of Weigl amounts to a waiver of any ecntinuance of the 
special proceeding instituted with respect to Karambelas. 
The proceeding directed to him was completed. 

The materials called for by the Karambelas and 
Kondo subpoenas issued in February 1974 were specified by 
Shattuck,et al. The witnesses had 1 ty to produce 
materials which were not called for in the Shattuck, et al, 
subpoenas. By this motion Shattuck, et al, is seeking 
unsubpoenaed information contained in the documents of 
deposition Exhibit 27. 

The motion of Meredith D. Shattuck and Ulo Vahtra 
to compel the witness Karambelas to produce allegedly 
privileged documents and to compel witnesses to testify by 
deposition in connection therewith, is in all respects 
denied. 

SO ORDERED. 


c 


Ries ad clas 
4 


cai, 


—_— 
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NOTICE OF MOTION OF SHATTUCK ET AL. UNDER RULE 37 
F.R.CIV.P. TO COMPEL PRODUCTION OF HOEGI; ET AL. 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT Of NEW YORK 


SHATTUCK ET AL., 
Movants, 


Vv, Re: Patent Interference 


No. 98,047 
HOEGL ET AL., 


Respondents. 


BH SS ES SS SS SS 


NOTICE OF MOTION 


Messrs. Brumbaugh, Graves, 
Donohue & Raymond 

t.ancis J. Hone, Esq, 

30 Rockefeller Plaza 

New York, New York 10020 


PLEASE TAKE NOTICE that movants, Meredith D. 


Shattuck and Ulo Vahtra, will present for hearing at the 


Az 
United States Courthouse, Rochester, New York, on the 8th 


day of December at 16:00 A.M., the attached SHATTUCK ET AL. 
M?CION ‘INDER RU? 7 FLR.Civ.P. TO COMPEL THE WITNESS 
KARAMBELAS TO PR, ‘E ALLEGEDLY PRIVILEGED DOCUMENTS AND TO 
COMPEXL WITNESSES TO TESTIFY IN CONNECTION THEREWITH. 


Dated: Novenber 26, 1975. 


Respectfully submitted, 


WISER, SHAW, FREEMAN, VAN 
GRAAFEILAND, HARTER & SECREST 


Pennie & Edmonds 

Clyde C. Metzger 

Robert J. Kadel 

Sidney R. Bresnick ace eee 

330 Madison Avenue 700 Midtown Tower 


New York, New York 10017 Rochester, New York 14604 


(716) 232-6500 
Joseph G. Walsh, Esq. 
International Business Machines 
Corporation 
Monterey § Tottle Roads 
San Jose, California 95114 


Of Counsel: 
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MOTION OF SHATTUCK ET AL. UNDER RULE 37 F.R.CIV.P. TO 
COMPEL PRODUCTION OF HOEGL ET AL. WITH ANNEXED EXHIBIT 27 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 
Movants, 


Vie Re: Patent Interference 


No. 98,047 
HOEGL ET AL., 


Respondents. 


SHATTUCK ET AL. MOTION UNDER RULE 37 F.R.Civ.P. TO COMPEL THE 
WITNESS KARAMBELAS TO PRODUCE ALLEGEDLY PRIVILEGED DOCUMENTS 
AND TO COMPEL WITNESSES TO TESTIFY IN CONNECTION THEREWITH m 


Meredith D. Shattuck and Ulo Vahtra (“Shattuck et. al."), 
Movants herein, having sought to obtain the production of docu- 
ments and the deposition testimony of one Anthony W. Karamselas, 
Xerox Corporation, Xerox Square, Rochester, New York, to whom a 
subpoena duces tecum issued from this Court on or about February 
15, 1974 pursuant to U.S.C., Section 24, respectfully moves this 


Court for an Order: 


ne Compelling the witness Anthony W. Karambalas, or the 
real party in interest, Xerox Corporation, to produce to Movants 
the documents identified in Shattuck et al. Deposition Exhibit 27 


annexed hereto. 


II. Compelling the witness Anthony W. Karambalas and the 
witness Peter H. Kondo to appear at the offices of Wiser, Shaw, 


Freeman, Van Graafeiland, Harter & Secrest, 700 Midtown Tower, 


Motion of Shattuck et al. under Rule 37 F.R.Ctv.P. to 
Compel Production of Hoegl et al. with Annexed Exhibit 27 


Rochester, New York 14604, on December 10, 1975 at 2:60 P.M. oF as 
soon thereafter as the attorneys for the respective parties herein 


agree, to answer all questions relating to such documents. 


III. Requiring that Respondents pay to Movants the 


reasonable expenses incurred in obtaining this Order, including 


attorney's fees. 


Submitted herewith in support of this Motion is Shattuck 
et al.'s Memorandum In Support Of Motion Under Rule 37, F.R.Civ.P., 


and the Affidavit of Robert J. Kadel. 


Respectfully submitted, 


WISER, SHAW, FREEMAN, VAN GRAAFEILAND, 
HARTER & SECREST 


By sill 
700 Midtown Tower 
Rochester, New York 14604 
Tel. (716) 232-6500 
Attorneys for Movants 


OF COUNSEL: 


PENNIE & EDMONDS 

330 Madison Avenue 

New York, New York 10017 
Clyde C. Metzger 
Robert J. Kadel 
Sidney R. Bresnick 


Joseph G. Walsh 

International Business Machines Corporation 
Monterey & Cottle Roads 

San Jose, California 95114 
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Motion of Shattuck et al. under Rule 37 F.R.Civ.P. to 
Compel Production of Hoegl et al. with Annexed Exhtbit 27 


List of Privileged or Work Product Documents in the 

Xerox Files Relating to Interference No. 98,047 RBetwecn 
Hoegl et al and Shattuck et al in the United States 

Patent Office Which Were Prepared on or Before November 7, 
1972 and Which Relate to Work done in Connection With the 
Subject Matter of the Interference Prior to August 1, 1964: 


« 
® 


Originator Recipient/Distributees Date Subject 


J. Weigl A. Mahassel,-J. Mammino 4/2/70 Battelle Work 
- on Heavily 
Doped PVK. 


Patent Department Draft Patent 
Application 
PVK/TNF. 


Hoegl Karambelas 9/14/72 Meeting attended 
by A. W. Karambela: 
H. Hoegl, 
G. Barchietto, 
B. Dousse, M. Vimic 


Barchietto Karambelas 9/14/72 Meeting attended 
by A. W. Karambela: 
H. Hoegl, 
G. Barchietto, 
B. Dousse, M. Vimic 


Karambelas 9/5/72 Capsule history 
. of interactions 

with H. Hoegl 
(Aug '62-Sept '64) 


Mammino Weigl 3/26/70 Invention proposal: 
P High Speed Organic 
Photoconductor 
Coatings. 
Peter H. Kondo Francis J. Hone - 4/10/70 
A. A. Mahassel Transmittal 
J. J. Ralabate of information and 
documents. 


Patent Department Revised Applicatior 
Draft PVK/TNF 


Patent Department ; Handwritten notes 
(l0pages) re: 
PVK/INF work 


Patent Department Correlation between 
Mammino work and 
Fig. 2 of IBM Pater 


Motion of Shattuck et al. under Rule 37 F.R.Ctiv.P. to 
Compel Production of Hoegl et al. with Annexed Exhibit 27 


ll. P. H. Kondo Draft of “Recuest 
for Interference." 


12. Patent Department Draft Affidavit. 


13. Patent Department Typed and handwritte 
notes and questions 
re: PVK-TNF work 
(2 pages). 
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AFFIDAVIT OF ROBERT J. KADEL W7TH ANNEXED EXHIBITS 1-17 


IN SUPPORT OF SHATTUCK ET AL.'S MOTION TO COMPEL 
RULE 37 F.R.CIV.P. 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 
Movants, 


ae . Re: Patent Interference 


No. 98,047 
HOEGL ET AL., 


Respondents. 


AFFIDAVIT OF ROBERT J. KADEL 


STATE OF NEW YORK 


) 
2 98.% 
) 


COUNTY OF NEW YORK 


ROBERT J. KADEL, being duly sworn, deposes and 

says: 
: 1. I am a member of the Bar of the State of New York, 

the Court of Appeals for the Second Circuit and of the firm 
of Pennie & Edmonds, 330 Madison Avenue, New York, New York 
10017, counsel for movants, Meredith D. Shattuck and Ulo 
Vahtra ("Shattuck, et al."), in the above-captioned action. 

2. On information and belief, the following docu- 
ments, annexed as exhibits to this affidavit, are true and 
correct copies of the originals thereof: 


Exhibit 1: Subpoena Duces Tecum dated February 15, 
1974, served on Anthony W. Karambelas. 


Exhibit 2: Subpoena Duces Tecum dated February 15, 
1974, served on Peter H. Kondo. 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


Exhibit 


3% 


4: 
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Affidavit of Robert J. Kadel 


Subpoena Duces Tecum dated February ll, 
1974, served on John W. Weigl]. 


Decision by the Honorable Harold P. 
Burke dated March 26, 1974. 


Shattuck et al. Deposition Exhibit 26. 


“ORDER TO SHOW CAUSE WHY THE WITNESS 

WEIGL SHOULD NOT BE COMPELLED TO PRO- 
DUCE ALLEGEDLY PRIVILEGED DOCUMENTS” 

with accompanying memorandum. 


"SUPPLEMENTAL MEMORANDUM IN SUPPORT OF 
MOVANTS' REQUEST FOR AN ORDER TO SHOW CAUSE 
WHY THE WITNESS WEIGL SHOULD NOT BE COMPELLED 
TO PRODUCE ALLEGEDLY PRIVILEGED DOCUMENTS" 


First page of a Memorandum of Hoegl Et Al. 
in Opposition to the Shattuck Et Al. Request 
for a Show Cause Order. 


Decision by the Honorable Harold P. Burke 
dated May 7, 1974. 


Decision by United States Court of Appeals 
for the Second Circuit dated July 16, 1975, 
Docket No. 74-1767. 


Letter from Mr. Kadel to Mr. 
November 6, 1975. 


Hone dated 


Letter from Mr. Hone to Mr. 
November 14, 1975. 


Kadel dated 


Transcript of Deposition testimony of 
Anthony W. Karampelas taken April 24, 1974, 
pages 109 and 110. 


Transcript of Deposition testimony of Peter 
Kondo taken February 21, 1974, pages 62 
and 63. 


Copy of memorandun from Mr. Weigl to Mr. 
Mahassel dated April 2, 1970, entitled 
"Invention Record: High Speed Organic Photo- 
conductor Coatings (J. Mammino)." 


Copy of memorandum from Mr. Weigl to Mr. 


Mahassel dated April 2, 1970, entitled 
“Battelle Work on Heavily Doped PVK." 


Affidavit of Robert J. Kadel 


Exhibit 17: Transcript of Deposition testimony of John 
W. Weigl taken April 5, 1975, pages 32-34. 


3. On April 23, 1974, when Shattuck et al. were apply- 
ing in this Court for an ORDER TO SHOW CAUSE WHY THE WITNESS WEICL 
SHOULD NOT BE COMPELLED TO PRODUCE ALLEGEDLY PRIVILEGED DOCUMENTS, 
Mr. Anthony W. Karambelas agreed, in a televnone cenversation on 
that date with Mr. Clyde C. Metzger and Robert J. Kadel, attorneys 
for Shattuck et al., that any Court ruling as to the withheld Weigl] 
documents of Shattuck et al. Deposicion Exhibit 26 would be appli- 
able to his withheld documents of Shattuck et al. Deposition Fx- 
hibit 27. It was the desire of Mr. Karambalas, Mr. Metzger and 
Mr. Kadel to avoid unnecessarily burdening this Court with addit- 
ional motions since the same legal and factual issues were involved 
with respect to the allegedly privileged documents withheld by 


Weigl and the allegedly privileged documents withheld by 


Karambalas. 


- ; ©) ane ze , 
ae fd Kate Mt 


“Robert J. Kade] 


Subscribed to and sworn 
before me tnis 26th day 
of November, 1975. 


>\: « Mis 
Je -O% ‘ : Ante 


ar ae ease sarenareemescnin aes ath 


Notary Public 


yOI: bOI? ae 
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EXHIBIT 1--SUBPOENA DUCES TECUM DATED FEBRUARY 15, 
1974, SERVED ON ANTHONY W. KARAMBELAS 
ANNEXED TO AFFIDAVIT OF ROBERT J. KADEL 


OVPCSITION SURPOENA TO TESTIFY PRODUCE DOCUMENTS OR THINGS soloed Oot, 1989) 1. ©. Form Ne. 0 
ee s < clpsathadinad tnbsloatsilehsbamna SHIN 


pi gsr cso amneneronr mere cerenoeeaeer emanastncn ant aie naanmovmrrnnatT ———————— =—=— 


United States Desteiet Court 


FOR THE 


Weoter 
‘ % _ Crven Action Fire No. 


Shattuck et al 


Interference. 98,047 
Hoegl et al 


TO Anthony W. Karanmbelas 

Xerox Corporation 

Xerox Squara 

Rochester, New York 

YOU ARE COMMANDED to appear at : 

700 Midtown Tower in the city of Rochester, N.Y. 

onthe 21st) day Fobruary . 1974. at 10:00 o'clock Ac M. to testify 
on behalf of party Shattuck et al Datent Glttce 


at the talking of a deposition in the above entitled action aie in the United States 2AAMEX TA crt 
ABR XeotrixKkot and bring with you 814 Goouments 


described in Schedule A attached hereto. 


Dated February 1519 75.. 


JOSEPH G. WALSH, ESQ. 
so Che” party” Shattuok et al 
MoAteEay” and Cottle Roads 
San..Jose,..Calif....95114....— ene 
Address Tele: 408-227-7100 


3. Btrtke the werde “and Bring with you’ unless the subpoena ia te require the production of dsciments o (angivte things, tw which case the éecu- 


a Meats and things ehould be designated tn the Blank wpace previded fer thal purpese. 


‘_. RETURN ON SERVICE 


Received this subpoena at ’ 
and on : . at * 
served it on the within named Hee : fi : 
by delivering a copy to s and tendering to h the fee for one day's attendance and the mileage 
allowed by law.’ y . : 


Dated: ‘ f eget. rceclen os eceecnemeevecceesesnaseseerennmneeeecesmmenyemnaeessavetant 


Bervice Fees 
Travel 
Services 


Total 


Subscribed and sworn to before me, a 
day of / geek 


* © Fees and setae need not be tendered to the witness upon ne of ry caherens lesved in behalf of the United States 
er an cilecr or agency thereof. 28 USC 1826. 


Note —AMdavit required onty if nervice in made by @ person other than a ‘United Biateo iueees er his depots, 
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Exhihit 1 Annexed to Affidavit of Robert J. Kadel 


Schedule of Documents for Subpoena Duces Tecum 
To Be Served on Witnesses. Identified in the 
Accompanying Notice 


All: documents referring to work done before August l, 
1964, that comes within the terms of the Count (i.e., claim 1 
of Shattuck et al. United States Patent No. 3,484,237) of 


Interference No. 98,047 between the parties Hoegl et al and 


Shattuck et al now pending before the Board of Patent Inter- 


ferences in the United States Patent Office. 


Schedule A 
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EXHIBIT 2--SUBPOENA DUCES TECUM DATED FEBRUARY 15, 
1974, SERVED ON PETER H. KONDO ANNEXED 
TO AFFIDAVIT OF ROBERT J. KADEL 


Orr dsiTION SUNPOCNA TO TESTIFY PRODUCE DOCUMENTS OR THINGS + sebee@ Ort. 1989) 1. 6. Form Me. 9 
ne 


United States District Court 
FOR THE 


Western District of New York 


Civ. Action Fire No. 
Shattuck et al 


Interference No.98,04' 
Hoegl et al ; 


Peter H. Kondo 
Xerox. Corporation 
Xerox Square 
Rochester, New York 
YOU ARE COMMANDED to appear at 
TON s{idtown Tower inthe city of Rochester, N.Y. 
cuthe. 7"! day February, 19 74, at 10:00 o'clock A.M. to testify 


on behalfof the party Shattuck et al 


Patent Office 
at the taking of a deposition in the above entitled action pending in the United StatesXNMUCO CK 
Laxthe ReKat xt and bring with you' @11 documents 


described 4n Schedule A attached hereto. 


190) 


JOSEPII O, WALSH, ESQ. ro JOHN K. ADAMS 


Attorney for the party Shattuck et al ; Cie: 
Monterey and Cottle Roads yes Sot, git 
Yan Jose Caldt ‘ Ce a ey on 
Telephone: 8og=337-7100 ae ins Pe er 


i. Gtriae the words “‘and bring with you'’ entesa the subpoena te to require the production of Geocuments or tangible things. in which case the dece- 
_ meats and things eheuid be designated tm the Blank apace provided for that purposes. ‘ 


RETURN ON SERVICE 


Received this subpoena at tee ‘ ce oe 
and on , at , : 
served it on the within named te’ : 
by delivering a copy toh and tendering to h the fee for one day’s attendance and the mileage 
allowed by law.’ : ‘ : 
Dated: 


scape ctensssetssnrn ls sallsenanlig Ward cee 


Service Fees 


te om qehenttns eeceermnntens mncecereenetennsmewmenees manent tenaseser seme 


DY «esa nna cence ne ccccnnent 


Subscribed and sworn to before me, a au thie 
day of os . : 


woes. eae eemnnens Conee ns Hee ee Res Lee eede ns seen ts aecanernersss ee sne® 


© Fees and mileaes need not bu tendered to the witness o ee ; 
de ba Weer wo ceceey acest SA UEC Ua. pon cae sed a shneens issued in behalf of the rpc States 


Note—AMdavit required only a“ service, ta made by ® person other than @ Usited Staten Marshal er hia deputy. 
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Exhtbit 2 Annexed to Affidavit of Robert J. Kadel 


Schedule of Documents for Subpoena Duces Tecum 
To Be Served on Witnesses Identified in the 


Accompanying Notice 


All documents referring to work done before August 1, 
1964, that comes within the terms of the Count (1.e., claim 1 
of Shattuck et al. United States Patent No. 3,484,237) of 


Interference No. 38,047 between the parties Hoegl et al and 


© 


S.attuck et al now pending before the Board of Patent Inter- 
ferences in the United States Patent Office. 


Schedule A 


A sys 
te 
EXHIBIT 3--SUBPOENA DUCES TECUM DATED FEBRUARY 11, 


1974, SERVED ON JOHN W. WEIGL ANNEXED 
TO AFFIDAVIT OF ROBERT J. KADEL 


OTPOGITION:, UFOFNA TO TOO TFY OF PNONUCE OOCUMEMT, soit THINGS (Meviend Root 1971) DOC Tarn Na © 


ping moss we Fhe ee TET ec ee 


ee ‘ i Se ee. Oe odo 
Muted States District Guart 
4 FOR THE 


Visctcen O teis Vie it) ee 
Civa Action Fig NO. 


Shattuck et al 


Interference No. 93,047 
Noegl et al 
TO: JOHN W. VEICL 
534 Wanhlsont Drive 
West Vebvster, New Yor 14580 


YOU ARE COMMANDED to appear at ; aa 3 
iW2toun Tover n the city of Rochester, .Y. 
ik Meath . day February , 1974 , at 10:00 o'clock As Mf. to testify 
onbehalfof the party Shattuck et ai ‘ 
Paten 
at the taking of a deposition in the above entitled action pending in the United States 4.0" 
foxtha Dinar“ and bring with you' 


described in Schedule A attached hereto. 


sq. JOHN K. ADAMS 


Attornes far Sue » Shattuck et 
Honterey and Cats ®s. Roads 
“San dose; -Calises45114----- eS 
Address Gel: 408-227-7100 ——— 
Any subpoenaed organization not a party to this suit is hercby admonished pursuant to Mule 50 (b) 
(G), Federal Rules of Civil Procedure, to file a desiznation with the court specifsing ome or more 
officers, directors, or manacing: agents, or other persons who consent to testify on its bent, ang 
shall set forth, for cach person desi:nated, the mutters on which he will testify or produce cwuments 
or things. Tne persons so designated shall testify as to matters known or reasonably available to the 
organization. 


4. Sicike the wants “and bring with yru™ ening the whberema ie te remiicw the pretation af dreimento or tangible things, in which cone 
the dutumen!s and thinks theu:d be desansied om the bina sapere prevwial Ine that purmese. Hf tremane by an Orcaniation renrrentaues oF 
Gmgnes & requested, Crverte with evasooetia partauianiy Ue metiers oa which etamur ation ow pequrniond. 


RETURN ON SERVICE 


Received this subpcena at 
and on at 
served it on the within named 
by delivering a copy toh and tendering toh the fee for one day’s attendance and the mileage 
allowed by law.’ 


Service Fees 
Travel 
Services 


Subscribed and sworn to hefure oe, a 
day of 19 


Shaws on 0 21 wom mond ced be iremernd tm Ihe wrimess open aemre af @ avbpeeme bewwd in bohall af the Hatrnd Siete oF an ofwos oe anenee 
ther vord. SO Hat Oso. 


inte SMdevit srmived wale MW ucectre le wede he 4 werenn niher than a United Sintys Marchal ar hie denute, 
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Exhibit 3 Annexed to Affidavit of Robert J. Kadel 


Schedule of Documents for Subpocna PDuces Tecum. 
To Be Served on Witnesses Identificd in the 
Accomoanyins Notice 


All documents referring to work done before August l, 
1964, that comes within'the terms of the Count (i.e., claim 1 


of Shattuck et al. United States Patent No. 3,484,237) of 


Interference No. 98,047 betweer. the parties Hoegl et al and 


Shattuck et al now pending befcre the Board of Patent Inter- 


ferences in the United States Fatent Office. 


Schedule A 
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EXHIBIT 4--DECISION BY THE HONORABLE HAROLD F. BURKE 


DATED MARCH 26, 1974 ANNEXED TO AFFIDAVIT 
OF ROBERT J. KADEL 


UNITED STATES DISTRICT COURT 
WESTERN DISTRICT OF NEW YORK 


SHATTUCK, ET AL., 


Movants 


Patent Interference 
-~ VB = No. 98,047 


HOEGL, ET AL., 


Respondents 


Wiser, Shaw, Freeman, VanGraafeiland, 
Harter & Secrest 

700 Midtown Tower 

Rochester, N.Y. 14604 

Attorneys for movants 


Pennies & Edmonds 
330 Madison Avenue 
New York, N.Y. 10017 
and 
Joseph G. Walsh 
% International Business Machine Corp. 
San Jose, Calif. 95114 
(of counsel) 


Brumbaugh, Graves, Donohue & Raymond 
30 Rockefeller Plaza 
New York, N.¥. 10020 

by Francis J. Hone 


Paris, Haskell & Levine 
Washington, D.c. 

and. 
Anthony W. Karambelas 
Xerox Corporation 
Xerox Square 
Rochester, N.Y. 14644 
Attorneys for respondents 


Harris, Beach & Wilcox 

2 State Street 

Rochester, N.Y. 14614 
by Elliott Yorton 
{of counsel) 
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Exhibit 4 Annexed to Affidavit of Robert J. Kadel 


The movants on HNarch 6, 1974 filed a motion 
with five separately numbered paragraphs under Rule 37, 
Federal Rules of Civil Procedure, for an order compelling 
the production of Gocuments and answers to questions 
propounded under Rule 30, Federal Rules of Civil Procedure. 

The motion was argued orally on March 19, 
1974 and was submitted on written memoranda. 

This court has jurisdiction to determine the 
motion under Title 35 U.S.C. Section 24. 

The documents and the testimony which the 
movants attempted to get through the deposition of 
Weigl have a direct bearing on the movants allegations 
of fraudulent misconduct on the part of Hoegl, et al in 
filing their Preliminary Statement. The alleged fraud 


4e ancillary to priority of invention. If fraud should 


be established it could be the basis for striking the 


Preliminary Statement. In that sense any testimony of 
Weigl relating to the subject of Shattuck, ct al.‘s, clain 
of fraud is relevant to the interference proceeding. 

The movants have a statutory right to the 
desired discovery through this court. This court has 
ancillary jurisdiction over discovery in the interference 


proceeding. This court should exercise that jurisdiction 
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Exhibit 4 Annexed to Affidavit of Robert J. Kadel 


~ 3 


to complement patent office jurisdiction in search 
for the truth. Patent office rules of admissibility 
of evidence do not govern Giscovery under the Federal 
Rules of Civil Procedure in an interference proceeding. 
There is no ground for objection that the 
Gocuments or evidence sought in the discovery will be 
inadmissible at the trial, so long as the documents 
and testimony sought to be elicited appear to be 
reasonably calculated to lead to the discovery cf 
evidence that would be admissible. The movants are 
entitled to unrestricted access to sources of information 


~ 


bearing on the question of fraud. Weigl is not a party 


to the interference preceeding. “Ye has no standing to 


refuse to answer questions asked at the dovosition on 
the ground that they are irrelevant to the interference 
proceeding. 

Weigl is directed to answer the questions 
which he refused to answer on the advice of counsel at 
the deposition on February 20, 1974, and which appear in 
the copy of the transcript submitted aa Exhibit 3 annexed 


to the affidavit of Clyde T. Metzger. 
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Exhibit 4 Annexed to Affidavit of Robert J. Kadel 


oa Sx 


Welgl is directed to appear at the Office 
of Wiser, Shaw, Freeman, VanGraafeiland, Harter & 
Secrest; 700 Midtoxn Tower, Rochester, New York 14604, 
on April 5, 1974 at 10:00 A.M. to answer the questions 
previously asked him and to answer any further questions 
he may be asked with respect to his work for Xerox 
Corporation in the field of vhotoconductive compositions 
relating to possible fraud in connection with the 
filing of the Preliminary Statement in Interference 
No. 93,047 and as they relate to any further issues 
relevant to said interference. 


Weigl is directed to produce at said time 


and place any documents in his possession. custody or 


control, within the scope of Schedule A annexed to 

the subpoena duces tecum served on him on or about 
February 11, 1974, and particularly such documents as 
laboratory reports. memoranda, correspondence, or notes 
relating to work done prior to August 1, 1964, either 
by Weigl or by Dr. E. Lell, with whom Weigl vorked at 
Xerox Corporation in Rochester, New York, or by others 
under hig direction or control, which relate to 


photoconductive compositions comprising from about 0.49 
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Exhibit 4 Annexed to Affidavit of Robert J. Kadel 


- 5 = 


to about 1.23 moles of 2, 4, 7-trinitro-9 flourcnone 
("TP") per monomeric unit of a polymerized vinyl- 
carbazole ("“PVK") comoound. 

Weigl is directed to testify with respect 
‘to any documents produced in accorcance with the 
schedule of the subpoena duces tecun. 

Weaigl is directed, if asked by the attorneys 
representing the movants, to state the names of 
co-workers in the laboratory with him, and their 
addresses, if known to him, in relation to the work 
done prior to August 1, 1964. 

The application of the movants for expenses 
incurred in connection with this motion, including 
attorneys’ fees, is denied. 


ALL OF THE ABOVE IS SO ORDERED. 


ed A ae (2 aad Ke 
NAROLD P. BURKS 
United States District Judge 


Harch pe. 1974, 
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EXHIBIT 5--SHATTUCK ET AL. DEPOSITION EXHIBIT 26 
ANNEXED TO AFFIDAVIT OF ROBERT J. KADEL 


f 
IDENTIFICATION OF PRIVILEGED DOCUMENTS IN 
THE FILESS OF DR. WEIG}L RELATING TO THE 
COUNT OF INTERFERENCE NO..-0479S3. 


49,649 


ORIGINATOR RECIPIENT/DISTRIBUTEES DATE SUBJECT 


J. Weigl Mahassel/ 4/2/70 Invention 
Mammino Record: 


G. Tweet High Speed 
W. Tyler Organic 
L. Stockman Photo- 
J. Ralabate conductor 


Coatings 
(J. Mammino) 


tachments to Document 1 


J. Mammino J. 3/26/70 : 


J. Mammino 8/15/64 RL64—H5 
G. Jvirblis 


J. Weigl Mahassel/ 4/2/70 Battelle 
Mammino Work on 
Urbach Heavily 


Xs ce HhFAC 
6] 

Km F 

HL - 5-24 
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EXHIBIT 6--"ORDER TO SHOW CAUSE WHY THE WITNESS 
WEIGL SHOULD NOT BE COMPELLED TO PRO- 
DUCE ALLEGEDLY PRIVILEGED DOCUMENTS" 
WITH ACCOMPANYING MEMORANDUM ANNEXED 
TO AFFIDAVIT OF ROBERT J. KADEL 


“TN THE-UNTTER STATES NESERICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 


Movants, 


Vv. . : Patent Interference 98,047 


HOEGL ET AL., : 


Respondents. 


ORDER TO SHOW CAUSE WHY THE WITNESS }-GiGL SHOULD NCT Be 
COMPELLED TO PRODUCE ALLEGEDLY PRIVILEGED DOCUMENTS 

On the file of the above-captioned case and the affi- 
davit of Clyde C. Metzger and Movants’ Memorandum in Support 3£ 
Request for Court Order attached hereto 

IT IS HEREBY ORDERED that Respondents show cause ata 

at tha United States Court teuce, Qochevter, ur 

hearing before this Court,to be held on the .'+dav of Aprii 
1974, at wee o'clock AM. why an. Order should not be issuec 
compelling the witness Weigl,or the real party in interest, Aercx 
Corporation, to produce to Movants the documents identified in 
Shattuck et ai. Exhibit 26 annexed hereto, and compelling the 
witness Weigl to ansi.er all questions relating te such documents. 

IT IS FURTHER ORDERED that sufficient cause for waiving 
ordinary notice requirements having been shown, Movants, by their 
attorneys, are directed to serve a copy ef this Order on Anthcny 
WwW. Karaubeics, Esq., Xerox Corporation, Xerox Square, sochester, 
New York 14644, and Francis J. ‘Hone, Esq., Brumbaugh, Graves, 
Donohue § Raymond, 30 Rockefeller Plaza, New York, New York 10920 
attorneys for Respondents on or before the 2's day of Apri; 


1974. 


fare {tuceld § eo Aucke 
Unitea scutes Wistrict Ju de 
Dated: Rechester, New York 
April ay , 1974 
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Exhtbit 6 Annexed to Affidavit of Robert J. Kadel 


IDENTIFICATION Or PRIVILEYGEND DOCUMENTS IN 
THE FILE 2S OF DR. WETGUL RELATING TO THE 
; CouiT OF INTERFERENCE NO, -<94 O87. 


G2, 047 


ORIGINATOR RECIPLENT/DISTRIBUTEES TE SUBJECT 
stnaeeeeenememen el eaten neeaetneeeaensentertetcnmeteeeeaas eC 


J. Weigl. ; Mahassel/ _ 4 Invention 
Mammino Record: 
G. Tweet , High Speed 
We. Tyler.” : Organic 
L. Stockman Photo- 
J. Ralabate conductor 
Coatings 
(J. Mamminc 


achments to Document 1 


J. Mammino J. 3/26/70 


J. Mammino ; é 8/15/64 RL64~!35 
G. Jvirblis ; ’ 
J. Weigl A. Mahassel/ 4/2/70 Battelle 
:; | Mammino dur an be Work on 
Urbach Heavily 
Doped PVK 
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Exhibit 6 Annexed to Affidavit of Robert J. Kadel 


IN THE UNITE) STATES DESERICT COURT 
FOR T'E WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 
Movants, 
Vv. ‘ : Patent Interference 58,047 
HOEGL ET AL., 


Respondents 


MEMORANDUM IN SUPPORT OF MOVANTS' REQUEST FOR AN 
ORDER TO SHOW CAUSE WEY THE WITNESS WEIGL SHOULS 
NOT BE COMPELLED TO PRODUCE ALLEGEDLY PRIVILEGED DOCU 
Introduction 
This request for an Order directing the witness Weigi 
to produce allegedly privileged documents relates to the above- 
entitled ancillery proceeding which was initiated on March 4, i27s 
by the filing with this Court of the Shattuck et al. "Motion Under 
Rule 37 F.R.C.P. For Order Compelling The Production Of Documents 
And Answers To Questions Propounded Under Rule 30, F-R-C.P" 


(hereinafter "Motion Under Rule 37"). 


The ancillary proceeding is based on Patent Cffice 


Interference Nc. 98,047 between the interference parties Meredith 
D. Shattuck and Ulo Vahtra ("Shattuck et al.) and Helmut Hoeg] 
and Giacomo Barchietto ("Hoegl et al."'). 

The real parties in interest are International Business 
Machines Corporation ("IBM"), avn lonces ot Shettuck et al.) anc 
Xerox Corporation ("Xerox"), assignees of Hoegl et al. 

The original Motion Under Rule 37 had been brought 
because, in attempting to take the denosition of a witness, Joka 
W. Weigl, an emplovee of Xerox, the witness refused to answer all 
substantive questions or producc any documents specified in a 


subpoena duces tecum-which had been served upon him. 


A ou 
Exhibit 6 annexed to Affidavit of Robert J. Kadel 


The Court Order OF March 26, 1974 
In an opinion dated March 26, 1974 (annexed hercto as 
Exhibit A) this Court heid, inter alia, 


(i) that Shattuck et al. are "entitled to 
unrestricted access to sources of infor- 
mation bearing on the question of fraud,” 


that "Weigl is directed to produce at 
said time [April 5, 1974] and-place any 
documents in his possession, custody or 
control, within the scope of Schedule A 
annexed to the subpoena duces tecum 
served on him on or about February 11, 
1974, and particularly such documents 
as laboratory reports, memoranda, corres- 
pondence, or notes relating to work done 
prior to August 1, 1964, either by Weigl] 
or by Dr. E. Lell, with whom Weigl worked 
at Xerox Corporation in Rochester, New 
York, or by others under his direction or 
control, which relate to photoconductive 
compositions comprising from about 0.49 
to about 1:25 moles of 2,4, 7-trinitro-9 
fluorenone ("TNF") per monomeric 
unit of a polymerized vinyl_carbazole 
("PVK") compound. 

"Weigl is directed to testify with 
respect to any documents produced in 


accordance with the schedule-of the 
subpoena duces tecum." 


The Testimony Of Weigi And Its Significance 

At the deposition on April 5, 1974, pursuant to the 
Court's Order requiring the witness Weigl to answer ques ions 

: which he had previcusly refused to answer, Weigl admitted, as 

alleged by Shattuck et al., that he had in fact carried out work 
in 1963 coming within the subject matter of the interference 
count! (Transcript of Weigl testimony of April 5) 1974, pp.14-15;, 
annexed hereto as Exhibit B.) 

The significance of this admission lies in the fact that 
Hoegl] et al. (or their attorncys), although they knew of this 
earlier work by Weigl, nevertheless, stated under oath in their 
Preliminary Statement in this interference that they, Hocgl ct ala. 


were the truc inventors of the invention covered by the interfer- 


ence count and that they made that invention in 1964. Morcover, 
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this early work of Weigl, constituting highly relevant prior art 
uniquely within the knowledge of Xerox, was not brought to the 
attention of the Patent Office as clearly required by the law. 
The significance of Xerox holding Hoegl et al. out as 
the inventors of the subject matter of the interference count is 


of critical importance, as noted below, because it enabled Xerox 


to institute this interference which they could not otherwise 


have done. 

It is submitted that Shattuck et ali., aS pointed out 
below in more detail, have established a prima facie showing that 
fraud has been perpetrated in connection with (i) the filing of 
the Hoegl et al. Preliminary Statement, (ii) the filing of the 
Hoegl et al. patent application involved herein, an’ (iii) the 
withholding of material facts from the Patent Office so as to 
justify this Court in issuing the requested ORDER TO SHOW CAUSE 
WHY THE WITNESS WEIGL SHOULD NOT BE COMPELLED TO PRODUCE ALLEGEDLY 
PRIVILEGED DOCUMENTS. Such allegedly privileged documents were 
withheld at the Aprtil 5, 1974 deposition of Weigl and are iden- 
tified in Shattuck et al.'s Deposition Exhibit 26 annexed to 


said Order. 


The Relevant Sequence Of Events 

Summarizing the relevant facts, wes of which have 
already been set forth in the Shattuck et al. Motion Under Rule 
37 fiied with this Court on or about March 4, 1974, the following 
sequence of events are particularly pertinent to the present 
motion: 

1. (On January 6, 1966 Hoegl et al. filed a parent 
patent application relating to an electrophotographic plate and 
process. The invention described and claimed therein was direc- 
ted to a special type of “overcoat layer" which could be used 


with various assertedly old, prior art photoconductive compositions. 
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One of the many aesertedly old and “unuscable" (according to 
Hocgl et al.) photoconductive compositions referred to by Hocgl 
et al. was a PYX-TNE composition (ratio 1:1) which comes within 
the scope of thi interference count. 

2. On Pecember 16, 1969 the Shattuck et al. United 
States patent 3,484,237, which is involved in this’ interference, 
issued to IBM. This Patent described and claimed a photoconduc- 
tive composition which is now the subject matter of this inter- 
ference, namely, 

"An organic photoconductiye composition comprising 
from abovt 0.49 to about 1.23 mols of 2,4,7-trinitro- 
9-fluorenone ver monomeric unit of a polymerized 
vinyl-carbazole compound." 

3. In April 1970 IBM commenced commercial production 
of IBM copier machines employing a specific photoceonducti~e com- 
position coming within the terms of claim 1 in the Shattuck et 
al. patent. 

4. On January 21, 1871, after learning of the issuance 
of the Shattuck et al. patent (Weigl deposition D. 22, ennexed 
hereto as Exhibit B), and while. the Hoeg] et al. parent patent 
application was still pending in the Patent Office, Hoeg] et al. 
filed a “continuation-in-part" application (hereinafter "CIP 
application") wherein their Original parent application was radi- 
cally altered so that instead of being directed to the special 
“overcoat layer," the CIP application was now directed to, and 
even claimed, the very same PVK-TNEF composition (ratio 1:1) which 


Hoegl et ai. had previously thought to be “unuseable in conven- 


tional imaging Systems" and "undesirable" in regard to certain 


important properties. Thus, of all the innumerable photeconduc- 
tive compositions which Hoegl et al. had orignaliy disclcsed rn 
their parent application as being old and “unuseable," the CIP 
application was now entirely directed to just one photocenductiv: 
composition, namely, a PVK-TNE composition (ratio 1:1) which was 


now cescribed as "new" and "acceptable." This composition, of 


o4- 
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course, cume within the scope of the claims of the Shattuck ct 
al. patent. The CIP application was accompanied by a declaration 
of inventorship (equivalent to an oath) wherein Hocgl ect al. 
declared that they belicved themselves to be (i) the “original” 
and (ii) the "first" inventors of a PVK-TNF composition (ratio 
1:1) as the law required them to do! The purpose of the filing 
of the CIP application was, of course, to provoke an interference 
with the Shattuck et al. patent on the grounds that the invention 
Claimed therein was supposediy first made by Hoegl et al. 

S. On November 7, 1972, after the declaration of the 
present interference between the Shattuck et al. patent and the 
Hoegl et al. CIP application, Hoegl et al. swore that thev made 
the invention set forth in the present interference count, that 
is, the invention defined by claim 1 of the Shattuck et al. patent. 
The Hoegl Et Al. Preliminary Statement 
And CIP Application Are Tainted With Fraud 

We submit that a prima facie showing has been made th 
fraud has been perpetrated in connection with the filing of the 
Preliminary Statement, as well as the filing of the Hoegl et al. 
CIP application. Specifically: 

It has now been established that Hoegl et al. (or their 
attorneys as noted below) knew of Weigl's early work with TNF 
and PVK before the filing of the Hoegl] et. al. CIP application 
on January 21, 1971, and before the filing of the Hoegl et al. 
Preliminary Statement on or about November 7, 1972. A document 
attached to the Hoegl et al. Preliminary Statement, written by, 
inter alia, Hoegl et al. on November 25, 1964 states that the 
work which Hoegl et al. carried out in 1964 "show again what 
E. Lell and J. Weigl xlready have pointed out; namely, that TNF 
is the best CT sensitazer found so far for PVK" (Exhibit C 


annexed hereto comprises the relevant portion of the Hocgl et al. 


Preliminary Statement and attachment, specifically page 3 of 


‘such attachment). 
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It has further been established that this work of Lell 


and Weigl involved PVK and TNF coming within the scope of the 


interference count (Weigl derosition, pp. 15-16, annexed hereto 


as Exhibit B). 

It has further been established that the Xerox patent 
attorneys were also aware of the earlier work of Lell and Weigl 
and that such attorneys must therefore have improperly caused 
the filing of the CIP application and the Preliminary Statement 
in the name of Hoeg] et al. (Shattuck et al. Exhibit 26, annexed 
to the Order requested herein, was produced by Xerox during the 
Weigl deposition. This Exhibit 26 describes documents relating 
to the early work of Weigl which comes within the scope of the 
Weigl subpoena [and thus the interference count] and were sent tc 
Mr. A. Mahassel, the Xerox Patent Manager, and Mr. J. J. Ralabate, 
a Xerox patent attorney. See pp. 45-46 of Weigl deposition 


annexed hereto as Exhibit B.) 


The Significance Of A False Assertion Of inventorship 
In A CIP Application And A Preliminary Statement 


Without extensive discussion of the purposes of 
the Patent Laws and Patent Office Rules requiring sworn state- 
ments (or declarations) as to the proper inventorship on a 
CIP application (35 U.S.C. § 115)* and in a Preliminary 
Statement (Patent Office Rule 216),** suffice it to say that 
the requirmeent for such oaths is to prevent an attempt by 
a party, after seeing an inventicn patented (and even 
commercially used) by another, to improperly usurp that 


invention as its own. When Xerox filed the Hocg] et al. 


35 U.S.C. § 115 provides that, "The applicant shall make oath 
that he believes himself to be the Original and first inventor 
of the process, machine, manufacture, or composition of mitter, 
Of improvement thereor, for waicih he solicts a patent Ae 


“° Patent Office Rule 716 provides that, “The pre*iwminary state- 


ment must state that the party mide the invention set forth by 
each count of the interference eae 
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“application there was no way under the Patent Laws in which Xerox 
could have even instituted this interference except by improperiy 
holding out Hoegl et ul. as the inventors of this subject matter. 
It was statutorily impermissible at that time to file a new 


application in the name of Weigl or anyone else.* 


The Allegedly Privileged Documents 


The documents which Weigl refused to produce on the 


ground of attorney-client privilege are described in Shattuck 
et al. Deposition Exhibit 26. which was produced by Xerox and 
‘ is annexed to the Order requested herein. Regarding Document 1 
referred to therein: 
J. Weigl, a non-lawyer, was Manager of 
Imaging Materials Department cf the Applied 
Research Lavoratory (Exhibit B, p. 7). 
A. Mahassel was Xerox Patent Maager in 
Rochester, an attorney but not a member of 
‘ the New York Bar (Exhibit B, p. 46). 


A. 6, Tweet, a non-lawver, was Weigl's 
- supervisor (Exhibit 8, p. 46). 


W. W. Tyler, a non-lawyer, was Manager of 
the Xerox Research Laboratories (Exhibit B, bp. 46). 


D. L. Stockman, a non-lawyer, was a Research 
Manager concerned with photoconductors, 
generally (Exhibit B, p. 46). 


: J. J. Ralabate was a Xerox patent attorney 
- (Exhibit B, p. 46). 


eR Regarding Document 1(a): 


J. J. Mammino and J. Weigl referred to above 
were non-lawyers. 


*# 35 U.S.C. § 10Z(b) provides that a person shall not be entitled 


to a patent if ''the anvention was patented ... in this or a 
foreign country ... more than one year Prior to the date oc 
application for patent in the United States ..." By the tine the 
Hoegl et al. CIP anplication was filed on January 21, Loi, the 
Saattuck ct al. U. &. patent had long since issued (Necember 2G 


1969) and the corresponding Shattuck ct al. Sritish and iicw 
Zealand yiatents had already been published and issued on August 
1968, and cune 15, 1907, respectively. 


‘ 
. 


Age 
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Regarding Document 1(b): 
Attorney-client privilece is not being 
asserted as to this document and it has 
been produccd ecxcept for pertions alleged 
by Hoegl et al. to be ivrelevant.. 


Regarding Document 1(c): 


J. Weigl, A. Mahassel, J. Mammino, have 
been identified above. 


J. Urbach, a non-lawyer, was a Research 
Manager, Xerox, Palo Alto Research Center 
(Exhipit B, p. 47). 


The Need For Discovery Of The 
Alleged Privileged Documents 


It should be noted that the privileged documents with- 
held by Weigl are dated in Mare) and April 1970, just about the 
time IBM commenced commercial production of its IBM copier 
machines employing a specific PVK-TNF composition coming within 
the scope of the Shattuck et al. patent. 

Since these documents admittedly relate to the early 
work of Weigl coiie within the scope of the interference count 
and since such work was admittedly done prior to the alleged 
invention date of Hoegl et al., it is considered extremely rele- 
vant to the issue of fraud to learn, for example, what possible 
basis the Xerox patent attorneys had for causing Hoegl et al. to 
declare ihe they, Hoegl et al., believed themselves to be the 


original and first inventors of PVK-TNF compositions (ratio 1:1) 


when any such alleged invettion was apparently derived from the 


earlier work of Weigl. 

Did Xerox initially consider filing an application in 
Weigi's name at that time? Did Xerox attempt to attribute Weiel's 
work to Hoegl et al. and then, failing to do so, improperly cause 
the filing of the Hoegl et ab. CIP application and the Preliminary 
Stutement in the name of Hoegl et al? Why did Xerox not advise 
the Patent Office of Weigl's carly work, as thcy should have done, 
and thus permit the Patent Office to maac its determination of 


whether Weigl's work would be a statutory bar to the Hoegi et al. 


\ 
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CIP application?* All these questions ure relevant to X\crox's 
intent, which is an important aspect regarding the issue of fraud 
. The only way such very critical answers can properly te 

determined and the only way that all the facts regarding the 
intent of Xerox can be brought to the attention of the Patcnt 
Office is by the production of the documents herein requested. 
The Special Facts In This Case Justify The 
Production Of The vocurents Requested Herein 

In connection with this interference, it is particularl~’ 
significant that the alleged inventors, Hoegl and Barchietto, ire 
not residents of the United States. They reside in Europe and 
are not subject to subpoena. IBM requested Xerox to produce 
these witnesses and offered to pay the expenses which they wouid 
incur in a trip to the United States. IBM also requested Xerox 
to enter into a stipulation under Patent Office Rule 284 (e) which 
would permit the taking of the testimony of Hoegl and Barchiette 
in Europe. Xerox refused both requests (Exhibit D). 

Moreover, the Patent Office has already held, as pre- 
viously pointed out in the Shattuck et al. Motion Under Rule 37, 
that it "has no authority to -order or force a person to testify 
in an interference proceeding," but that "Shattuck et al. can, 
however, call the persons involved as their own witnesses which 
apparentiy is what they intend to do." This is what Shattuck et 
al. are now doing and this is why Shattuck et al. require the 
assistance of this Court in obtaining the documents requested 
herein. The Patent Office, in their December 20, 1970 decision, 
also indicated that any evidence regarding fraud in connection 


with ex parte prosecution of the Hoegl et al. CIP patent applica- 


tion should be brought to the attention of the Commissioner of 


* $8 U.S.C) § 102Kh): provides ‘that, ("A nerson. shall be caticl::! 
to a patent unless ... (f) he did not himself invent the subicet 
matter sought to he patented, or ‘(g) bolore the anplicunt 
invention thereof the invention was made in this conungry by 
another who had not abandoned, suppressed, or concealed it ..." 


‘ 
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Patents by way of a Petition to the Commissioner Under Putent 
Office Rule S56 (Motion Under Rule $7, Exhibit G annexed therets). 
Patent Office Rule S6 provides in part that: 

"Any application ... fraudulently filed or 

in connection with which Fraud is practiced 

Or attempted on the Patent Office, muy oc 

Stricken from the files." (emphasis added} 

Accordingly, it is respectfully submitted that it is 
essential for Shattuck, et al. to have access to the documents 
requested herein and thus be able to present all the facts to 
the Patent Office regarding the issue of fraud. 

It should be further noted that the documents requ 
herein are extremely narrowly defined, namely, documerts relz 
to work which was (i) admittedly carried out by persons otiser 
than Hoegl et al. and coming within the scope of the interference 


count, (ii) admittedly carried out prior to the date of inventica 


which was sworn to by Hoegl et al., and (iiil admittedly known 


‘to Hocgl et: al. (or their attorneys) prior to the time Hoegh c= 
al. filed their CIP application and their Preliminary Statement. 

A further justification for ordering the production of 
the allegedly privileged documents requested herein is the fact 
that, as stated above, Hoegl et al. made such a radical change 
in their patent application after learning of the issuance of the 
Shattuck et al. patent and after IBM began commercial production 
of their copier machines employing PVK and TNF. The radical 
change appearing in the Hoegl et al. CIP application had coviously 
been prompted by the issuance of the Shattuck et al. patent and bv 
IPM's commercial use of PVE THE ecupesitivas. It. was clearly 
not the result of any recent work done by or invention made by 
Hoegl et al. since Hoegl et al. had completed all their wor* on 
PVK-TNF compositions back in 1966, nearly five vears before 


Xerox filed the CIP application ia their tare (Exhibic P, op. 
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In summary, therefore, this is a case where Xerox, aftcr 
being spurred into activity by the issuance of the IBM patent, 
permitted Hoegl et al. to swear in a CIP application that they 
were the inventors of a photoconductive composition covered by 
that IBM patent (i) in spite of the fact that Hoegl et al. had 
apeviousiy described that very same composition as old, "“unsuit- 
able," and "undesirable," and (ii) in spite of the fact that this 
very same composition was known by Xerox to have already been 
made by others prior to Hoegl et al., and (iii) in spite of the 
fact that Xerox failed to disclose to the Patent Office, 2s 
required by law, this highly significant prior art work of others. 

Then, during this interference, Xerox refused to 
produce the alleged inventors, Hoegl et al., for testimony; then 
refused to even permit the taking of such testimony in Europe 
under Patent Office Rule 284(e); then instructed all its employees 
and former employees to not answer any questions whatsoever on 


the issue of fraud; and then, after being ordered by this Court 


to provide Shattuck et al. with "unrestricted access" to evidence 


regarding the issue of fraud, Xerox ordered the witnesses not to 
produce the most relevant documents on the ground of attorney- 
client privilege. 


The Issue Of Fraud In Interference Proceedings Regarding 
The Hoegl Et Al. CIP Application And Preliminary Statement 


As stated by this Court in its Order of March 26, 197% 
compelling the witness Weigl to'testify and to produce documents, 
"fraud is ancillary to priority." (Exhibit A, ep. 2). It 1s 
also clear that in connection with an interference proceeding a 
fraudulent CIP oath or Preliminary Statement is a serious issuc 
relevant to such proceeding. Langer v. Kaufman, 465 F.2d 915 


(CCPA 1972). 
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The Issuc Of Fraud Reearding Hoeg] Ft Al's Failure To 
Advise The Patent Office OF Facts Regarding The 
Critical Prior Art Work Of Weicl 


The extremely pertinent prior art work of Weigl, adrit- 


tedly known to Xerox, and involving the very same PVK-TNF compesi- 


tion (ratio 1:1) which Hoegl et al. asserted to be their invention, 


was improperly withheld from the Patent Office. 

In Langer v. Kaufman, 465 F.2d 915, 920-1 (CCPA 
the Court referred back to its earlier decision in Norton 
Curtiss, 433 F.2d 779 (CCPA 1970), stating: 


"(W]e *** subscribe to the recognition of a 
relationship of trust between the Patent Office 
and those wishing to avail themselves of the 
governmental grants which that agency has been 
given authorityto issue. *** [The Patent Office] 
Must relv on aunlicants for mnaay of Ine Tacs 
upon which its decisions are hasec. fhe nighest 
Standards of honesty and candor on the part of 
applicants in presenting such facts to the 
office are thus necessary elements in a working 
patent system. We would go so far as to say tney 
are essential. (emphasis added.) 


agkaek k 


"[W]le *** repeat the words of the Supreme 
Court: 


"A patent by its very nature is affected 
with a public interest. *** The far reaching 
social and eco omic consequences of a patent, 
therefore, give the pubiic a paramcunt 
interest in seeking that patent monopolies 
spring from backgrounds free from fraud or 
other inequitable conduct and that such 
monopolies are kept within their legitimate 
scope." 


The importance of the principle that relevant facts 
known to an applicant should be submitted to the Patent Office 
for consideration rather than Ketag dismissed as nonreievant in 
the opinion of applicant or its advisors is emphasized in 
Beckman Instruments Inc. v. Chemtronics Inc., 428 F.2d S55 
(5 Cir. 1970). In that case Beckman and the inventor, Clark, 
knew about, but failed to disclose to the Patent Office, a prior 


art device invented by Stow which the Court fuound to complictcly 


anticipate the Clark invention. The Court stated the fariionals 
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and measure sf Beckman and Clark's duty to disclose facts to the 
Patent Office as follows: 


"Appellants' conduct must be examined against 
the standard of conduct required of an applicant 
before the Patent Office. The Patent Office docs 
not have full research facilities of its own, 
and it has never deen intended by Congress that it 
should. In examinine natents, the Office relies 
heavily unon the nrior art rererences that are 
cited to it bv annlicants. It is therefore 
evident that our patent System could not function 
successfully if applicants were allowed to 
approach the Patent Office as an arm's length 
adversary."" (pp. 564-5) (emphasis added.) 


& a 


"Appellants' only reply to these facts is 
that they did not consider Stow's work to be 
relevant prior art. This assertion, however, 
is rendered utterly incredible both Sy Beckman's 
conduct and by the obvious similarity of the 
Stow and Clark devices. Furthermore, the deter- 


mination that the prior art did not render the 

atent invalid should have been lett to the 

atent Ottfice ratner than being deciged nrivatei™ 

y Beckman an lark. Consequently, we conc.iuce 
that there was no excuse for appellants' failure 
to disclose Stow's work to the Fatent Office, and 
‘this conclusion prevents us from considering 
Beckman's conduct as fulfilling an "uncompromi- 
sing duty" of good faith disclosure. We are 
constrained to hold the patent invalid on this 
ground also." (p. 566) (emphasis added) 


Prima Facie Evidence Of Fraud Vitiates 
The Asserted Attornev-Client Privilege 


It has long been the rule, not only in cases involving 


‘fraudulent procurement of a patent, but in any case involving 


a crime or fraud, that a claim of attorney-client privilege 
respecting a communication, relating to the furtherance or 

dom anton of such crime or fraud, is vitated or destroyed. 8 
Wigmore, Evidence, § 2298 (McNaughton Rev. 1961). In the case 
of Clark v. United States, 289 U.S. 1 (1933), Justice Cardozo 
summarized the rationale upon which the attorney-client nriviie. 


is pierced: 
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wo Lee There is @ privilcepe protecting 
communications between uttorney und client. 
The privilege takes flight if the relation 
is abused. A clicnt who consults an attorney 
for advice that will serve nim in the com- 
mission of fraud will have no help from the 
law. He must let the truth be told 
To drive the privilege away, there must be 
‘something to give colour to the charge;' 
there must be 'prima facie evidence that it 
has some foundaticn in tact.' ... When that 
evidence is supplied, the seal of secrecy is 
broken.... Nor does the loss of the privi- 
lege depend upon the showing of a conspiracy, 
upon proof that client and attorney are involved 
in equal guilt. The attorney may be innocent, 
and still the guilty client must let the truth 
come Out... (p. 15) 


Other cases which support this general proposition are: United 
States v. Bob, 106 F.2d 37,40 (2 Cir. 1959); SEC v. Harriscr, 
80 F.Supp. 226, 220 (D.€..°1948); United States v. Weinber: , 
226 F.2d 161, 172 (3 Cir. 1955), cert. den., 350 U.S. 953 
(1955). . 

The foregoing proposition that the attorney-client 
privilege disappears in the face of prima facie evidence of 
fraud has been held to apply to patent interference proceedings. 
In Ziegler v. Natta, 15/7 U.S.P.Q. 400 (S.D.N.Y. 1968) the 
District Court held at page 400, as follows: 


"The documents, mostly lawyers' letters 
and opinions, are undoubtedly relevant to 
the issue of bona fides of the attribution 
of inventorship to ziegler and Martin in 
plaintiff's application Serial No. 514,068 
in 1955, thereafter amended in 1958 to 
Ziegler, Martin, Breil and Holzkamp. Al- 
though we have some doubt as to whether or 
not they are privileged communications, we 
are satisfied that the defendant has offered 
sufficient prima facie evidence seriously 
challenging the bona fides of the afore- 
mentioned amendment. We have been told that 
‘the far-reaching social and economic con- 
Sequences Of a patent, therefore, sive the 
public a paramount interest in seeing that 
the patent monopolies spring from backerouncs 
free from fraud or other incquituble conduct. 
se ** Precision Instrument Mie. Co. v. 
Automotive Maintenance Mach. Co., 324 U.S. 8U6, 
SiG, 65 USPQ 133, 138 (194s). 
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“Accordingly, whether the documents are 

privileged as confidential communications 

or as work products, these privileges dis- 

appear when otherwise a fraud would be 

committed on the public ... The documents, 

therefore, must be made available. 

The circumstances of this case clearly demonstrate 
that should the documents sought to be withheld by the witness 
Weigl fall within the purview of the attorney-client relationship, 
they are nonetheless subject to an order requiring their produc- 
tion to movants. Shattuck et al. have clearly demonstrated herein 
prima facie evidence of fraud in connection with (i) the Hoegl 
et al. CIP oath, (ii) the Hoegl et al. Preliminary Statement, 
and (iii) the failure of Xerox to advise the Patent Office of 
highly relevant prior art uniquely within the knowledge of Xerox. 
Thus, any allegedly attorney-client documents pertaining to the 
very specific issue of Xerox's knowledge of Weigl's early work 
and how Xerox handled such knowledge in connection with the Hoegl 
et al. CIP application and Preliminary Statement should be 


produced in order that the truch with respect to these matters 


be brought out and presented to the Patent Office. 


CONCLUSION 

For all of the reasons stated above, and particularly 
by reason of the fact that the public interest is directly 
affected by the grant of a patent, the Court should grant 
Movants', Shattuck et al.'s, request for an order directing the 
witness Weigl to produce the allegedly privileged documents 
identified in Shattuck et al.'s Exhibit 26 annexed to the Order 
to Show Cause, and to answer all questions relating to such 
documents. 


Dated: 
Respectfully submitted, 


WISER, SiJAW, FREEMAN, VAN GRAAFEILAND, 
HARTER & SECRETS 


B 


y. 

"700 Midtown Tower 
Rochester, New York 14604 
(716) 232-6500 

e1S- Attorneys fur Movants 
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Of Counsel: 


Pennie & Edmonds 
Clyde C. Metzger 
Robert J. Kadel 
Sidney R. Bresnick 
330 Madison Avenue 
New York, New York 10017 


Joseph G. Walsh 

International Business Machines Corporation 
Monterey §& Cottle Roads 

San Jose, California 95114 
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ee 


The movant; on March 6, 1974 {filed a motion 
with five senarately numbered paragraphs under Rule 37, 
Federal Rules of Civil Procedure, for an orcer compelling 
the production of GCocuments and answars to questions 
propounded under Rule 30, Federal Rulos of civil Procedure. 
The motion was argued orall, on Mazch Lo, 
1974 and was submitted on written memoranda. 


This court has jurisdiction to detarmine 


motion under Titla 35 U.S.C. Section 24. 


The documents end the testimony which the 


movants attemsted to get through the ceronition of 
a direct bearing on the soventa all 

of fraudulent misconduct on the part of Hoegl, 
filing their Proliminaxy Statement. The alleged fraud 
4a ancillary to priority of invention. If fraud should 
be established it could be the basis for striking tha 
Preliminary Gtatemont. In that sense any testimony of 
Weigl relating to the subject of Shattuck, et al.'s, claim 
of fraud is relavant to the interferancs proceeding. 

The movants have a statutory right to the 
Gesired discovery through this court. This court has 
ancillary jurisdiction over discovery in the interference 


proceeding. This court should exercise that jurisdiction 
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~ 3 = 


to complement patant office jurisdiction in search 

for the truth. Patent Office rules of admissibility 

of evidence do not govern discovery under tha Federal 

Rules ot Civil Procedure in an laterferance proceeding. 
Tnere is no ground for objection that the 

documents or evidence sought in the discovery will bs 

inadmissibla at the trial, so long as the Gocuments 

and testixony sought to ba elicited appcar to be 

reaponably calculated to lead to the discovary of 

evidence that would bo adsissible. The movant3 are 

-entitisd to ited evicted access to sources of inforrntlor 

bearing on the question of fraud. 

to the interference proceeding. 

refuse to answer questions asked at 

the ground that they ara irrelevant 


proceeding. 


Weigl is directed to answer the questisns 


which ha refused to answer on the advice of counsel at 


the deposition on rebruary 20, 1974, and which avvear in 
the copy of the transcript. 3submitted as Exhibit 3 annexed 


to the affidavit of Clyde T. Metzger. 
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aw A om 


Wale? 4s directed to apnvaar at the Ofrice 
of Wiser, Shaw, Freeman, VanGraafeiland, Marter 
Secrest, 700 tlidtown Tower, Rochester, New York 
on April 5, 1974 at 10:09 A.M. to answer the questions 
previously asked his and to answer any further questicns 
he may be asked with resoect to his work for Xerox 
Cc: poration in the field of photoconductiva cemrositions 
relating to rosaible frand in connection with tha 
Filing of the Preliminary Statement in I 
No. 98,047 and as they rolate to any furthe 


relevant to 


BLON, euatocy or 
A annexed to 
the subpoena duces teeum served on him on or about 
FYepruazy 11, 1974, and particularly such deocumantsa az 
laboratory reports, memoranda, correspondence, or notasy 


relating to work Cono prior £4 August 1, 1964, «: 


by Weigl or by Or. = Lell, with whem Welel worked at 


terex Corporation in Rechester, New York, or by otharz 
under his dizcection ox control, which relate to 


phnotoconéuctive comrositions cemprising from about 0.49 
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to about 1.23 moles of 2, 4, J-trinitro-9 flourecnons 


("tPF") per monomeric unit of a polymerizad vinyl- 


carbazole (“PVK") compound. 


Weigl is directed to testify with respect 
to any dscucents produced in accordance with tha 
schedule of the subrcena duces tecun,. 

Weigl is directed, if asked by the attorneys 

wr representing tha movants, to state the namo3 of 
co-workers in the laboratory with him, and their 


id enisarcs to him, in relation to the vork 


wil movanta for expenses 
f{neurred in connection with this motion, inclucing 
attorneys’ fees, is denied. 


ALL OF TEZ ASOVS TS SO ORDOAaS. 
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Ur. JONN We werste 


Yes, six, 
Which of these pcople would be group leaders, at 
that time? 

MR. HONE: Do you mean, with 

group leaders? 

MR. WALSH: With group leeders. 
To the weed of my recollection, Dr. Lell who worked 
independently, Dr. Martel end Dr. Brynko. 
At that time, did those three report to you? 


Yes, sir. 


And, am I correct, I might have asked this, I an not 


certain, but at that time, was your title manazer 
of Imaging Materials Department of the Applied Re- 
search laboratory? 

To the best of ny recollection, that was the title, | 
at that time. 

You testified the last time that during or shortly 
after 1962, the people at Xerox -- "we" is the word 
uséd, initiated discussions leading toward a re- 
search project between seein ams Battelle, 7 will 
ask you, was any research agreement reached between | 


Xerox and Battell? 


MR. HONE: Now, to the extent 
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IT. AY ta W. we cl 
i nN iC 1. Wel 


MR. WALSH: Do you have wiln 
yeu now the documents as to whic yeu 
ciaim privilege? | 

MR. HORE: No». 

MR. WALSH: You did not bring 
them with you? 

MR. HONE: That 28 correct, 

MR. WALSH: Do you have a 
list of the documents with the cates 
on which they were written and the 
addressees to whom they were sen: and 
the person who sent then? 

MR. HONE; No, I haven't such 
&@® list. That could be obtained if 
you feel it appropriate. I don't 
think it bears on the issue, but we 

could obtain them. 

MR. WALSH: Let the record 
show that there appears to be, I 
would guess, approximately fifty 
pages, maybe seventy or so, which 


have been handed to us. 


| 
I will be more specific in my question, then. For! 
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re - som —{ - 


\ 
the year 1963, did you, Dr. Weigl, or anyone else 
| 


es 


in your group at Xerox work with compositions com- 
prising from about 0.49 to about 1.23 moles of 

2, 4, 7 trinitro-9 fluorenone per monomeric unit 
of & polymerized vinylcarbazole compound? To make 
certain everybody understands the question I will 


repeat it. In 1963, Dr. Weigl, did you or any 7 


oo ~~" a we "he & 
————————— 


member of your group at Xerox work with an organic 
photo conductive composition comprising from about 
0.49 to about 1.23 moles of 2, 4, 7 trinitro-9 
fluorenone per monomeric unit of a polymerized 
vinylcarbazole compound? 

MR. HONE: When you say, 


"from 0.49 to about 1.23," you mean 


correct? 
MR. WALSH; That is correct. 


MR. HONE: Fine. 


Yes. 


| 

| 

| 

anything within that range, is that -| 


Is that work the subject of the records which Mr. 


Hone just hancec +9 re? 


Completely cove? 


Would you give us & brief summary of what is cover-'| 
! 


e 
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oe 
Dr. John W. Weigl 


the call. 

At the time of the call, regardless of who initiate 
t, were you in the Uniced States and was he in 

Switzerland? 

Yeo, 827. 

Do you recall the circumstances si ‘his telephone 

call? 


MR. HONE: Well, I object on 


the ground that. 1¢ calls for. an irre+ 
levant and possibly confidential sub- 
feet matter, but if Ir. Weigel can 
answer without revealing any sgaeslgurel 
tial esubiect matter sther than cis- 
cussio:. of the subject matter of the 
count of this interference I will be 
glad to let him answer. 

I will try to the very best of my ability to recon- 

struct this. To the best of my recollection, both 

Hoegl and I were aware of the I.B.M. issued patent 


on polyvinylcarbazole duped with 0.49 to 1.23 mole 


| 
‘ 
to mole ratios of T.N.F. We were both aware of his | 


intention and we were trying to retrace in sur mi nds 


the origins and background of this invention. 
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John W. Weigl | 
cation to Xerox as he understood it. 


| 
THE WITNESS: I am sorry, wri:h 
question would you like me to answer? 


MR. WALSH: I will start 


THE WITNESS: Please. 
You say that work under the sponsorship of Xerox in 


the field of T.N.F. and P.V.C. containing materials 


j 


stopped. You seem to leave open the possibility | 
that work under somebody else's sponsorship might 


have been going on. I am asking you if wor) had 


or would it not have been assigned to Xerox? 


To the best of my understanding, work sponsored by 


| 

| 

i 

| 

been done under the sponsorship of Xerox, would it | 
| 

| 

| 


Xerox was the product of it, was the troperty of 
Xerox. 
And, after April, 1966, to the best of your know- 
ledge, and information, and, incidientally, if I 
understood you correctly, Dr. Hoegl was sending you 
reports and keeping you informed of his work so that 
if work had gone on you would have known about it, 


to the best of your knowledge, he did not work in 


this field of T.N.F. and P.V.C. after Aprii, 1966, 
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~27- 
John W. Weigl 


is that correct? 


Dr. Hoegl's reports to Xerox would cover work spon- 


sored by Xercx and it is correct that there was no 


Xerox sponsored work on polyvinylcarbazole and T.N.F. 
subsequent to termination of this project. 
And, that termination was April, 1966? 


| 
! 
| 
Hu 


Tat is correct, or ver, close to that time. 


There were a few incidental, further reports to which 


you referred. When would they have terminated, in 


a month or two? ! 
MR. HONE: Dr. Weigl has ale 
ready answered. 
I believe by mid-1966. We have furnished you with 
all information relating to the count that appears 
in any reports that we were able to find from all 
relevant Battell-Geneva projects. There is only 
one relevant Geneva project so far as I know and yo 
have information for everything. 
I'd like to call your attention again to the tele- 
phone call between you and Dr. Hoegl in late 1972. 
Am I correct, in concluding that during that tele- 
phone conversation the work done by Xerox in 1963 


and 964, was discussed with Dr. Hoegi? 
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John W. Weigl | 


MR, WALSH: What is the basis: 


-45- 


for that omission? 
‘MR. HUNE: The other portions 
of that document ere not relevant to 


the subject matter of the inverference, 


that is, the pol;-vinylcarbazole mix- 
| 
| 


tures in the proportions that are 
described in the count. 

MR. WALSH: You are aware, 
of course, that the court order says 
not only relevant materials, but any- 
thing reasonably calculated to lead 
to relevant materials. 

MR. HONE: Tnat is correct. 

I understand that. 

MR. WALSH: You still say it 
4s not relevaiit and you will not pro- 
duce it? 

MR. HONE: That's right, it 
is not reasonably calculated to lead 
to relevant materials. 

Could I ask you, Dr. Weigl, to identify the recipients, 


document 1, A. Mahassel, coild you identify him? 
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~y6- Tem Mee 


S wocare ae ence me ae 


Certainly, patent. manever In Roch¢est’ r. 


i 
J. Mammino? | 
He 4s one of tne membe:s of my group. | | 
That's right. A.G. Tweet? | 
I believe Dr. Tweet was icy heaibie sox, ‘at tne tine, 


WoW. Tyler? 


I believe he wis manager of the research laboratories, 


8 at the time. 
9 DQ86 D.L. Stockman? 
‘ 
10 A. He was a research manager concerned with photocea- — 
tl ductors generally, at the tine. | 
12 DQ87 Were all these men in Xerox in the United States? | 
13 A. Yes, sir. | 
M DQ88 And, J.J. Ralabate I know as che Xerox patent 
| 


15 attorney? 

16 A. That's right. 

7 DQ89 Do you know if Mr. Mehassel is a member of the New | 

18 York Bar? | 
: : 

19 A. I can't answer that. “ | 

20 Deg90 Do you know if Mr. Ralabate is a member of the New 

21 York Bar? : 


MR. KARAMBELAS: Mr. Mahassel 


4s not a memb:r of the New Yo-k Lar, 


id 
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“tT ooh W. Weiel 


ed ae eee ees s 


Mr. Ralatate js. 
Document 1-B, «le name, J.7. Trbilis, ceule yu 
Adentify that person? 
Same person as G. Sélazry after her marriage... T 


is her married nene. 


She specificaliy wes a research aid curing 1944, an! 
my group. 


And, the other name, J. Frteuc.1? 


‘ 

! 

| 

She is @ research worker in your group? | 
| 

| 

{ 


*, Erbauch is « research manager, Yerox, Palo Alco 

| 
research center who I felt might possibly te ‘nverest-. 
i 1 


€d. 


May I ask you, what is the tasis for the privilege 


which you are alleging in regara to thee documents, 


specifically, Cocument 1? 


ee 


MR. HONE: The basis, Mr. 
Walsh, is atturney-client comnunicé- 
tion, more specifically, a communica- 


tion in response to an ettorney re- 


quest in connection with the legal 


aéctivitics of the attorney end, I 
might add, that in addition to attorrey-. 


client privil.ge which attaches to this, 
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IN “ik UNITFD STATES PATE? OFrrice 
A/D'51A Shattuck et al ) 
Vv. ie Interference No. 93,047 


Hoegl et al 


PRELIMINARY STATEMENT 


I, Helmut HOEGL atone with Giacomo BARCHIETIO, declare that we are 
parties in tne above-identified interference; that we made the invention 
set forth by the counts of the Interference; and at the invention sew 
forth oy tne counts of the Interference was mace py us as early as July, 


1964, in Geneva, Switzerland; that 


1) the invention was introduced into the United States as r:.lated 
to count 1 by written disclosure ina leccer report No. 19, maiied 
August 24, 1964, and received in the United States on or about August 26, 
1954, as evidenced vy page 3 of saic letter report attached nereto as 
Exhibit A, and as related to count 2 in letter report No. 21 mailed 
November 25, 1964, and received in tne United States on or aoout 
November 27, 1964, as evidenced on pages 1 and 2 of said report attached 
hereto as Exhibit B. 

2) Tne dates of reduction to practice in the United States are on 

or avout August 26, 1954, as to count 1, and on or about Novemoer 27, io-7 


as to count 2, the respective dates of reccept.on for the written deserint: 


of tne reductions to practice in Geneva, Switzerland, embraced in letter 


reports Nos. 19 ard 21 respectively. 


Cc 
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3). If the allegations offered in 2) above are not found to be re-_ 
ductions to practice of the respective counts in the United States under 
law, then tne date after conception of the invention wnacn active exer- 
cise of reasonable diligence of reducing the invention to practice began 
Was on or about Mencet 26, 1964, and November 27, 1954, the reception 
dates of the respective letter reports Nos. 19 and 21. 

We declare further that all statements made nerein of our orm 
knowledge are true and that all statements made on information ans vo- 
lief are oclicved to oc truce; and furtner that tnese statements are mace 
with tne knowledge that willful false statements and the like so made 


are punisnable by fine or imprisonzent, or botn, under Section 1001 cs 


ments may jeopardize tne validity of the application or patent issuing 


thereon. 


: F. harrtteket 19 a ae bre 
fer 


Date Belmut HOZCL 


: . 
@ 
Sworn before me at eee of, 


Geneva, Switzerland, 


H Giacomo BDARCHIZTIO 


this day of 


Novemocr, 19/2 


come ome * 


cereeehinaaaiemnainunmanenetureemmmtaeel 


’ 


A 64 


Exhibit 6 Annexed to Affidavit of Robert J. Kadel 


THE STUDY OF FUNDAMENTAL ASPECTS RELATED 
TO THE PHOTO-CREATION AND MOBILITY OF FREE 


CHARGE CiRRIERS IN ORGANIC MATERIALS 


Letter-Report No. 21 


to 
XEROX CORPORATION 
Research §& Engineering Center 
800 Phillips Road 


Wie bus tleor 
New York, US 


by 


Giacomo Barchietto, Helmut Hoegl, 
Adolf Steinemann and Demokos Tar 


This letter-report describes the work done during the 
month of October 1964. 
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work we did was concerned mainly with the following points: 


Preparation of hingly sensitive PVK layers strongly absorbent 
in the UV and visible regions of the spectrum. 

Continuation of measurements of dye-sensitised PVK layers. 
Fluorescence measurements on various PVK films. 


Thermoluminescence measurements on pure PVK films. 


1. Highly sensitised PVK 


As mentioned in our latest letter-report, No. 20, we have prepared 
double layers of both PVK and 2.4.7.-trinicrofluorenene (TNF)(in 
Lucite 2046 resin binder). These double layers showed very rapid 
photo-induced ans slow dark decay. We observed that a residual 
charge stayed on the plates, and that the amount of it depended 


on the thickness of the top Lucite 2046 resin layer. 


ne made a number of experiments to reduce the thickness of the 
Lucite top layer by the dip coating techniques. We found that the 
solvent reroves too much of the base coating, and that it is too 


difficult to prepare tilms of less than 10°4 -cm thickness. 


For those reasons, we next used the flow discharge polymerization 
process”) to overcoat strongly doped PVK layers of about 5...3/ 
thickness. We obtained very satisfactory results with this technique. 
Highly doped TVK layers that show too fast a dark discharge may thus 
be overcoated with a very thin insulating film, which reduces very 
effectively the dark discharge « the photoconductive layer; however, 
these layers are not sufficiently thick to cause significant 


residual charges upon illumination. 


We made experiments with two types of layers: 
- PVK * TNE. (1:1, molar ratio 6:5) and 


- PVK + p-chloranil (pCA] (10:1, molar ratio 15:1). 


} sec e.g. J. Goodman, J.-Polymer Sci. XLIV, Issue 144 (190), 551, 
and A. Bradley and J.P. Hammes; J. Electrochem. SOC. 110 (1963) ,15 
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These photoconductive layers were overocated with a polymer 
obtained by glow discharge polymerization of methylmethacrylate. 
(Another experiment was made with ethylsi?. ate, but the results 
with methylmethacrylate were much better, obviously owing to much 


better insulating properties.) 


Absorption and emission spectra of these photoconductive films 
were measured. Both the PVK/TNF and PVK/pLA layers ‘are strongly 
absorbent between 350 and 800 myu, where pure FVK practically does 


not absorb at all. No fluorescence or phospherescence were observed 


up to 700 mu. 


Dark and phot-induced discharge characteristics were measured. 
As the decay of the voltage follows over a wide range that expected 
for ohmic behavior, we have used the well-known equations for 


condensors to calculate the. data listed in the following tables: 
Table 1 


Layer: PVK + INF (1:17), overcoated with glow discharge 
polymerized methylmethacrylate. Sample No. SO. 


Thickness: 7.0 x 1074 cm. 


1) Light :ntensity 
(watt © cm™ 2) 


Fract.absorption A - 
tH (sec.), half-time 300 


(ohm72 cm71 6 x 19716 


4% gap” 18.7 © 10° 


0.067 0.006 
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Layer: PVK + pCA (1:1), overcoated with glow discharge 
polymerized methylmethacrylate. Sample No. 51. 


Thickness: 7.5 x 1074. 


iy 
Fract.abs. A 
ty (Sec.) 
(fulem -} 
3 L 


Spo ly 


Gain 


These results show again what E. Lell and J. Weigl already have 
pointed out; namely, that TNF is the best CT sensitizer found so far 
for PVK. 


We believe that the process of overcoating organic photoconductive 


films with glow discharge polymerized thin films will be very useful. 


These ton films can be used both to enhance the insulating properties 
of the base layers and act as protection against photo-chemical 


degradation. 


Dye-sensitized PVK 


have continued absorption, emission, and electrostatic measurements 
the series of PVK layers sensitized with increasing concentrations 


of Nile Blue A. 


These measurements are somewhat complicated by the fact that the dye 
is used in form of its salt wit: sulfuric acid. PVK being a base, 
htough a rather weak one, it reacts to a certain extent with the 
sulfuric acid. Consequently, toa small extent, the free dye base is 


formed, and therefrom the leucobasz, when Nile Blue A is added to PVK 
Therefore, on sensitizing PVK with Nile Bluc A (or any other dye i 


-gensitiser), we have both the dye salt and the icucobase to consider in 
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November 1, 1973 


Anthony Karambelas, Esq. 
Ralabate, Mahassel and Kondo 
Xerox Corporation 

Xerox Square 

Rochester, New York 14603 


Subject: Interference 98,047 
Dear Tony: 


I am writing to confirm and make of record our telephone 
conversation of this morning, in regard to the suggestion in my 
letter of October 16, 1973. 


The party Hoegl et al declined the offer of the party 
Shattuck et al to pay the expenses of bringing Drs. Hoegl and 
Barchietto to the United States. The party Hoegl et al also 
declined to enter into a stipulation under Rule 284(e) so that 
the testimony of Dr. Hoegl and Dr. Barchietto could be taken 
orally in Europe. 


Yours truly, 


Joseph G. Walsh 
Attorney for the Party 
Shattuck et al 
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IN THE UNITED STATES DISTRICT COURT 
FOR TILE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 


Movants, 


v. : Patent Interference 98,047 


HOEGL ET AL., : 


Respondents. 


. AFFIDAVIT OF CLYDE C. METZGER 


STATE OF NEW YORK ) 
: SS.: 
COUNTY OF NEW YORK ) 


- 


CLYDE C. METZGER, being duly sworn, deposes and says: 

1. I ama member of the Bar of the State of New York, 
the Court of Appeals for the Second Circuit, and of the firm of 
Pennie & Edmonds, 330 Madison Avenue, New York, New York 10017, 
counsel for pees, Meredith D. Shattuck and Ulo Vahtra 
("Shattuck et al."), in the above-captioned action. 

2. There is presently pending in the United States 
Patent Office a patent interference proceeding, No. 98,047, which 
was declared by the Patent Office on August 16, 1972 between 
Shattuck et al. and Hoegl et al. 

3. The real parties in interest are Internaticnal 
Business Machines Corporation ("IBM"), assignees of Shattuck et 
al., and Xerox Eargorktion ("Xerox"), assignees of Hoegl et al. 

4. This affidavit is made in support of Movants' 
Request For An Order To Show Cause Why The Witness Weigt Should 
Not Be Competled To Produce Allegedly Privileged Documents. 

5. The party Shattuck et al. makes this request for 
an Order To Show Cause because its time for taking the testimony 


in this interference is presently set to expire on April 24, 1974. 


A TY 


Exhibit 6 Annexed to Affidavit of Robert J. 


and although an extension has been applicd for, it is not certain 
how much time will be granted by the Patent Office. In any event, 
time is clearly of the essence in connection with Shattuck ct 
al.'s diligent completion of testimony in the interference. 

2 6. On information and belief, the following documents, 
annexed to the Memorandum submitted herewith in support of the 
ahove Request For Order ‘are true and correct copies of the origi- 
nals thereof: 

Exhibit A Court Order of March 26, 1974 
Compelling The Witness Weigl To 
Produce Documents And To Answer 
The Questions Propounded-To Him. 

Exhibit B - Copies of Transcript Pages 7, 14, 
15, 26, 27, 45, and 46 from the 
deposition of John W. Weigl. 

Exhibit C - Relevant portions of the Hcegl 


et al. Preliminary Statement in 
this Interference No. 98,047. 


Exhibit D Letter dated November 1, 1975 
. from Joseph G. Walsh, Esq., 
attorney for the party Shattuck 
et al. to Anthony Karambelas, 
Esq., attorney for the party 
Hoegl et al. 


Subscribed and sworn to before me 


this /S“4 day of April 1974. 


BERTHA S. LEVONAS 
STAY POLS...” eb Lew York 
MO. G1 2573123 Queen. County 
Cat, i) New vere Som 
Ten. 24.04 harem 20, ty? 
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EXHIBIT 7--"SUPPLEMENTAL MEMORANDUM IN SUPPORT OF MOVANTS' 
REQUEST FOR AN ORDER TO SHOW CAUSE WHY THE WIT- 
NESS WEIGL SHOULD NOT BE COMPELLED TO PRODUCE 


a ALLEGEDLY PRIVILEGED DOCUMENTS" ANNEXED TO 
i AFFIDAVIT OF ROBERT J. KADEL 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


we ne ee eee eee eee elle ¥ 
SHATTUCK ET AL., 
Movants . : 
Vv. : Patent Interference 98,047 
HOEGL ET AL., 3 
Respondents. : 
oan en oe een eee nnn ee x 


SUPPLEMENTAL MEMORANDUM IN SUPPORT OF MOVANTS' REQUEST 
FOR AN ORDER TO SHOW CAUSE WHY THE WITNESS WEIGL SHOULD 
NOT BE COMPELLED TG PRODUCE ALLEGEDLY PRIVILEGED DOCUMENTS 
Introduction : 
Subsequent to the Court's Show Cause Order dated April 
23, 1974 in the above-captioned case, Shattuck et al., on April 
24, 1974, took the further deposition of the witness Weigl and 
also the deposition of Anthony W. Karambelas, Xerox's in-house 
patent counsel. 

: During these further depositions, highly significant 
additional evidence was elicited which (a) strongly confirms the ; 
prima facie evidence of fraud set forth in Shattuck et al.'s : 
original Memorandum filed on April 23, 1974, and (b) Strongly 

panties the necessity for Shattuck et al. to have access to the 
4 allegedly privileged documents withheld by the witness Weig?. 
The Prior Art Work Of 


~ 


Pr. Weigi's Group 
In regard to the equal weight PVK-TNF composition which 
Hoeg] et al. swore they invented,! and which they declared 


themselves to be the first and Original inventors of,? it now 


S eeeeetemeeneee 


Hoegl et al. Preliminary Statement, pg-1, annexed as Exhibit 
C to Shattuck et al.'s Original Memorandum filed with this 
Court on April 23, 1974. 


Hoegl et al. CIP Declaration (lines 1-10) and Claims (claim 1), 
annexed hereto as Exhibit E. : 
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‘appears that prima facie cvidence now exists that these vaths wery 
not correct and that the Xerox patent attorncys were aware of this 


evidence when the Hoegl et al. CIP Declaration and Preliminary 


Statement were filed. Specifically: 


(i) This very same composition was previously 
made in the United States by members of Dr. Weigl's 


group, i.e., Mr. J. Mammino and/or others in 1963 and 
on up through May 1964.3 


(ii) Legible photocopies had actually been 
produced during that time from photoconductive plates 
employing that equal weight PVK-TNF composition. * 


(iii) Mr. Mammino prepared an Invention Record 
on March 26, 1970 covering that composition and 
submitted it to Dr. Weigl, who in turn Submitted it 
to the Xerox Patent Department. * 


(iv) The Xerox Patent Department thereafter 
prepared a draft patent application and a revised 
draft application thereon (but never filed it as 
discussed hereinafter). ° 


(v) The Mammino work in 1963 through May 1964 
was prior to the earliest date of "invention" alleged 
by Hoegl et al. in their Preliminary Statement.’ 


(vi) This early Mammino work was not abandoned, 
suppressed, or concealed as far as Xerox is concerned, 
fince as late as 1970, as noted above, Mammino prepared 
an Invention Record on that work and the Xerox Patent 
Department even drafted a patent application and a 
revised patent application thereon. 


(vii) Thus, in regard to the equal weight PVK-TNF 
composition, the Mammino work is pricr to, and apparently 
a complete anticipation of, Hoegl et al.° 


Allegedly Privileged Documents 
Withheld By The Witness Kerambelas 


During the deposition on April 24, 1974 of ¥:'ox's 


in-house patent attorney, Anthony W. Karambelas, an extensive 


list cf allegedly privileged documents was produced,”® all relating 


ee eer enrmnetremt 


3 Weigl deposition, annexed hereto as Exhibit F, pgs.74-77,80-82. 


* Weigl deposition, annexed hereto as Exhibit F, pgs.109-112. 


Shattuck et al. Exhibit 26 (Items 1 and la) annexed to the 
Show Cause Order herein dated April 23, 1974. 


Karambelas deposition, annexed hereto as Exhibit G, pgs.97,98. 


See Footnote 1 above. 


35 U.S.C. § 102(£) and (g) are set forth in the footnote at parce 
9 of Shattuck et al.'s original Memorandum filed April 23, 1974. 


+” Shattuck et al, Exhibit 27, annexed hereto as Exhibit H. 
34 
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to the work of Weigl's group prior to August 1, 1964.3" his 
list of documents itscif (correspondence between Weigl and the 
Xerox patent attorneys, draft applications on Mammino's work, 
Xerox Patcnt Department affidavits, and documents relating to 
Mammino's work, correspondence with Hoegl and Barchietto, etc.) 
further establishes that the Xerox patent attorneys were well 
aware of the early work of Weigl's group and considered it as 
being obviously highly relevant prior art in regard to any asser- 
tion of inventorship by Hoegl et al. Yet, the Xerox Patent De- 
partment still permitted the filing of the Hoegl et al. CIP De- 
claration and Preliminary Statement Oath. Moreover, Hoegl et al. 
themselves, having full knowledge of the prior work of Weigl's 
group on the exact same composition,!! swore that they invented, 
and were the first and original inventors of, that composition. 
The Significance Of The Allegedly Frivileged 
Documents Withheld By Weigl In View Of The 
Additional Evidence Referred To Above 

The three documents withheld by Dr. Weigl,?? one dated 
March 26, I97D and two dated April 2, 1970, are particularly 
significant since they were all generated within two weeks after 
IBM representatives informed Xerox (on March 20, 1970) of the 
PVK- TNF composition used in the IBM copier machines which were to 
be put on. commercial sale the following month, April 1970.!3 

It is believed the documents requested herein may firmly 
establish that Dr. Weigl and the Xerox attorneys, in April 1970, 
concluded that the work of Dr. Weigl's group-was not abandoned, 
suppressed, or concealed, and that therefore a patent application 
should be drafted in connection with that work (which was in fact 


done).?* 


It would then, of course, be improper to permit the 
ee 


1° Karambelas deposition, annexed hereto as Exhibit G, pgs.97-98. 


42 Shattuck et al. Exhibit 27, annexed hereto as Exhibit H, Items 
3 and 4. 


Items 1, la, and lc of Shattuck et al. Exhibit «<6, annexed to 
the Show Cause Order herein. 
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1 Karambelas deposition, annexed hereto as Exhibit G, pgs.97-98. 
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Karambelizs deposition, annexed hereto as Exhibit G, pg.106. 
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subsequent filing of the HMocgl ct al. CIP Declaration and Pretini- 


nary Statement Oath. 

For example, the documents withheld on the grounds of 
privilege may very well show that the actual reason for not Filing 
the draft application was, not because Weigl's work was abandoned, 
cupererend: or concealed by Xerox, but because the Shattuck et al. 
United States and corresponding foreign patents had long since 
issued and Xerox was thereby stututorily barred from filing a new 
application in the name of Mammino or anyone else in Weigl's 
group. (See foctnote 7 of original Shattuck et al. Memorandum. ) 

It is respectfully submitted that the highly pertinent 
facts regarding the prior art work of Dr. Weigl's group, and 
Xerox's reasons for permitting the filing of the Hoegl et al. CIP 
Declaration and Preliminary Statement Oath in spite of that ear- 
lier work, are facts and reasons which Xerox in any event should 
have presented to the Patent Office so that the Patent Office 
could properly assess the Hoegl et al. CIP application against 
the prevailing statutory criteria, namely 35 U.S.C. § 102(£) 
and (g).’° 


In Monsanto Company v. Rohm & Haas Company, 456 F2d 592 


(3 Cir. 1972), cert. denied, 407 U.S. 934 (1972), for example, 


Monsanto had not disclosed ai] the relevant facts to the Patent 
Office regardixg the invention claimed in their patent applica- 
tion. The Court stated therein at page 600: 


"Under these circumstances, it was impossibie 

for the Patent Office fairly to asseSs Monsanto's 
application against the prevailing statutory 
criteria. Thus, Monsanto's failure to disclose 
amounted to misrepresentation transgressing 
equitable standards of conduct owed the public 

by the applicant in return for its monopoly." 


35 U.S.C. § 102 provides that, "A person shall be entitled 
to a patent unless ... (f£) he did not himself invent the 
subject matter sought to be patented, or (g) before the ap- 
plicant's invention thereof the invention was made in this 
country by another who had not abandoned, suppressed, or 
concealed it ..." 


be a 
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CONCLUSION 


The ‘foegi et al. CIP Declaration and Preliminary State- 


ment Oath appear to be obviously inconsistent with the carlier 


work of Weigl's group relating to the exact same composition. 
The only way all the relevant facts on the issue of fraud can be 
brought to the attention of the Patent Office is by Shattuck et 
al. having unrestricted access to sources of information, inclu- 
ding allegedly privileged documents, which relate to this admit- 
tedly pertinent prior art work cf Dr. Weigl's group. This is 
particularly so since all the facts regarding this prior art work, 
and Xerox's reasons for permitting the filing of the Hoegl et al. 
CIP Declaration and Preliminary Statement Oath in Spite of that 
earlier work, are facts and reasons which Xerox should have, by 
law, voluntarily disclosed to the Patent Office in any event. 
They are also, obviously, critic:1 to the issue of {1aud in this 
interference 

Dated: Respectfully submitted, 


WISER, SHAW, FREEMAN, VAN GRAAFEILAND, 
HARTER & SECREST 


By 
700 Midtown Tower 
Rochester, New York 14604 
(716) 232-6500 
Attorneys. for Movants 


OF COUNSEL: 


Pennie §& Edmonds. 
Clyde C. Metzger 
Robert J. Kadel 
Sidney R. Bresnick 
330 Madison Avenue 
New York, New York 
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ORIGINAL CLAIMS OF HOEGL ET AL, 
4 


in, ; « cir "APPLICATION SERIAL NO. 108,548, 
ae -FELED: JANUARY: 21, , 1970. 
WHAT IS. CLAIMED as; are 


: c ‘ ae *, 7 pe 
ae a a: ae ee : ) nt 2 a a : ‘ . Cac 
1 a cet os fe o at : sue eee: 
+ An organic photoconductive composition Comorisyy 
o, 


2 


+ 


about ‘one part by weight of 2, 4, 7- ‘trinitro-9- fluorenone Per one 
oe! ec’ Looe i 
part: by weight of polyvinylearbazole. oe 
“ny ae at ow A 
2. An electrophotographic process. cotiprising the 


' - : au ie 6 - * Ce So we + 
steps of: * : : et eas ee 
: “8 ees So. sf a 7 


forming an electrostatic image on’ a photoconductive 
; ww . ic a. a ~S, ae 
oo | element comprising. about one’ part by weight 
‘ : a < ~ % . i 
ae 6 


of 2, 4, 7-tvindtro-9-fluoxenone per one part 


oo Je weight, "of polyvinylearbazole, and 2 


baad 
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DECLALAT (1, OSU OF AUTORREY, ann’, 


aes 1 oe. 
We, °C eae voray, and oy aca: ane DIL 


. o. 
rs te ; ” 
. : * 


—< 


' 
ee ee 
' 

' 


al we are citizens of GEIMIANY_ and _ITALY 4teaneetively 


1 
. 


aaa ‘residing at “cRAtD-Leee/_ 


5 rag 
ie 
-tees| wiles ea ea penta Ry 


" . ne H that a) have 


ad the foregoing specification and’‘claims and we vorily believe has we are 


. 
. 


Gets trol, Giese and joint inventors of tng invention in 


ee 
. mae i *'s. 


a ELECTROPHOTOCRAPHIC PLATE - D/2451 ed ey described and 


oN 

aimed: in the foregoing specification; that this application in part dis closes 
‘a claims subject matter iesuaimiciniha in our earlier’ filed ida application, 
4 . 
‘rial No. 519,082 , filed Januarv E: 1966 eg) CAG, as to 

‘ ” Ser ot 

2 subject matter of this application which is common to said earlier 
plication, we do not know and do not believe that the same was ever known 

: used before our invention thereof, or patented or described in any vrint2d 
lication in any country before our invention thercof, or more than one 

tar prior to said earlier application; or in oublic use or on sale in the 

tited States more than one year prior ’to said earlier application; that 

tid common subject matter.was not patented before the date of said sarlier 
plication. in any country foreign to the United States, on an avplication 

-led by us or our legal representatives or assigns more than twelve months 
fore said sarlier application;.,that, as to the subject matter of this - 
plication which is not comaon ‘to said earlier application, we do not knew 

id do not believe that the same was ever known or used before our invention 
wreof, or patented or described in any printed publication in any country- 
:fore our invention thereof or more than one year prior to this application, 

t in public use or on sale in-the United States more than onc year prior 

h this application; that said subject matter was not patented in any 

sti forcign to the United States on an application filed by us or our legal 
prescentatives or assigns more than twelve months-before this application; 

fat no application for patent on the non-common subject matter of this 
pyention has been filed by us or our legal representatives or assigns in. 

xy country foreign to the United States more taan twelve months before 

ty, application, except as follows: 


oa ace . e ' ace . 


ad that the earliest application for patent on’this invention that hes 
ben filed by us or our legal representatives or assigns in any country 
preign to the United States, and a claim for the priority of which is 
ace under 35 U.S.C. 119, is as follows: 9» : F 


ee 4 ; j ol aa : 
ps And we hereby appoint James J, Ralabate,- Registration No. 19,211; 
thert Manassel Registration No. 19,064 ;xtpkter H. Kondo Recistration “3. 
724, 3 and 0 ' Registration No. , all 
€ Kero“ Corporation, Xerox Cjuarc, “Rochester, New Yorn, 14603 our attornsy? 
9 proszcute this application and to transact all business in the Patent 
fice connselded therewith. All correspondences is to be held with GSH25 a. 
praate. . 


Whercfore we pray that Ictters Patent he granted us for the nye sheer 
a ‘discovery described and claimed in the foreqoins syvecification aia ohn. 
mi we brcby subscriba our manes to the foregoing specification aml chairs, 


jeclaration, power of attorney, and this petition. 
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P Acard j 
ehe aaeersigqued po fs LOLS ‘deelare further +f, SAUL Guyer lege 


Fa of theix own know le sige ave true and that all t “tatenents teides Ov 
ermition and beliec£ are believed to be truc; ana further thal thes: 
Mesients were made with the knowledge that wiilifel false staleisents aid 
dike so inde ave punishable by fine or inmyrisonment, or both, under 
tien 3001 of Title 18 of the United States Code and such willful Cale 


fewents muy jcopardize the validity of, Lehi PRA CES TON, or any patent 
ming Che: xYCON | , ° 


i uf . ., ae ue i °* oucn / 4° 
ly ne Asp - : 0 ee > 
i Inventor bfoi tf Ui, al Se : Harel 
First Name . Middle Ini Tai tial 0) hese Mane 


Post Office Address — 25, shu. Ges Paicttes; 1212: cna tnior/ENEVA (switzerland) 


° 
ve win 


‘Date de. 23 ! 45 20 eae * cm Lg Bee ick 
: t ee iil 


6 
Inventor ( ite en | UREN 5° ni "sate. panied MN 
Fixrs¥ Name rT omen .). f Mast Wame 


Post Office ‘Address __Via bisehbackaet: 15, _BUSTO ARS: 


hae Ieee ee 4940 en esas ey 


. RE al 
Inventor ' a ATEN aN 


Cente ern eamtainmnrcamarene aint cement teat 


“First Name | WAeeie THAtal |, ee ane 
Post Office Address 


Date 
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Dr. John Weigle _ 


Seb, air, 

Was this work represented on Shattuck, et a2 

Exhibit "28" the result of her dea? 

MR. HONE: I object. “Sane Ns 
as before. Dr. Walsh can't know-- Dr, 
Weicle can't know that, what was in Miss 
Salasny's mind at the time, 

MR, WALSH: fa Let him answer whether or 
not he knew. , : 

MR. HONE: Let him answer as to Whether 

: or not he had any understanding with respect 


to that question. 


All right. I will ask you that question. Do you 


have any understanding as to whether or not this. 


work was the idea of Miss Salasny? 

I believe Lt was the idea, probably, of Mr. 
_Mammino, who was her byneietion. and was charged 
With wovk in the area of organic photoconductors. 
What was Miss Salasny's position at the tine? 
Research Aide; Mr. Mammino's assistant under his 


supervision. 


Is it correct to classify her as a labcvatory 


technician? 
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Dr. John Weigle 
Yes, that would be quite right. 
I will then again call your attention to the 
writing which a "10 Shewdn Hein dis ge to one 
PVK: TNF", and _— you to explain what those 
abbreviations mean. 


Certainly. 


MR. HONE: I object to the question as 


calling for a conclusion by Dr. Weigle. 

MR. WALSH: Dr. Weigle is an expert in 
this field, well capable of drawing this 
simple conclusion. 

YR. HONE: Dr. Weigle has not been 
called as an expert; he has been called as 
a fact witness. If you want to elicit facts, 
please do so, but doen't call on him as an 
expert to interpret notebook records. if 

‘you iusked Dr. Weigle if he had any under- 

standing at the time of this entry soe 
what the meanins of that entry en please 
do so, but den't ask him to interpret it. 

MR. WALSH: I will ask Dr. Weigle what 
those symbols mean. | 


MR, HOSS: I object and instruct him 
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_ Dr. John Wetgle 


not to answer, You are here to elicit facts 
from Dr. Weigle, not expert opinion. 

MR. WALSH: | The meaning ob thene SouiGle. 
‘4s a fact. illic bas 

MR. HONE: | His understanding of what 

: they meant on this notebook ine at the 

time they were entered and at the time he 
saw them mi cht be a fact; his interpretation 
of what they mean is not, it's opinion. 

MR. WALSH: His understanding is really 
very secondary and irrelevant. The impor- 


tant point is what is the meaning. I wiil 


ask him again. 


_ 


Dr. Weigle, I will split the question up. When 


the expression, "one to one" is used, what is 


meant? 
MR. HONE: Used by whom, Mr. Walsh? 


MR. WALSH: Used by Miss Salasny on this 


page. 


HONE: As of 1963? 


WALSHE: What was meant at that time. 


HONE: I will let Dr. Weigle answer 


as to what his understanding was. If you 
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hn Wetcle 
will turn to Exhibit "29°. 
It was, I believe, attached, and it refers direckiy 
to the same work, Well, you will see that it is 
ee "one to one" by weight of trinitro- 
fluorenone-- PVK. | | 


No, no, please. Spell it out. . 


MR. HONE: It says "PVK". 


It says "PVK". 

I want the record to show very clearly that the 
"[NF" does, in fact, mean trinitrofluorenone and 
"PVK" does, 4n fact, mean poly-n-vinylcarbazole, 
50 r'll ask you again, Dr. Weigle, what was your 
understanding as to the meanings of these abbre- 
viations? i 

Very — that which is factually stated on 
Exhibit "29", "0.5!75 grams of TNF and 0.55 grans 
of PVK". | : : 

And what ie "Tie"? 

247 trinitro (9) Hioesasne. 

And what is "“PVK"? 

Pesta nba ieenewecie: 


Is that a polymized vinylcarbazole compound? 


Yes, sir. 
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j ; 


it, we will produce it. 

THE WITNESS: The original notebook will 
i show it. I am sorry, it — off the end 

of the page. 
Does Miss Salasny still work for Xerox? 
Miss Salasny's marriéd name is Fvirblts, ang she, 
again, works for Xerox after some years of not 
having worked for Xerox. 
in calling your attention er ere to the 
material containing equal weights of PYK and TNF, 
the one:one by weignt, do you know whose suszes- 
tion it was to use that specific composition? 
I can only sienna: Thinking back, I am — 
sure that it was not mine and I can tell you why, 


if necessary. 


MR. HONE: You pee not required to 
‘speculate, Dr. Weigle. : : 
THE WITNESS: Am I permitted? 
MR. WALSH: I have no objections. 
THES WITNESS: I believe it was probably 
Mr. Mammino's, : 
Could you explain the basis for your elaer that 


it was if, Mamnino's suszestion? 
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Gad oe 
Yes. 

Would you, please? g 
—— re of this proscet wes dieectes | 

to novel compositions of great mechanical strength, 
based upon materials other than PVX, and sufficlenti 
transparent to be useful as a Kermani nkeneetin 
for direct projection, and our prime objectives, 
then, were to fabricate-- to innovate and to 
fabricate materials which were mechanically strong, 
self-supvorting and secede for transparenc; pro- 
jections. These materials were really outside the 
prime wiseeiiee of the project. 

MR. HONE: When you say "these materials", 


what do you mean, Dr. Weigle? 


| THE WITNESS: | The materials which fall-- 


I'm sorry, the materials in the general 
range of one to one by weight PVK to TNF 

“ compositions, and similar ene which 
we are discussing here today, were somewhat 
outside the scope of the project and of its 
main objectives, and therefore, of relatively 
casual interest to us at that time. 


DQ157. This doesn't connect at, at least I don't see how 
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sonnenenamt 


it connects it to I, Manmino. 

Mr, Mamrino, as project leader, was free to bas 
reasonable excursions as his interest dictated 
and as a research man and research product leader 
would be expected to. 

But this work was done under setae sede iece. 

is that correct? 

That is correct. : 

Who else would have knowledge of this dene at this 
time? Specifically, was there any intermediate 
leader or manager between Mr. Mammino and you? 
There was none, 

Would other group leaders have knowledge of 1? 
MR, HONE: | What do you mean by "other 


' group leaders"? Outside Dr. Weigle's group? 


MR. WALSH: ‘Well, all right, outside of 


Dr. Weigle's grcup, yes. 
At the time, as best I can recall, this was a 
very brief excursion ane one which we did not take 


very seriously, and I don't know whether it was 


widely discussed. 


Would, for example, Dr. Martel have had knowleds2 


— 


of this? 
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(Whereupon, the Reporter marked for identification 


Shattuck, et al Exhibit "45") 


DQ233. Turning to the first page of Exhibit "35", you 


will note that apparently it is a continuation 
es 91, which is the prior page here. On the 
bottom of this page, on the left hand sice, it 
has "50/50 PVK/TNF" from 5-5-64. What is the 
significance of that notation, Dr. Weigle? 
MR. HONE: As you understood it at the 
time. | 
As you understood it at the time, and if you 
understand it differently now, please let us know. 
I believe that it means that it is equal weight 
proportions of PVX and TNF, and the coating as 
those described previously--probably identical to 
then. z 
And the upper portions of this, are these actual 


pictures made using that photoconductive composi- 


tion? 

In th original notebook, they are actual pictures 
made from a test target kn az. enlarz*r at a series 
of exposures, constint light bulb setting, constant 


current setting, variable aperature and time, 
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The apertures have been noted as "RP" stops. 


The times are noted in seconds. What this whole 


series does as a group is to provide an idea of 
the photosensitivity of this particular combina- 
tion of materials or this-- | 

The other notations on this page refer to other 
dante ratios of PVK and TN?, is that as 

on the right hand side? 

Yes, They actually fall outside of the count. 


The date of this page is May 5, 1964, is that 


correct? 


Yes, sir. 


In Summary, therefore, Shattuck, et al Exhibit 
"35" shows a legible electrographic copy of a 
document copied using as a photoconcuctor a 
Siete a consisting of equal weights of reine 


vinylcarbazole and trinitrofluorenone, is that 


correct? 

That's correct. 

The symbol on the extreme left hand side is a 
negative sign with a circle around it. What is 
the significance of that? | 


I don't know for sure. 
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Dy John rei cle | 


Shattuck, et al Exhibit "36", the next page, once 
again the lower left hand corner shows equal | 
weruinee of PVK and TNF. I'11 ask you,, is the 
image on the top of the page a Xerograph’.c copy 
prepared using that composition as the photo- 
conductor? | 

Yes, as I said before, this whole series is a | 
series of images made quite clearly with the one ? 
to one by weight PVK:TNF plate, and it was done 
4n an attemot to find the optimal exposure. 

The important work-- the important fact I am 
tryins to get at, Dr. Weigle, is that these are 
actual legible copies made using this compcsition 
as a photoconductor, is that correct? 

I can read them. 

And this work was done on May 5, 1964, is that 
correct? : 


Yes, sir. 


All right. Do you recall when you first saw this 


work? 


MR. HONE: bo you mean the work recorded 


on these pages? 


MR. WALSH: No, either the work recorded 
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Dr. John Weigle 
on these Pages or a Subsequent summary or 


report reflecting this work, 


MR. HONE: Well, why don't you ask the 


questions one at a et oe 
All right, when did you a See these Pages, 
Dr. Weigle? , 
I don't betdcos I recall, but certainly it wag at 
the very latest, at the time of the review of the 
notebook in 1967, and I ri sht POSSIbly have reviewed 
them during 1963 or 1954, Well, these in 196, 

These Pages, do they or do they not all bear the 

notation "Project number peee 
yes, 
i'll eal) your attention to the next &roup of 
three pages stapled Snauthar entitled, "Xerox : 
Research and Engineering Division Research 
Laboratories Report Number RL64~45", hater down 
in the Page it bears the notation, eres twit Namber 
5324102", 
All right, sir, 
There are two names on 1t; J. Mammino and 
G. Jvirblis, am I correct? I believe you pre- 


Viously testified that Jvirbdlis is the married 
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ANTHCNY W. KARAMBELAS 97 


he 
MR. HONE: I will answer for hin. Be, 
he did not, and I, as his abtexties, did not. 
MR. WALSH: I will ask him to answer the : 
quastion. 
Did you bring the documents? 
No, I did not. 
L'LL call your attention to document 8. It say3 
“yeyised application draft, PVK/TNr." Did this : 
document specifically concern ” patent application 
relating to work done in the United er prior to 
August 1, 19464? 
Yes, I believe it did. 
This was tha work done by people in Weigle's group? 
._ Yes, I believe so. | : 
Is that statement also trus = regard to document 2, 


"Draft Patent Appl! sisal PVE: TN? TN?" 


No, thay wera not. 
Why not? 
MR. HCNE: Objection. Tha reasons why 0: 


why not applications were filed are priviteger 


Ye, I believs so. 

Wars tkase applicatios ever filed? 
| 
| 


and cails for an attorney's conclusions, pats 
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ANTHONY W, KARAMBELAS 
foe ati cinta of things that yeu 
entitled to. 
I'll call your attention to document 12 entitled 
“Draft Affidavit." 1 will ask you what this 
affidavit pertains to? 
MR. EONE: Objection, the contents of that 
i affidavit is a privileged matter. : 
Did it relate to work done in the United States 
under the directis of Dr. Weigle prior to August 1, 
19647 
MR. HONE: Well, if it hadn't, it wouldn't 
have be2n on this list. | 
HR. WALSH: Mr. Hone -=- 


Yes. The answer is yes. 


~ 


MR. WALSH: I want the witness to answer 


the questions, please. 
I didn't hear your answer, I'm sorry. 
I belisva so. I balizve so. 
For whose signature was that affidavit drafted? 
Can I have a minute? 
BR. WALSH: hein. 
(The witness confers with Mr. Hona.) 


BR. HONE: I am going to obje* to any 
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ANTHONY W. KARAMBELAS 106 
Sa! ea 
Zealand or tha one from Great Britain ox the pene 
from any othar foreign country you might jhe ee 
name? 
I think tha first tine that I bacame aware of those 
is when I received papars froma you and you listed 
the foreign counterparts. I belicve that wa3 the 
first time I wa3 aware of then. 
In connection with your becoming aware of the 
composition of the 12M spinccndien ted i'd iike to 
refresh your memory again. | 
MR, HONE: If he's aware of it. 
MR. WALSH: I'd like to atrcempt again to 
- yxefresh his memory -- not your memory, Mr. Hone, 
his. : 
-X'11L tell you that on March 20, 1970, eumeigeinaueue 
of IBM informed represantatives of Xerox what the | 
composition of the proposed IBM photoccnductor would 
be nae ‘sesihiie waich was put on ccamercial sale 
the following month, April, 1970. I will ask you 
again, did you or did you not, dines srcihy w= gay 
within three months of that date, know the coapo- 


sition of the IBM photocopier -- the photoconductivs 


| 

| 

| 

composition in tha copier? | 
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hb ae 2 
A List of Privileged or Work Product Documents in the 


Xerox Files kelating to Interference No. 98,047 Between 
Noegl et al and Shattuck et al in the United States 

Patent Office Which Were Prepared on or Before Novemscr 7, 
1972 anc Which ikelate to‘tork done in Connection With the 
Supject Matter of the Interference Frior to August l, 1964: 


Originator Recipient /Distributees “a __Subiect 


J. Weigl A. Mahassel:~J. Mammino 4/2/70 rd Battelle Work 


as 
& 


on Heavily 
Doped PVK. 


Patent Department f Draft Patent 


Application 
PVK/TIIE. 


Hoegl - Karambelas 9/14/72 _ Meeting attended 


by .A. W. Karambela 
H. Hoegl, 

G. Barchietto, 

B. Dousse, HM. 


Barchietto Karambelas 9/14/72 


+ o% \e 


Peter H. Kondo Francis J.- Hone - 4/10/70 

A. A. Mahassel - Transmittal 

J. J. Ralabate of information ané 
documents. 


Patent 


Patent 


) ea 3 


J. Mammino . _ 3/26/70 ¢ Invention proposa? 


i G. Barchiettc, 
B. Dousse, M. Vimi 


Karambeles 9/5/72 Capsule history 
of interactions 
with H. Hoegl 
(Aug'62-Sept '6<) 


High Speed Organic 
Photoconductor 
Coatings. 


Departmen Revised Applicatic 
Draft PVK/TNF 


Levertment Handwritten notes 
(lOp2ges) re: 
PVK/TNF work 


Department Correlation betwee 
Mammino work andj 
a 


Fig. 2 of IfM Pate 


Kondo Draft of "Recucst 


for Interferences 


. 


Patent Department * (Peale Nita sie. 


Patent Department Typed and hancwrit 


notes ane qvestic: 
“es PViK-TiES wock 
(2 payes). 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 
Movants, 
v. > Patent, Interference 98,047 
HOEGL ET AL., 


Respondents. 


SUPPLEMENTAL AFFIDAVIT OF CLYDE C. METZGER 
STATE OF NEW YORK ) 
COUNTY OF NEW YORK ) me 

CLYDE C. METZGER, being duly sworn, deposes and says: 

1. I am a member of the Bar of the State of New York, 
the Court of Appeals for the Second Circuit, and of the firm of 
Pennie & Edmonds, 330 Madison Avenue, New York, New York 10017, 
counsel for Movants, Meredith D. Shattuck and Ulo Vahtra 
("Shattuck et al."), in the above-captioned action. 

2. On information and belief, the following documents 
annexed to the Si plemental Memorandum submitted herewith are 
true and correct copies of the originals thereof: 

Exhibit E - Pennie & Edmonds file copy of Hoegl et al. 

CIP Declaration and Claims (application 


Serial No. 108,548, filed January 21, 1971). 


Exhibit F - Weigl] deposition, April 24, 1974, pages 
74-77, 80-82, and 109-112. 


Exhibit G - Karambelas deposition, April 14, 1974, 
pages 97,‘98, and 106. 


Exhibit H - Shattuck et al. Exhibit. 27. 


Subscribed and sworn to before 


me this 29th day of April 1974 


? 
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: NOS WEY AlSIPLIVC ng 
NOTA C1 SUE! Cs an York 

No. 41 22 stud O48 County 

Cent het. tw etta tonnly 
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EXHIBIT 8-~FIRST PAGE OF A MEMORANDUM OF HOEGL ET AL. 
IN OPPOSITION TO THE SHATTUCK ET AL. REQUEST 
FOR A SHOW CAUSE ORDER ANNEXED TO AFFIDAVIT 
OF ROBERT J. KADEL 


IN THE UNESEO Svarius pire pero 


FOR THE WESTERN DiSiRicy OF Niw WORE: 


SHATTUCK ET AL., 
Movants, 


ve Patent Interference 98,0417 


HOEGL ET AL., 


Respondents. 


MEMORANDUM OF HOEGL ET AL IN OPPOSITION TO THE 
SHATTUCK ET AL REQUFST FOR A SHOW CAUSE ORDER 
I. INTRODUCTION 

Shattuck et al seek an order for the production of 
three documents from the ine. ee Dr. Weigl as to which Hoegl 
et al claim attorney-client privilege and attorney-wo.ck product. 
As shown herein, production of those documents should not be 
required because: 

(1) the documents being sought are privileged and 
also constitute attorney-work product; 

(2) Shattuck et al have not established any basis for 
a charge of fraud; 

(3) even if the documents were produced they could 
have no bearing whatsoever on Shattuck's eraiees of frauds 

(4) Shattuck et al have already been provided with 
all of the factual information contained in the documents; 

(5) Shattuck's arguments regarding the content of 


the documents are based upon misstatements of the facts. 
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EXHIBIT 9--DECISION BY THE HONORABLE HAROLD P. BURKE 


DATED MAY 7, 1974 ANNEXED TO AFFIDAVIT 
OF ROBERT J. KADEL 


UNITED STATES DISTRICT COURT 
WESTERN DISTRICT OF NEW YORK 


SHATTUCK, EL AL., 
Movants 


- VB = Patent Interference 
No. 93,047 
HOEGL, ET AL., 


Respondents 


Wiser, Shaw, Freeman, VanGraafeliland, 
Harter & Secrest 

700 ttddtown Tower 

Rochester, N.Y. 14604 

Attorneys for mowants 


Pennie & Edmonds 
330 Hadieon Avenue 
New York, N.Y. 10017 
and 
Joseph G. Walsh 
% International Rusiness Machine Corp. 
San Jose, Calif. 95114 
{of counsel) 


Brumbauqh, “raves, Donohve & Raymond 
30 Rockefeller Plaza 
New York, N.Y. 10020 

by Trancis J. Hone 


Paris, Maskell & Levine 
Washington, 0.C. 
and 
Anthony W. Karambelas 
Xero: Corporation 
Xerox Square 
Rochester, th Y%. 14644 
Attorneys for respondents | J. 


farria, Peach & Wilcox -—- 
2 SChate Ctreet ia 
Rochester, N.¥. 14614 

by Elliott Horton 

(of counsel) 
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This is a motion by movants, brought on by 
order to show cause, to compel the witness Weigl and 
Xerox Corporation to produce documents identified in the 
moving papers attached to the order to show cause dated 
April 23, 1974, and compelling Waigl to answer all 
questions relating to such documents. The documents 
withheld by weigl are dated in March and April, 1970, 
about when IBM comrenced commercial production of its 
IBM Copier machines employing a specific composition 
coming within the scope of the Shattuck et al patent. 

Reference is here made to the order of this 


court dated March 26, 1974 compelling the witness Weigl 


t 
to testify and to produce documents, including the 


documents now withheld, and holding in part, “The movants 
are entitled to unrestricted access to sources of 
information bearing on the question of fraud.e---", rt 
is essential that Shattuck, et al, have access to the 
documents to be able to present the facts to the Patent 
Office regarding the issue of fraud. 

The objection of Xcrox to the production of 
the documents on the ground of attorney-client privilege 


is over-ruled,. 
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IT IS HEREBY ORDERED that the witness Weigl 


produce the identified docwments and answer all questions 


relating to such documants. If the parties can not agree 
upon a time and place, I will, on ex parte application of 


either party, fix the time and place by order. 


ri ey - ar, 


RAROLD P. BURKE 
United States District Judge 


« 
S 
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EXHIBIT 10--DECISION BY THE UNITED STATES COURT OF 
APPEALS FOR THE SECOND CIRCUIT DATED 


JULY 16, 1975, DOCKET NO. 74-1767 ANNEXED 
TO AFFIDAVIT OF ROBERT J. KADEL 


UNITED STATES COURT OF APPEALS 
For tHe Srconp Cimcuit 


——— <0 


No. 222—September Term, 1974. 
(Argued November 25, 1974 Decided July 16, 1975.) 
Docket No. 74-1767 


_—_—_ HOO 


Merepitn D. Srarruck and Uto Vantra (IBM), 


Movants-Appellces, 
v. 


Hetmur Horcni and Giacomo Barcutetto (Xerox), 


Respondents-Appellants. 


Ne a 


Before: 
Cuarx, Associate Justice,* 
and Moore and Timers, Circuit Judges. 


0 


Appeal from an order entered in the Western District 
of New York, Harold P. Burke, District Judge, directing a 
witness to produce certain documents and to testify with 
respect thereto in connection with a Patent Office interfer- 
ence proceeding. 

Appeal dismissed for lack of appellate jurisdiction. 


ne em 


Francis J. Hone, New York, N.Y. (Brumbangh, 
Graves, Donohue & Raymond, New York, 
N.Y., on the brief), for Respondents-A ppel- 
lants. 


Associate Justice Tom C. Clark, United States Supreme Court, Retired, 
sitting by designation. 
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Josrru G. Wausn, San Jose, California (Clyde 
C. Metzger, Robert J. Kadel, Sidney R. 
Bresnick, and Pennie & Edmonds, New 
York, N.Y., on the brief), for Movants- 
Appellees. 

sek iis gatas 


Trapers, Circuit Judge: 


On this appeal from an order entered May 7, 1974 in 
the Western District of New York, Harold P. Burke, 
District Jucge, pursuant to 35 U.S.C. §24 (1970),' direct- 
ing a deposition witness, Dr. John W. Weig!, to produce 
certain documents and to testify with respect thereto in 
connection with a Patent Office interference proceeding, we 
find decisive the threshold question whether the order is 
anpealable as a final decision within the meaning of 28 
U.S.C,. $1291 (1970). 

We hold that the order is not appealable and therefore 


we dismiss the appeal for lack of appellate jurisdiction. 


1 35 U.S.C. §24 (1970) in relevant part provides: 

“The clerk of any United States court for the district wherein 
testimony is to be taken for use in any contested case in the Patent 
Office, shall, upon the application of any party thereto, issue a 
subpoena for any witness residiny or being within such district, 
commanding him to appear and testify before an officer in such 
district authorized to take depositions and affidavits, at the time 
and place stated in the subpoena. The provisions of the Federal 
Rules of Civil Procedure relating to the attendance of witnesses 
and to the production of documents and things shall apply to con- 
tested cases in the Patent Office. 


* ® * 


A judge of a court whose clerk issued a subpoena may enforce 
obedicnce to the process or punish disobedience as in other like 
cases, on proof that a witness, served with such a subpoena, ne- 
glected or refused to appear or to testify... .” 


28 U.S.C. $1291 (1970) in relevant part provides: 


“The courts of appeals shall have jurisdiction of appeals from 
all final dccisions of the district courts of the United States... ." 
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The instant discovery proceedings in the district court 
are ancillary to a patent interference proceeding (Inter- 
ference No. 98,047), which presently is pending in the 
United States Patent Office between Meredith D. Shattuck 
and Ulo Vahtra (Shattuck) and Helmut Hoegl and Giacomo 
Barchietto (Ifoeg]). 

The real parties in interest are International Business 
Machines Corporation (IBM), assignee of Shattuck U. S. 
Patent No. 3,484,237, and Xerox Corporation (Xerox), as- 
signee of Hoegl application Scrial No. 108,548, filed Jan- 
uary 29,1971. The latter is a continuation-in-part of Hoeg] 
application Serial No. 519,081, filed January 6, 1966. In 
this opinion, we shell refer to the real parties in interest: 
IBM (Shattuck) and Xerox (Hoegl). 


An interference proceeding has heen described as follows: 


“A patent interference is a statutory administrative proceeding, 
authorized by 35 U.S.C. §135, to determine which of two or more 
applicants is the first inventor and, therefore, entitled to a patent. 
The Board of Patent Interference assumes jurisdiction after the 
interference is declared by thc Patent Examiner. The earliest appli- 
cant is awarded the status of senior party and is granted a prima 
facie date of invention as of the date of his application. All other 
parties are junior and have the burden of proving a date of actual 
invention earlicr than that of the senior party. After each party 
files a preliminary etatement in which he «ets forth the earliest 
date of invention he intends to claim, the parties are granted a 
period of time to file motions to clarify or reform the interference 
prior to trial. The motions ave »eard by the Patent Examine: who 
originally declared the interferace. The preliminary statemeuts are 
then exchanged. and the :aatter returned to the Board of Patent 
Interferences for trial. The Board then establishes a time schedule 
within which the parties must present their cases. All evidence 
must conform to the Patent Office rules. Under those rules, testi- 
mony is presented by deposition on oral examination, by affidavit 
or stipulation. Presentation times are assigned to the various parties 
based upom the inverse order of filing dates.” In re Natta, 388 
F.2d 215, 216 (3 Cir. 1968), overruled on other grounds, Frilette 
v. Kimberlin, 508 F.2d 205 (3 Cir. 1974) (en banc), cert. denied, 
—— U.S. —— (1975). 
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The patent interference involves IBM's production of 
copier machines which began in April 1970, In January 
1966, Ifoeg] filed a parent patent application relating i 
part to a photoconductive composition involved in t)e copy- 
ine process. In December 1969, the disputed Shattuck pat- 
ent also relating to this composition issued to IBM, In 
January 1971, after learning of the issuance of the Shat- 
tuck patent, Xerox filed a continuation-in-part (CIP) ap- 
plication which was accompanied by a declaration of in- 
ventorship in which Hocgl and Barchictto claimed to be 
the first inventors, After institution by the Patent Office 
on August 16, 1972 of patent interference No. 98,047 be- 
tween the Shattuck patent and the Hoeg] CIP application, 
Hoegl and Barchictfo in November 1972 swore in their 
preliminary statement in this interference proceeding that 
they were the first inventors. 

IBM initislly sought discovery in the Patent Office on 
various issues relating to the interference, including the 
possibility of fraud on the Patent Office in connection with 
Xerox’s CIP application and its preliminary statement. 
Vhe gravame: of IBM’s charge was that Xerox attorneys 
were aware of relevant prior art work by members (Mam- 
mino rnd Salasny) of a technical group directed by Dr. 
John W. Weigl, an employee of Xerox, when the Nerox 
attorneys caused Hocgl and PRarchictto to make (1) the 
declaration of inventorship in the CIP application in whicl. 
they declared that they believed themselves to be the “orig- 
inal, first and joint inventors” of the subject matter there- 
of, and (2) the preliminary statement in the interference 
in which they swore that they were the inventors of the 
subject matter cf the interference. If Nerox’s attorney 
had improperly withheld from the Patent Office evidence 
of the Weigl group’s work, this could constitute fraud and 
could provide grounds for striking Xerox's preliminary 
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statement. Priority of invention in that event would be 
awarded to IBM. 

Xerox’s position is that the work of the Weigl group 
was abandoned and therefore did not constitute prior art 
under 35 U.S.C. §102(g¢) (1970), there being no duty to 
disclose to the Patent Office abandoned work which is not 
prior art. 

IBM’s motion for discovery under Patent Office Rule 
287(c)‘ was essentially denied on December 20, 1973 by the 
Board of Patent Interferences. In go ruling, the Board 
stated: 


“Turning to the question of possible fraud by Hoeg] 
et al., we do not consider that the showing by Shattuck 
et al. in support of their motion establishes that the 
interest of justice requires the ordering of the addi- 
tional discovery requested. Where, as here, a broad 
allegation of fraud has been leveled by one of the 
partics no order for broad discovery will be issued 
merely to investigate the possibility of the existence 
of Tread. .... 


The Board considered the possibility of fraud in the 
CIP application to be irrelevant to the question of priority 
of invention at issue in the interference. It did grant dis- 
covery to IBM, however, on the question of fraud in the 


Patent Office Rule 287(c), 37 C.F.R. 1.287 (c) (1974), provides: 

“Upon a motion [Rule 243] brought by a party during the period 
for preparation for testimony, or thereafter as authorizcd under 
[Rule 245], and upon a showing that the interest of justice so 
requires, the Board of Patent Interferences may order additional 
discovery as to matters under the control of a party within the 
scope of the disvovery rules of the Federal Rules of Civil Proce- 
dure, specifying the terms and conditions of such additional dis- 
covery. An order by the Board granting or denying a motion under 
this paragraph shall not be subject to review prior to a decision 
awarding priority.” 
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preliminary statement but only to the extent that Xerox 
did not oppose answering three interrogatories. The Board 
then added somewhat cryptically: 


‘Tt should be further noted in connection with the 
Shattuck et al. request for the production of witnesses 
that this Board has no authority to order or force a 
person to testify on an interference proceeding. Shat- 
tuck et al. can, however, call the persons involved as 
their own witnesses which apparently is what they 
intend to do.” 


On February 11, 1974, by a subpoena duces teeum issued 
pursuant to 35 U.S.C. §24, IBM sought to obtain certain 
documents froin Dr. Weigl (among others) relating to work 
done before August 1, 1964 which involved the subject 
matter of the interference and to take his testimony with 
respect thereto. Dr. Weigl appeared for his deposition. 
On the advice of the Xerox attorneys, however, he refused 
to answer any questions of substance propounded by IBM 
or to produce the subpoenaed documents. 

IBM then moved in the district court for an order to 
compel Dr. Weigl to produce the documents and to testify 
about them. Xerox opposed the motion on the ground that 
the district court was without authority to order the relief 
sought in view of the Patent Office’s denial of discovery and 
on the further ground that the documents sought were not 
relevant to the interference because any work done by the 
Weigl group was unrelated to the issue of priority as 
between Shattuck and Hoegl. 

On Mareh 26, 1974, after oral argument and submission 
of written memoranda, the district court granted IBM’s 
motion. It held that the subpoenaed documents and testi- 
mony lad a direct bearing on the allegations of fraudu- 
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lent misconduct on Xerox’s part in filing the p-ciiminary 


statement. The court held that the discovery sought was 
relevant to the interference because alleged frand was 
ercillary to priority of invention and, if established, 
would provide a basis for striking the preliminary state- 
ment. Viewing its order as complementing “patent office 
jurisdiction in search for the truth”, the court stated: 


“The movants are entitled to unrestricted access to 
sources of information bearing on the question of 
fraud. Weig] is not a party to the interference pro- 
ceeding. He has no standing to refuse to answer 
questions asked at the deposition on the ground that 
they are irrelevant to the interference proceeding.” 


Xerox did not appeal from this order. The deposition 
of Weig] was resumed on April 5, 1974. On the advice 
of the Xerox attorneys, however, Weig] continued to with- 
hold three documents within the scope of the subpoena, 
claiming that they were attorney-client privileged com- 
munications or the work-product of attorneys. 

IBM moved in the district court to compel compliance 
with the court’s order of March 26. On May 7, after fur- 
ther oral argument and submission of additional written 
memoranda, the court overruled Xerox’s claim of attorney- 
client privilege, and directed Weiel to produce the three 
docninents and to answer all questions about them. After 
quoting from its previous order, the court stated: 


“It is essential that Shattuck, et al., have access to 
the documents to be able to present the facts to the 
Patent Office regarding the issue of fraud.” 


Xerox took the instant appeal from the order entered 
May 7, 1974. 
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In ordering disclosure pursuant to Rules 50 and ?7, Fed. 
R. Civ. P., the district court excreised its juri-diction 
under 35 U.S.C. §24 which gives ancillary jurisdiction to 
the district courts to compel attendance of witnesses and 
production of documents in patent interference proceed- 
ings. Babcock ¢ Wilcox Co. v. Combustion Engineering, 
Inc., 314 F.Supp. 235, 237 (D. Conn.), af’d on district 
court’s opinion, 430 F.2d 1177 (2 Cir. 1968S). 

Before we may reach the merits of the district conrt’s 
order, we first must determine the threshold question 
whether we have jurisdiction to review it. Nerox has taken 
the instant appeal pursuant to 28 U.S.C. $1291 (1970), 
asserting that the district court’s order is a final decision 
within the meaning of 61291. We disagree. 

It is axiomatic that consideration of the finality of 
disclosure orders of a district court involves a balanc- 
ing process. On the one hand, there is the deeply rooted 
policy against piecemeal review and the obstruction of 
an ongoing judicial proceeding through such review. If 
the person against whom such an order is directed insists 
upon interlocutory review, he may be required to risk a 
contempt citation and sul sequent review of the conterpt 
order rather than to be permitted to appeal the disclosure 
order itself. See United States v. Fried, 386 F.2d 691, 
695 (2 Cir. 1967). On the other hand, interlocutory re- 
view of a disclosure order may be proper where denial 
of such review would effectively preclude any review at 
all of an individual’s clain. See United States v. Nixon, 
418 U.S. 683, 690-92 (1974). Courts also have considered 


5 No application has been made to the district court or to our Court 
for certification under 28 U.S.C. §1292(h) (1970); nor has a petition 
for a writ of mandamus been filed pursuant to 28 U.S.C. §1651 (1970). 
We do not intimate any views as to the propriety of either procedure 
in this or similar cnses, 
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whether the order is too important to be denied review. 
Cf. United States v. Nixon, supra; Tnteraational Business 
Machines Corp. vy. United States, 471 Wd 597, 513 (2 
Cir, 1972), rev'd en banc, 480 F.2d 293 (2 Cir. 1973). 
cert. denicd, 416 U.S. 980 (1974). 

Orders which have compelled testiuony or production 
of documents generally have been held to be non-final 
and therefore not apncalable, Alexander vy. United States. 
201 U.S. 117 (1906); Baker v. United States Stecl Cary. 
492 F.2d 1074, 1077-78 (2 Cir. 1974).6 The rule of non- 
appealability, however, deen relaxed where the only 
pending judicial proceeding is the apwieation for dis- 
closure. See Baker vy. United States Steel Corp., supra, 
492 F.2d at 1077; & Wrielit & Miller, Federal Practice & 
Procedure §2006, at 29 (1970) (hereinafter Wright & Mil. 
ler); 4 Moore’s Federal Practice F26.85[4] (24 ed. 1974) 
(hereinafter Moore). In the instant case, the motion pur- 
suant to 35 U.S.C. §24 in the district court is the ouly 
proceeding in that court although the interference is still 
pending in the Patent Office. 

Professors Wright and Miller state flatly: 


“[AJn order of a district court allowing or denying dis- 
covery in [a] proceeding ancillary te a patent inter- 
ference case in the Patert Office is anpealable as 2 
final judgment.” 8 Wright & Miller 2006, at 3 (Supp. 
1974) (footnote omitted). 


Professor Moore, however, indicates that tle rule is “far 
from clear”. 4 dloore 726.83[4], at 26-391 n. 7. We avree 

o 
with Professor Moore's observation. 


6 It has been suggested that review might be proper where there has 
been n manifest abuse of discretion. Atlantic City Elec, Co. v. A, RB. 
Chance Co., 31% ¥.20 4.1, 424 (2 Cir. 1963) (per curiam), stay denied. 
83 8.Ct. 964, 10 L.Ed. 21 122 (Harlan, Cirenit Justice 1963); Baker 
v. United States Steel Corp., supra, 492 F.2d at 1081 (Lombard, J. 
dissenting). 
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Althomgh carly cases held such orders to be non-appeal- 


able, more recent casos expressly have held them te be 
appealable or have vcs iewed the orders without discussing 
apnealability. 9 Moore §110.12[2], at 158 & un. 27-28. For 
example, our Court dismissed an appeal from an order 
pursuant to the statuiory predecessor to 35 U.S.C. 924" 
holding the orde: to be non-final. Lucker vy. Peter, 297 
F, 570 (2 Cir.), cert. denied, 265 U.S. 587 (1924). Accord, 
Thomas Vrench & Sons v. International Braid Co., 146 
F.2d 735 (1 Cir, 1945). More recently, ovr Court affirmed 
a similar district court disclosure order without consider- 
ing the question of appealability. Babcock & Wilcox Co. 
v. Combustion Engineering, Tnc., supra? 

We are mindful that recent decisions of other circuits 
have permitted appeals from orders entered pursuant to 
35 U.S.C. 624. A brief analysis of their ratio decidenm 
may be appropriate since, on the facts of the instant case, 
we adhere te our decision in Tucker v. Peiler. 

As Professor Moore has pointed out, the rationale of 
the cases allowing appeals from disclosure orders in pro- 
eecdings ancillary to patent interferences is difficult to 
discern. 4 Moore §26.83[4] n. 6. For examplh, in Natta v. 


Revised Statutes 44906, derived from Act of July 8, 1870, ch. 230, 
$45, 16 Stat. 204, as amended by Act of February 18, 1922, ch. 58, 
§7, 42 Stat. 389, 391-92. 


Our Babcock ¢ Wilcox decision, not veing an en bane, may not be 
viewed as having overruled our earlier decision in Tucker. United States 
Vv. Afount, 438 F.2d 1072, 1074 (9 Cir. 1970) (on petition for rehearing). 
Moreorer, the precedential value of a per curiam exercise of jurisdiction 
noting an affirmance in open court is at best doubtful where the issue 
of jurisdiction apparently was not raised but passed sub silentio. Hagans 
v. Lavine, 415 U.S. 528, 533 n. 5, at 534-35 (1974); United States v. 
Blore, 7 U.S. (3 Cranch) 159, 172 (1805) (Marshall, Ch. J.); United 
Siates v. American Socicty of Composers, Authors and Publishers, 317 
F.2d 90, 93 (2 Cir.), rev'd on other grounds sub nom. Shenandoah Val. 
ley Froadcasting, Inc. v. American Society of Composers, Authors and 
Publishers, 375 U.S. 39 (1963) (per curiam). 
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Aletz, 379 W.2d 615 (7 Cir. 197), the Seventh Circuit held 
appealable a district court’s refusal to order document 
production by a party to an interference proceeding on the 
ground that the Patent Office could not order document 
production much less review the district court’s order and 
therefore the district court’s order was final. The Court 
of Appeals likened the case to one where testimony and 
document production by a non-party in one jurisdiction for 
use in another jurisdiction was denied. There was prece- 
dent in that cireuit for allowing review in such cases. 
Carter Products Co. v. Eversharp, Inc., 360 F.2d SG8 (7 
Cir, 1966).° 

In allowing review in Natta, we think that the Seventh 
Circuit failed to distinguish hetween the situation of a 
party, as distinguished from that of a non-party. Such 
distinction strikes us as crucial. In the Carter Products 
situation, the court to which the appeal in the main action 
would be taken would have no power to direct production 
by a non-party outside its jurisdiction: hence no review of 
such a disclosure order would be possible unless in the an- 
cillary jurisdiction. Carter Products Co. v. Eversharp, 
Inc., supra, 360 F.2d at 871-72; Baker v. United States 
Steel Corp., supra, 492 F.2d at 1078. On the other hand, 
where disclosure is sought from a party, the court which 
reviews the main action will always have the requisite 
jurisdiction to order disclosure, Republic Gear Co. v. Borg 
Warner Corp., supra, 381 F.2d at 554. Similarly, a court 
which reviews a Patent Office determination may order pro- 
duction by a party to the interference if it thinks such 
production is warranted. 

This laiter view, however, was rejected by the Sixth 
Circuit in Ochsner v. Mills, 382 F.2d 618 (6 Cir. 1967). 


Accord, Republie Gear Co. v. Borg-Warner Corp., 381 F.2d 551 (2 
Cir. 1967). 
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That was an appeal froin a district court’s refrsal to order 
discovery under 35 U.S.C. §24. The Sixth Circuit referred 
to the possibility of review of a Patent Ofiice determina- 
tion as a “legal fiction” because in a review by the Court 
of Customs and Patent Appeals, pursuant to 35 U.S.C. 
§141 (1970), no additional evidence can be taken, More- 
over, according to the Sixth Cireuit, ina eivil action in the 
district court pursuant to 35 U.S.C. $146 (1970), the ad- 
vantage of taking additional testimony would he counter- 
balanced by the presumption of administrative correctness. 
382 1°.2d at 622-23. 

We are not persuaded by this rationale. Granted that 
great weight ordinarily is accorded to findings of the 
Patent Office, see Speed Products Co, v. Tinnerman Prod- 
ucts, Inc., 179 ¥°.2d 778, 780 n. 3 (2 Cir. 1949), that would 
hardly be required where the Patent Office had ignored an 
jssue or evidence on an issue (in the instant case, fraud) 
which would vitiate its finding as to priority. Tt is incon- 
ceivable that a district court reviewing a Patent Office 
determination would not order further disclosure on such 
an issue if it found that the original denial of disclosure, 
either by the Patent Office or by a district court in an 
ancillary proceeding under 35 U.S.C. §24, had prejudiced 
substantial rights of the other party. 

The Tenth Circuit’s decision in Natta v. Logan, 392 V.2d 
686 (10 Cir. 1968), strikes us as perhaps the best rationale 
in favor of an immediate appeal. There the district court 
had granted limited discovery. Both sides appealed. The 
court raised the issue of appealability sua sponte. Relying 
on Cobbledick v. United States, 309 U.S. 323 (1940), the 
Tenth Cireuit held the order to he appealahle. 

In Cobbledick, the Supreme Court held that a court of 
appeals had no jurisdiction to review the denial of a motion 
to quash subpoenas duces tecum directing the petitioners 
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to appear before a grand jory. The Court distinguished 
prior eases which had held appealable orders of the dis- 
trict court which has compelled testimony from persons 
who had refused to testify in an ICC investigation. Sce 
Eltis v. ICC, 237 U.S. 434 (1915); Harriman v. hOC,, 211 
U.S. 407 (1908) ; ICC v. Brimson, 154-U.S. 447 (189+). The 
Court reasoned that in those cases the procecdings against 
the witnesses in the district court had been concluded. 
Thus, there were no considerations of avoiding piecemeal 
review which would delay the judicial process: 


“(There is not, as in the case of a grand jury or trial, 
any further judicial inquiry which would be halted 
were the offending witness permitted to appeal. The 
proceeding before the district court is not ancillary to 
any judicial proceeding. So far as the court is con- 
cerned, it is complete in itself.” 309 U.S. at 330. 


In Natta v. Hogan, the Tenth Circuit reasoned that the 
rationaic of Cobbledick was applicable since the appeal 
would not interfere with any pending judicial proceedings. 
All proceedings in the district court had terminated. 


“In the circumstances presented a party should not be 
required to risk the hazard of punishment in order 
to obtain a determination of its rights.” 392 F.2d at 
689 (footnote omitted). 


Other circuits have held orders pursuant to 35 U.S.C. 
§24 to be appealable with little or no discussion, See 
Sheehan v. Doyle, —— F.2d ——— (1 Cir. 1975) (No. 74-1318, 
March 31, 1975) (order requiring production of documents) ; 
In re Natta, 410 ¥°.24 187, 189 n. 2 (3 Cir.), cert. denied, 
396 U.S. 836 (1969) (order denying production of doc- 
uments); Gladrow v. Weisz, 354 F.2d 464 (5 Cir, 1965) 
(order requiring production of documents). 
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None of these eases convinces us that we should decline 
to follow our decision in Tucker v. Peiler, especially where, 
as here, production of ducuments and testimony of wit- 
nesses has been ordered, We thus distinguish the tastant 
ease from one where a district court has denied production 


of documents or taking of testimony. In that situation, 


the district court order may very well be final sinee, as the 
Sixth Cireuit pointed out in Oselner, no other court may 
ever be in a position to order production. See Baker y, 
United States Steel Corp., supra, 492 I.2d at 1078. 

In the instant casc, however, disclosure was ordered. 
When such documents and testimony ultimately are pre- 
sented to the Board of Patent Interferences, Nerox will 
have ample opportunity under Patent Office Rule 286, 37 
C.F.R. 61.286 (1974), to object on evidentiary grounds to 
their admissibility in those procecdings. Morcover, on re- 
view by the Court of Customs and Patent Appeals or by 
a district court followed by appeal to the federal appellate 
courts, Xerox will be able to obtain review of any such 
decision of the Board. 

In Republic Gear Co, v. Borg-Warner Corp., supra, we 
recognized the distinction, for appealability purposes, be- 
tween orders which granted disclosure and those which 
denied it. There, after noting the necessity for allowing 
review of orders which denied disclosure bs non-parties 
outside the jurisdiction of the main proceeding. we stated: 


“(Where disclosure is ordered and the order is not 
complied with, appellate review in subsequent con- 
tempt proceedings, however risky-—is available to one 
ordered to disclose who refuses to do so. See Cobble- 
dick v. United States, 309 U.S. at 327, 60 S.Ct. at 
5490... ...” 381. F.2d at 354. 


If this rationale applies to an ordinary witness, it should 
apply with even more force to a witness such as Weigl. 
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Although nominally a noa-party to the patent interference, 
he is an employee of Xerox, one of the real parties in 
interest. His refusal to testify or produce the documents 
souvht was pursuant to instructions from the Xerox at- 
torneys. 

We do not consider this to be an appropriate case for 
invoking the “collateral order” doctrine of Cohen v. Bene- 
ficial Industrial Loan Corp., 337 U.S. 541, 545-47 (19-49), 
to render the district court order final and appealable. 
The disclosure order is neither “too independent of the 
cause itself to require that appellate consideration be 
deferred until the whole case is adjudicated”, nor “too im- 
portant to be denied review”. Id. at 546. Review will be 
available and can await either the final judgment of the 
Patent Office or a contempt adjudication upon Weigl’s con- 
tinued refusal to disclose. United States v. Fried, supra, 
386 F.2d at 694-95; American Fapress Warehousing, Ltd. 
v. Transamerica Insurance Co., 380 F.2d 277, 280-82 (2 
Cir. 1967). 

While the contempt procedure sanctioned by the Su- 
preme Court in Cobbledick and by our Court in Borg- 
Warner has been characterized as “old-fashioned and semi- 
barbaric’, Iuternational Business Machines Corp. v. United 
States, supra, 471 F.2d at 511, we have adhered to it in 
an effort to limit piecemeal review through interlocutory 
appeals. Cf. United States v. Fried, supra, 386 F.2d at 
695. Moreover, here Xerox has an alternative route of 
appeal—through court review of the Patent Office deter- 


10 The assertion of claims of attoruey work-product and attorney-client 
privilege does not require relaxation of the final judgment rule. Amer- 
tcan Express Warchousing Ltd. v. Transamerica Insurance Co., 380 F.2d 
277, 280-82 (2 Cir, 1967); ef. Republic Gear Co. v. Borg-Warner Corp., 
supra, 
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mination. Compare Cobbledick v. Unitcd States, supra, 309 
U.S. at 328-29. We decline to add a third route of review. 
Appeal dismissed for lack of appellate jurisdiction. 
+o 


Moors, Circuit Judge, concurring: 


Although IT would not disturb Judge Burke’s order on 
appeal, my reasons differ somewhat from those expressed 
by the majority.’ 

Two professors, learned in the field of federal proce- 
dure, have written that ‘An order of a district court allow- 
ing or denying discovery in [a] proceeding ancillary to a 
patent interference case in the Patent Office is appealable 
as a final judgement.” 8 Wright & Miller, Federal Practice 
& Procedure §2006, at 3 (Supp. 1974). 

This is a patent interference case in the Patent Office 
and this proceeding in the United States District Court 
for the Western District of New York is ancillary thereto. 
The conditions mentioned have been met. The authors de- 
clare that it makes no difference whether the order grants 
or denies discovery. At first blush there might be some 
basis for a distinction but upon analysis the blush quickly 
fades. Deuial forecloses the party secking production from 
placing before the Patent Office or a court such evidence 
of fraud as the documents might disclose; granting will 
reveal that which it is contended should be concealed. In 
choosing between these alternatives it is probably better 
to lean towards disclosure. If the documents disclose fraud 
the truth should be revealed; if no fraud is disclosed, 
Xerox should not be harmed. If the nature of the docu- 


1 Specifically, I cannot subscribe to the majority's prophecy of what 
the Board will do with respect to the “priority of invention” issue. 
Nor do I accept any en banc requirement in this Circuit for not follow- 
ing a 5Sl-year old decision, Tucker v. Peiler, 297 Fed. 570 (2d Cir., 
1924), if applicable. 
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ments Is so confidential that Nerox feels that they should 
not be disclosed, the merits of this question, not presently 
before us, can be tested in future proceedings. What effect, 
if any, the Board will give to whatever may be in the docu- 
ments is for their determination, If fraud be irrelevant to 
a decixion as to priority of invention, this issue is for the 
Patent Office—not for us. Therefore, on balance, despite 
my dislike for the “old-fashioned and semi-barbarie” con- 
tempt procedure, I view that procedure as the best present 
means of disclosing the truth and protecting cach of the 
parties, Evolutionary process in certain procedural phases 
of the law is slow. Possibly our lawmakers or even the 
courts will find a better solution eventually. 

The documents in question, apparently not having been 
produced even for in camera inspection by the trial judge, 
were not made the subject of any ruling as to the confiden. 
tial content thereof. They are not before us on appeal. 
Therefore it remains for some other court on some other 


occasion to pass upon this issue. It is enough at this june- 
ture and on these specific facts to decide whether the order 
of the district court should be affirmed and J] would so hold. 


Witus Ho lavion, Jr 


J. Pap ANDELUEOG 
Frank F Scriven 
S.Lasiic Misiocn 
Cime C Merzser 
Daviv J Toowrr 
Harnow A. Traver 
Hunewt G Moore, JR 
Ronrrt Mckay 
Keita E.Mutirsorr 
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Cannes E. McKenney New Yoru, N.Y. 10017 


Hany C. Jones, Hl (212) O8G6-AG6BG 
Jasrs G. Forry 


Cape: PENANGOLD 
Bet A.TRRztan ously GO 
Jonw L Simaros® 4 
Grratp J. Fuistorr : WASHINGTON OFFICE 
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Sipney R. Beesnicn , Wasnisoton, D.C. 20004 
Bagny N. Rein November 


JoNatuan A. MARSHALL 
WititaM L.Grer 
“VIRGINIA BAR 


20,088.4 


Francis J. Hone, Esq. 

Brumbaugh, Graves, Donohue § Raymond 
30 Rockefeller Plaza 

New York, New York 10020 


Re: ‘Shattuck et 2). v. Hoegt et al. 
Interference No. 98,047 


Dear Frank: 


I have your letter dated November 4, 1975 enclosing 
copies of the documents specified in Shattuck et al. Exhibit 26, 
as ordered to be produced by the District Court on May 7, 1974. 
You did not, however, enclose copies of the Karambalas documents 
Listed in Shattuck et a1. Exhibit 27. 


As I pointed out in my letter dated July 24, 1975, 
when we applied to the Court on April 23, 1974 for the order 
in connection with Dr. Weigl's allegedly privileged documents, 
Mr. Karambalas agreed, in a telephone conversation with Mr. 
Metzger and myself, that any Court ruling as to the withheld 
Weigl documents of Exhibit 26 would be applicable to his withheld 
documents of Exhibit 27. We all sought to avoid unnecessarily 
burdening the Court since the same legal and factual issues were 
involved with respect to both Weigl's withheld documents and 
Karambalas's withheld documents. 


Accordingly, would you kindly advise us of a convenient 
date when we could conclude the depositions of Dr. Weigl, Mr. 
Karambalas, and Mr. Kondo. As I stated in my letter of October 
21, 1975, Dr. Walsh has previously had to make numerous trips 
from California to Rochester on this matter and it would there- 
fore be highly desirable if the above depositions could all be 
concluded at one time in Rochester with all the subpoenacd 
documents on hand. 
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Francis J. Hone, Esq. November 6, 1975 


In this connection, I wish to point out that the 
depositions of Dr. Weigl, Mr. Karambalas, and Mr. Kondo were 
all suspended pending a resolution by the Court of the legal 
issues involved regarding your withholding of documents on 
the grounds of attorney-client privilege and attorney work 
product. With respect to Mr. Karambalas's deposition, for 
example, you acknowledged that his deposition was in fact 
suspended if "the judge actually does provide access to any 
of the documents that are in this list as Exhibit 27" (Karam- 
balas deposition transcript, April 24, 1974, p.109). 


Since Judge Burke has now provided access to two of 
the documents on that list (Documents Ja and lc of Exhibit 26 
correspond to Documents 6 and 1 of Exhibit 27), and since Mr. 
Karambalas agreed to produce his documents if the Court ordered 
the Weigl documents produced, we would want to have all the 
subpoenaed documents (Documents 1-13 of Exhibit 27) when we 


resume the depositions of Dr. Weigl and Messrs. Karambalas and 
Kondo in Rochester. 


In summary, therefore, it would certainly appear 
desirable to avoid the necessity of burdening the Court again 
on this matter, particularly in view of (i) our understanding 
with Mr. Karambaias that any Court ruling as to the documents 
of Exhibit 26 would be applicable to the documents of Exhibit 
27, (ii) the Court's order of May 7, 1974 stating that Shattuck 
et al. are "entitled to unrestricted access to sources of 
information bearing on the question of fraud", and (iii) the 
opinion ot the Second Circuit Court of Appeals dismissing Hocg] 
et al.'s appeal. 


Very truly yours, 
wt he 

Rete bi KE 

Robert J. Kadel 


GRANVILLE M BRUMBAUGH 


EBEN mM GRAVES 
MARK MH OONOMUE 
JOnm £ OUMARESO 
DANA 4 RATMONO 
JOHN W. BRUMBAUGH 
MICMARO G FULLER, JA 
JAMES MH BUCKNER 
PRANK W.FORD. JA 
FREDERICK C CARVER 
GEORGE W wrtTNeY 
ALLEN G WEISE 
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RICHARD S CLARK 
THOMAS D Mac Blain 
BRADLEY @ GOLIST 
PCIER O MURRAY 
MARL F MILOE. JR 
JOHN Mm NEARY 
MUSSELL MH. FALCONER 
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MELVIN C. GARNER 
RALPH Ww SELITTO, JA 
WILLIAM ® EVANS 
LEIGHTON KM CHONG 
JAMES H NELSON 
RICHARO C. KOMSON 


November 


Robert J. Kadel, 
Pennie & Edmonds 
330 Madison Avenue 
New York, New York 


Bsa. 


10017 


Re: Shattuck et al v. Hoegl et é. 


Interference No. 98,047 


Dear Bob: 


This will acknowledge your letter of November 6, 


1975, regarding the above-~identified matter. 


As you know, the privileged documents in the 
Karambelas file were not the subject of Judge Burke's 
Order appealed to the Second Circuit and, consequently, 
dismissal of the appeal does not require production of 
those documents. Contrary to your assertion, moreover, 
Mr. Karambelas never agreed to produce any of the 
Karambelas privileged documents in the event of a court 
ruling requiring production of privileged documents from 
the Weigl files. 


As stated in the deposition transcripts, the 
Kondo and Karambelas depositions were terminated. Judge 
Burke did not order access to any documents from the 
Karambelas files and the fact that copies of certain of 
those documents were made available from the Weigl files 
by the Court does not constitute production of the same 
documents from the Karambelas files. If you believe you 
are entitled to further testimony from Messrs. Kondo and 
Karambelas, you can, of course, notice their deposition 
again. 
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Robert J. Kadel, F }. 


If you wish to continue Dr. Weigl's deposition, I 
suggest that you propose several alternate dates for resump- 
tion and I will determine his availability. 
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__ ANTHONY W. KARAMBELAS _ 109 


possibility that this work could have been done 
in Switzerland by Hoegl and Barchietto. 

MR, HONE: I have no krowledge of the 
basis on which that date was selected; you are 
the one that selected it, Mr. Wal 

MR, WALSH: Well, I think it's perfectly 
obvious that we have now reached the same stage 
we reached after the first deposition -- or 
maybe it was the second -- I forget -- the 
deposition taking session with Dr. Weigle. 

We will obviously have to have a resolution of 
this claim of privilege. 
to proceed with meaningful examination with the 


! 


present objections being made, so once again I 


will have to suspend tha deposition and I am 
afraid we will have to request the judge again 
to decide the issue. 

MR, HOME: Well, I don‘t agree the deposition 
is only suspended. in my view it's terminated 
unlessthe judge actually does provide access 


to any of the documents that are in this list 


as Exhibit 27. 


MR. WALSH: You can characterize it your 
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way, I will characterize it my way. The judge 


will reach a decision. That completes the 


record for today. 


MR, HONE: I have no cross-examination. 


(Wasreupon the deposition of Antho- 7 W. Karambelas was 


concluded for this date.) 


AO Tee 
EXHIBIT 14--TRANSCRIPT OF DEPOSITION TESTIMONY OF 
PETER KONDO TAKEN FEBRUARY 21, 1974, 
PAGES 62 AND 63 ANNE XED TO AFFIDAVIT 


OF ROBERT J. KADEL 
(Feter Kando) 


DQ174. You are still not sure? 
A. Right. 
Is there substantial doubt in your mind? I em 
amazed. 
MR. HONE: Mr. Walsh, will you 
atop harassing the witncsa. 
MR. WALSH: The witnees isn't 
horassed. Hets sailing and so au I. 
It's poseible he v.23 
therc ut sn early wee end didatt know about iz. 
MR. WALSH: I really dov'tt wernt 
to waste anyrore time on this point. It is entire’: 
possibie that I mey heve finished my exaninetion 
of Mr. Kando but for the time being. But belure 
that I would like to confer for a few minutes witr 
Mr. Kadel if you have no objection. 
MR. HONE: Please do. 


MR. WALSH: I have no further 


questions at this time for Mr. Kando. However, 


I will not terminate this deposition, rather, i 
will suspend it indefinitely and you will remein 
under subpoena and uncer oath. 


MR. HONE: We don't necessarily 


a or 
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agree that the deposition is only suspended and 


not terminated. We will meet that issue at the 


time that any further attempt to examine Mr. Kando 


occurs, We have no questions on cros6-examination. 
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A, ftiahassel - Sh he "ene woe 4/2/70 


J, W. Weigl : Locaticn “W-130 


Subject Invention Record: High Speed Organization - IFAT 
fi Organic Photoconductor Coatings 
(J, Mammino) é : < ‘ 
: . ‘ wf 
AY, as you may recall, | called Jim Ralabate by telephone on Marci 11, 1976 
to alert him to the fact thet a recently issued IdM patent (Shattuck et al., 
U.S. 3,435,237) discloses and claims an organic photoconductor composition 
_on which we did some carly work. in this conversation, and in a subsequent 
Coiuiled discussion with yourscif at Xerox Square on March 12. 19704. 4 
{ pointed out that Joe Hammino and Gail Jvirblis have ample notebook records 
of our concept and successful reductions to practice, dating back to 1963-4, 
and published a Xerox internal research report in August 1964, describing this 
work, Our dates for both concept and reduction to practice thus antcdete 
the Shattuck filing date (June 13, 1966) by at least two years, ond we thus 
appear to have a basis for provoking an.interference with 18M, 


l enclose with this memo, an invention record describing this concept and 

a copy of pertinent pages of the 1954 internal report in which the resuits 

arc tobvlated, (pp. 19-26) and in which specific uses #re suggested for 

highly sensitized PYK (pp. 36-7). As soon as Joe returns from vacation we'l) 
send you xerocopies of pertinent noicbook pages. 

Please note that the graph of data from Table IJ1, RLG4-45, has an abscissa 
based on weight percent of total composition, while Shattuck et al, express 
their concentrations in parts by weight of TNF relative to 100 parts by 
“weight of PVK, The limits of their claimed composition are 0.49 to 1.235 moles 
TKF per mole carbazole: : 


parts TNF per 100 parts wt percent TNF per 100 moles THF per mole 
PVK (Shattuck notation) parts composition : carbazole units 
3 (Nammino notation) Ee 
: we.S THU 
80 ae MS aie ae 
163 . i 62.0 Siar Z BE Tu * 
200 : ‘ 66.7 hoa FAS Veh 1, 23 
(H.W. 3195 for TNF, 193 per PVK unit) 
You will note that Joe's work covers the entire composition range claimed 
by Shattuck et al., and that his results, like theirs, indicate the highest 
photosensitivity to lie at sbout 1:1 mole ratio when negative charge is used, 


Please let me know if we can be of assistance to you in evaluating and 
Best wishes. 9 
vere 


protccling this invention. 
amore Sia ened \ 2 
as poi me pyres Ee p 
IW /bvw 


Enclosures: Invention. Propssal, pertincat pages from report RLGIH-45 (August sch) 

acs J. Monnino Pol Stacker 
ALG Weed Jed. Ralobare 
WOW. Tyler 


ee 
-gtast Pass 
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Te - A, Mahassel eS Dato 4/2/70 


From J. W. Weigl Location W-130 


Subject. Battcile Work on Heavily Doped PVK Organization IKAT 


Al, as you may know, the original discoverer of the use of acceptor-sensi- 
tized PVK and related aromatic polyaers as photoconductors was Or. Helmut 
Hoegi, who worked at Kalle & Co, during the 50's when his inventionvas 
made, About 1969 he went to Battelle (Geneva) to become head of their 
‘Chemistry Department, and he is still there in this capacity. 


During 1962-5, Dr, Hoegl ran a research project at BI: (C), sponsored by 
Xerox Corporaiion and co-monitored by Erik Pell and myself. Although this 
“project did not produce very much, cither by way of scientific understanding 
or by way of technical innovation, it did lead to a few Xerox patent appli-~ 
cations (notably 0/1606 on DIF, a very effective charge transfer sensitizer) 

and a series of reports, which you may wish to peruse some doy. 


Two reports contain material which indirectly confirms and extends Joe 
Manmino's earlier findings on highly TNF-doped PVi: 4 
Comprehensive Progress Report #/6 (March 1965), (p. ]8, Table 5, 

Figs. 14 and 16) shows data on the high photosensitivity of PVK:TNF 
(1:1), and shows that some improvement can be obtained in dark charge 
retention by overcoating the photoconductor with a thin glow-discharge 
polymer layer. 


Their report, ‘Photoinduced Discharge Characteristics and Absorption - 
Spectra of Pure and Doped Poly-n-vinyl Carbazole Films’ (issued 
February 1966) (p. 29, Fig. .16) shows the effect of acceptor concen- 
tration on photosensitivity for a few other acceptors related to TNF - 
notably DTF and TENF (tetranitrofluorenone). . 


Copies of relevant pages are enclosed. You should have copies of the entire 
reports available in the Patent Department library; if you cannot locate 
them, additional copies should be available from the Webster 105 library, 
or, if necessary, from my files. 


This work was carried out in coordination with Joe Mammino's work in my an 
group, and subsequent to the publication of Joe's report (RLG4-45) on acceptor 
sensitization, Joc and Helmut Hoeg) were kept jn touch with cach other's 
work, and Hocgl's reports could, | believe, therefore be used to extend aad 
corroboraic Nammino's discovery. 


Please let me know if { can be of further assistance, Best wishes, 


MAW / bis 
Enclosures 
xcs) oJ, Maraino 
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WEIGL TAKEN APRIL 5, 1975, PAGES 32 TO 34 
ANNEXED TO AFFIDAVIT OF ROBERT J. KADEL 


John W. Weigl 


fresh the witness’ recollection. That 
4s all I am trying to do. 

MR. HONE: I do not think 
4s relevant to this proceeding. 


I cannot, at this time. remember which of Chese 


activities might have been involved. They were 


nearly contemporaneous. 


Do you believe it was in connection with “ness 
though? 

I guess, I don't really know precisely what vse 
made nor do I find any records in my file of this 


phone call. It was -- I have no details on it. 


Have you attempted to examine the recorcs of tne 
telephone company in regard to this call? 

No, sir. 

was there any correspondence between you and Dr. 
Hoegl in regard to this work done by Xerox in 1963, 
in the United States? 

I believe I have told you before that, to the very 
pest of my knowledge and belief, the results of this — 
work at Xerox which was done early -- in late 1963 


and early 1964, was not comaunicated to Dr. Hoegl. 


I affirm that once again. 
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Mr. Hone has stated that certain privilezed docu- 
ments have not been brought here. Do you have any 
knowledge about these privilezed documenis? Heve 


you examined them? 


MR. HONE: Well, I 
e@ils for Dr. Weigel to uncers 


I meant when I said, "priviieze" 


documents", but I will let Dr. Weigl 


speak as to the knowledge he may nave 
of cocuncnts that..2. G@ve meucLvase LO 
him that mey be vrivileséd and soaly 
insofar as the time of thos: dgocunents 
or the recipients of those documents 
or the originators of those documents 
ere concerned, if he clearly recalls. 
THE WITNESS: Would you re- 

state the question, please? 

Do you have any knowledge concerning the documents 

characterized by Mr. Hone 4s privileged which he has 

not brought here? 

I know of one set of such documents. 

Have you read thése documents? 


This set, yes. 
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-34- 
John W. Weigl 


When? 


When they were first originated. Most recently, 


the last day or 80, specifically, this morning, I 


just looked at them again. 

MR. WALSH: Mr. Hone, 
we are probably going to ask that those 
documents you have characterized as 
privileged be produced and it is rather 
hard for us to do so if we have no way 
of characterizing them as to snder, | 
receiver, recipients of copies or dates. 

| 


I would ask you if you would consider! 


| 
bringing them here this afternoon and | 


bringing a list characterizing the 
receivers, the senders, the dates, ee 
recipien’s of copies? 

MR. HONE: I will do so. I 
could tell you that, generally, what | 
the dates are right now. They are in 
the early 1970 period and I could get 
a list by this afternoon. 


MR. WALSH: Thank you. Could 


you bring the documente themselves he 
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AFFIDAVIT OF FRANCIS J. HONE WITH ANNEXED EXHIBITS A-D FILED 


IN SUPPORT OF HOEGL ET AL.'S OPPOSITION TO SHATTUCK ET AL.'S 
MOTION TO COMPEL UNDER RULE 37 F.R.CIV.P. 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL, 


Movants, 
Re: Patent Interference 
Vv. No. 98,047 


HOEGL ET AL, 


Respondents. 


AFFIDAVIT OF FRANCIS J. HONE 


STATE OF NEW YORK ) 
: SS. 
COUNTY OF NEW YORK) 


FRANCIS J. HONE being duly sworn deposes as follows: 


1. I am an’attorney at law and a member of the firm 
Brumbaugh, Graves, Donohue & Raymond, 30 Rockefeller Plaza, 
New York, New York 10020, attorneys for Hoegl et al in the 
above-captioned matter. 

2. I am also attorney for Xerox Corporation in 
connection with this proceeding to compel disclosure of its 
privileged and work product information through document pro- 
duction and testimony of its employees. I am familiar with 
all of the proceedings felating to this matter. 

3. Appended hereto as Exhibit A are copies of 
Pages 61-63 of the Weigl deposition taken April 24, 1975. The 
list of privileged and work product documents which are the 


subject of this motion was prepared and produced to Shattuck 
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et al on that day. There was no prior discussion of these 
documents with counsel for Shattuck et al. 

4. Appended hereto as Exhibit B are copies of Pages 
4, 5, 20 and 21 of the transcript of the oral argument before 
this Court on April 30, 1975 regarding the Exhibit 26 privileged 
documents. Although fully advised about the Exhibit 27 docu- 
ments and the claim of privilege and work profuct with respect 
to them, Shattuck et al made no request for production of those 
documents at that time, thereby acquiescing in the privilege 
and work product claims. 


5. Following final disposition on November 4, 1975 


of the appeal to the Second Circuit Court of Appeals from this 


Court's Order dated May 7, 1974, Mr. Kadel, counsel for 
Shattuck et al inquired about production of the privileged 
and work product documents from the files of Anthony W. 
Karambelas, identified in Shattuck et al Exhibit 27. Since 
Shattuck ct 21 had acquiesced in the claims of privilege and 
work product made in April 1974 with respect to those documents 
and since the response to the subpoenas served on Mr. Karam- 
belas and Mr. Kondo in February 1974 had been completed, there 
was no reason for production of the Exhibit 27 documents. 
That position was set forth in my letter dated November 14, 
1975 to Robert J. Kadel, a copy of which is appended hereto 
as Exhibit C. 

6. Following service and filing of this Shattuck 


al motion to compel, Hoegl et al offered to waive its priv- 


ees 


Affidavit of Francis J. Hone 


ilege and work product claims as to the subpoenaed informa- 


tion contained in the documents of Shattuck et al Exhibit 27, 
to produce Messrs. Weigl, Kondo and Karambelas for further 
depositions voluntarily, to permit those witnesses to testify 


concerning matters relevant to the interference, and to 


disclose to the attorneys for Shattuck et al the unsubpoenaed 
information in those documents, providing only that: 

a. Shattuck et al agree that such production 
did not constitute a waiver of the privilege and work product 
protection as to unsubpoenaed information; and 

b. The requirements of the Statute and Rules 
be followed with respect to information not within the scope 
of the subpoenas served in February 1974. 

This offer was rejected by Mr. Kadel on behalf of 

Shattuck et al. A summary of the events surrounding this 
offer by Xerox is contained in my letter dated December 11, 


1975, a copy of which is appended hereto as Exhibit D. 


Sworn to and subscribed before me this 19 day of 


December 1975. 


Notary Public 


JANET V. SULLIVAN 
Nofary, Public, State of New York 
be. No. 52:4615940 

Qualified in Suffolk County 
Kertificate Filed in New York County 
Kommission Expires March 30, 1977 
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EXHIBIT A--PAGES 61-63 OF THE WEIGL DEPOSITION TAKEN 


APRIL 24, 1975 ANNEXED TO AFFIDAVIT OF -61 
FRANCTS 7 HONE 


SN ee ee Se eee yom ar ee tenn mente cent 


MR. HONE: Before you start questioning, | 
I want to say something, I have two re, 
Mr, Walsh. First, as I told you on the ohone | 
yesterday afternoon, after I arzived hers I 
found that an Order to Show Cause had been 


made returnable on Friday at ten o'clock in 


| 
| 
| 
| 
| 
| 
| 


Judge Burke's courtroom ane I acyised you 
that I would be unable to appear ena I tind 
request a postponerent of the hearing on 
thas ordez, e.? you advisec me that while 
you would not stipulate to a nossvone nent 


you would not object 1f I asked for a post- 


ponement until next Tuesday. Accordingly, 
I called Judge Burke's chambers this trorning 
ang advised Judce Burke's secretary of that. 
And after Judge Burke arrived his searetary 
calied me back and said that Judge Burke 
had agreed to postpone the hearing on the 
Order to Show Cause until next Tuesday at 
ten o'clock. 

The second auatter I have is that about 
two weeks ago you discussed, o> someone dis- 


cussed with I. Karombelas, precuction of 


A 
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eocucent3 from the Xerox files relating to 
this Interference, and as a result of that 
question, but without conceding that I.3.i, 
45 entitled to it, a search has been nade 
of the Xerox flies relating to Intarference 
Munber 930547 to fing any docuzents relating 
to work done in comnection with tre sudjest 
matber of thie Interference prior to August 
1964, which documents were prepared on or 
before Novenber 7, 1972. 

I aia handing you herewith & list or the 


privilesed or vox Grocuct Cocumants which 


appear in that file, The cnly other docu- 


ta reiating to tha subjects matter tis 


Intorforence are documents which you already 
have copies that have seen procuced either 
in connection with DOr. Weisle’s sudpoena or 
in comnection with prior motions in the 
Interference, 

RR. WALSH: : Do you mind 12 we so off 
the record ror a few minutes? 


MR. HONS: - Not at all. 


(Discussion off the record) 
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MR. WALSH: Can we go on the record non? 
YR. ECNE: Very well. 
MR. WALSH: : I would like to have marked 
for téentification as Shattuck, ¢t al Exhibit 
"97", the paze you just hanced 28, and Id 
also move that it be entered in evidence, 
(nareupon, the Reporter marked for identification 
cChattuck, et al Exhinit 27") 
BR. HONZ: I object to the introducticn 


of this document in evidence, in view of the 


absence of any relevance to the subject 
matter of the Interference. 
MR. WALSH: Let the record shew your 
objection. Dr. Weigle has been syorn, 
DR. JOHN We WEITQLE, called herein as a witness, 
having been previowly sworn, testified az follows: 
EXAMINATION BY MR, WALSH: 
DQ110. Dr. Weigle, I'l. call your attention to tae cocue 


ment you handed to ne curing the previous session 


of your deposition. These are the cocunents which 


were procuced pursuan’s to the subpcena cuces teoun 


cerved upon you, is that correct? 


WR. HCE: I stated that at the previous 


\ 
| 
| 
| 
| 
| 
' 
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EXHIBIT B--PAGES 4, 5, 20 AND 21 OF TRANSCRIPT OF ORAL 
ARGUMENT OF APRIL 30, 1975 ANNEXED TO 
AFFIDAVIT OF FRANCIS J. HONE 
4 


& proposed patent application vas prepared, 


A revised draft of a patent apvnlication 
Was prepared but the application xas not 
filed. Instead, with full knowledge of 
Mr, Mammino's prior work which they never 
called to the attention of the Patent 
Office and about which the Patent Offices 
would never had known had 1% not been fo 
your Honor’s order and they proseeded cal 


shange drastically the apparent 2pplisa- 


tion of Hoegl and Barchietto, Theis 


filing of the Continuation-tn-Part eppii- 
cation was done with kriowledge on the 


part of the Xerox attorneys, the prior 


work of ite, Mammino in Dr, wWeizl's Zroup. 


It is possible that by a logical 


dedusticn we can prove that at the time 
they signed this prelininary 3tatement 
in Novembe> of 1972, Dr. Hoegl and Dr. 
Barchietto also must have known of this 
work. Some of the additicnal documents 
being wheeled undar te alleged claim of 


privilegs by the Party Hoegl et al include 


BEG 
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ale i on Exhibit 27 Document No. 3 and 4, | 
These are letters written respectively | 


by Hoegl and Ea: chietto and these lette 


| 
| were written cn September 13, 1972. And 
| these documents specificaliy refer to 
vork done by Mammino in the United State 
before the allezed conceptiscn date that | 
o they aie ee in their Prelininacy sl 


ment. 


We submit, your Honor, that we have 


proved a orima facie case of fraud on th 


Patent Office and for this reason the 
attorney-client privilege, 1f 1% does ar 


fact exist, and we don’t admit it existe 


in regard to many of these documents, 


should be stricken, Specifically we asx 


only for a very narrowly defined range 


We ask only for documents 


of documents. 
written vefore the date of the Prelinina 
Statement which was November, 1972 and 
not only must the documents be written 
before that date but they nust refer. 


specifically to work done in the United 


ae ee 
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20 
there was no recogiticon on the part of 
Mammino of the value of his work. I 
submit this is clearly erroneous, The 
man sSuumitted a request for a patent 
application to the Patent Dapartzent. 
Two drafts of such an application were 
preparec., Those drafts are part of the 
documents we seak to obtain, dobviously, 
they are very, very pertinent, ver 
informative, 
On one point, I might almost agree 
with Mr. Hone. We really don't need 
them becauss I think we have already 


proved fraud. But obviously we can 


never have too much proor, so to have 


even more proof, I request these documents. 
In Exhibdbtt 27 handed to your Honox 

today you wlll see a list =* documents 

which they allege are privilezea. f 

call your particuler attenticn azain to 

Item NO. 3 and 4, memoranda written con 

Septemver 14, 1972, one by Hoegl, one 


by Barchietto. These documenta specifi- 


Ro 1g8 
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| 
Gally refer to the prior work of Mammino,' 


| 
otherwise they wouldn't have been listed | 


| 
| 

there, That was a list of documents which 
| 


do refer to that work. Obviously if the | 
men write memoranda referring to the work’ 
they must have known about it. These 


memoranda were written before they signed| 


their Prelininary Statement. They were 


written defore they signed their substitute 
declaration in Harch, 1973. That March, ! 
1973 supplemental declaration vain 
said they are the first inventor. 

Mr, Hone seems to be basing some 
defense on the fact that the specific 
words “firat inventor” aren't in the 
Prelininary Statement. For whatever 
confors he can get from it, let nin have 
it but they are in the substitute declara+ 
tion which was sicned. 

I also further submit, your Honor, 
that the fraud here was committed by 
the Xerox Patent Department. With 


knowledge of their work on which the men 
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EXHIBIT C--LETTER DATED NOVEMBER 14, 1975 TO MR. 


KADEL FROM MR. HONE ANNEXED TO AFFIDA- 
ViT OF FRANCIS J. HONE 


BRUMBAUGH, GRAVES, DONOUUE & RayMOND 
30 ROCKEFELLER PLAZA 


NEw YorH, N. Y. 10020 


FRANCIS J MONE TELEPHONE 217? 489-3300 
wittiam ¢ Cerar€ . CABLE CAmanmurRet 
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Robert J. Kadel, Esq. 
Pennie & Edmonds 

330 Madison Avenue 

New York, New York 10017 


Re: Shattuck et al v. Hoegl et ay 
Interference No. 98,047 


Dear Bob: 


This will acknowledge your letter of November 
1975, regarding the above-identified matter. 


As you know, the privileged documents in the 
Karambelas file were not the subject of Judge Burke's 
Order appealed to the Second Circuit and, consequently, 
dismissal of the appeal does not require production of 
those documents. Contrary to your assertion, moreover, 
Mr. Karambelas never agreed to produce any of the 
Karambelas privileged documents in the event of a court 
ruling requiring production of privileged documents from 
the Weigl files. 


As stated in the deposition transcrivots, the 
Kondo and Karambelas depositions were terminated. Judge 
Burke did not order access to any documents from the 
Karambelas files and the fact that copies of certain of 
those documents were made available from the Weigl files 
by the Court does not constitute production of the same 
documents from the Karambelas files. If you believe you 
are entitied to further testimony from Messrs. Kondo and 
Karambelas, you can, of course, notice their deposition 
again. 


Be fae 
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Robert J. Kade. Esq. 


If you wish to continue Dr. Weigl's deposition, I 
suggest that you propose several alternate dates for resump- 
tion and I will determine his availability. 


yery) tru ygurs, 


bec: Donald C. Kolasch, Esq. . 
(with copy of Mr. Kadel's letter) 
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EXHIBIT D--LETTER DATED DECEMBER 11, 1975 TO MR. 


KADEL FROM MR. HONE ANNEXED TO AFFIDA~ 
VIT OF FRANCIS J. HONE 


Brusu..ca@u, GRAVES, DONOHUL & RayMOnDdD 
30 ROocKEFELLER PLAZA 


New Yorn, N. ¥. 10020 
gRanCiS J MOME TELEPHONE 212 €89-3950 
wigan 6 COLMA 4 CARLE CAMBORUIALTE 
JOSEP D %AROM TELE 4223:46 
aRtmue $ FONSER 
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RALPM Ww SELITIO, J, 


Robert J. Kadel, Esq. 
Pennie & Edmonds 

330 Madison Avenue 

New York, New York 10017 


Re: Shattuck et al v. Hoegl et al 
Interference No. 98,047 


Dear Bob: 


This will summarize my discussions with you during 
the last few days in which I sought ar amicable settlement 
of th: issues raised by Shattuck et al's motion to compel 
production of documents. 


Although we do not agree that Shattuck et al are 
entitled to the Karambelas privileged documents referred to 
in the motion, on Monday I offered to produce them to 
Shattuck et al, masking out only those portions which have 
no relation to the subject matter of the subpoena which was 
served on Mr. Karambelas. At that time, you stated that 
you would not accept our representation that the masked 
portions relate to matters outside the scope of the subpocna 
and asked to inspect the masked portions in order to verify 
hat the masking would be appropriate. Yesterday I agreed 
to let you and Mr. Metzger review the masked portions of 
the privileged documents for that purpose. 


With respect to depositions, I offered to make 
Dr. Weigl and Mr. Kondo available in Rochester for the 
continuation of their depositions without restriction, althougn 
J pointed out to you that the Kondo deposition taken February 


B 4ae 
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Robert J. Kadc., Esq. 


21, 1974 was terminated at that time. Despite the fact that 
the Karambelas deposition was also terminated April 24, 1974, 
I offered to permit a voluntary continuation of that depo- 
sition in California where Mr. Karambelas now resides with 
respect to the subject matter of the privileged documents 
from the Karambelas files which we had offered to produce. 


You advised me today that Shattuck et al will not 
accept the privileged documents in masked form, even if 
you and Mr. Metzger are permitted to review the masked por- 
tions and would proceed with the motion even if the documents 
were produced. 


Shattuck et al's intention to proceed with this 
motion, even though we offered to comply with all of the 
proper requests made in the motion, illustrates the over- 
reaching attitude of Shattuck et al in seeking discovery 
which is unjustified and based on false and unfounded 
accusations of fraud. In the circumstances, I see no point 
in continuing our attempt to settle the matter on an amicable 
basis. 


Very truly yours, 


a ae 


ncis J,/ Hone 
vA 
Joseph G. Walsh, Esq. 


Donald €. “Molasch, 
Peter P. fichier, 


Reg 


AFFIDAVIT OF BORIS HASKELL FILED IN SUPPORT OF HOEGL 
ET AL.'S OPPOSITION TO SHATTUCK ET AL.'S MOTION TO 
COMPEL UNDER RULE 37 F.R.CIV.P. 


AFFIDAVIT 
of 
Boris Haskell 


State of Virginia 
County of Arlington 


I, Boris Haskell, being duly sworn state that: 


I am an attorney of record for the party Hoegl, 
et al. in Interference No. 98,047, Shattuck, et al. vs. 
Hoegl, et al., pending in the United States Patent and 
Trademark Office. Based on a review of my records, my 
recollections and my understandings, I make the following 
statements concerning certain events that transpired on 


Or about dune 14,1974. 


On or about June 14, 1974 I held a telephone 
conversation with Mr. Clyde C. Metzger (an attorney whom 
I knew to be representing Shattuck, et al.) concerning a 
stipulation presented for my signature for the suspension 
of proceedings in the Patent and Trademark Office in said 
Interference. During that conversation, Mr. Metzger 
stated in effect that there was an agreement between the 
parties to said Interference, providing that any court 


orders obtained in connection with the production of 
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documents of witness John W. Weigl (then being withheld 

as privileged) would apply to the documents of witness 
Anthony W. Karambelas (also being withheld as priviliged), 
and that such agreement was made by Mr. Karambelas on 
behalf of Hoegl, et al.. (Mr. Karambelas was also an attorney 
representing the party Hoegl, et al. in said Interference). 
I responded to Mr. Metzger, stating that I was not aware 

of any such agreement; and in fact I was not (and still 

am not) aware of any such agreement or understanding. 

(The working relationship between myself and Mr. Karambelas 
in respect to said Interference was so close, that I 
believe with considerable certainty that I would have been 
informed of any such significant event by Mr. Karambelas, 


if it had occurred.) 


It appears that Mr. Karambelas was not available 
on June 14, 1974 (Friday). On Monday, June 17, 1978, 2 
had a lengthy telephone conversation with Mr. Karambelas 
wherein this matter of the alleged agreement was dis- 


cussed. Mr. Karambelas told me that there was no such 


agreement. He further pointed out that he could not 


have made such an agreement, because 


a PEG 


Afftdavit of Boris Haskell 


the issues as between the Karambelas documents and the 


Weigl documents were quite different. 


At some time subsequent to June 14, 1974, Mr. 
Karambelas described to me a telephone <onversation he 
had with both Messrs. Metzger and Robert J. Kadel (also 
an attorney representing the party Shattuck,et al.), 
wherein he informed them that he had not made any such 
agreement as above described. It is my understanding that 
this latter telephone conversation occurred shortly after 


dune’ 14, 1974. 


It is, therefore, my understanding that: 


(1) There never was any agreement or under- 
standing such as above described; and 

(2) In June 1974 the attorneys for the party 
Shattuck et al. were informed that the party 
Hoegl et al. denies that any such agreement 


ever existed. 


Boris Haskell 
Subscribed and Sworn to before me on the 18th 
day of December, 1975. 
Notary Public 


My commission expires 
[SEAL] 


AFFIDAVIT OF ANTHONY W. KARAMBELAS IN SUPPORT OF HOEGL 
ET AL.'S OPPOSITION TO SHATTUCK ET AL.'S MOTION TO 
COMPEL UNDER RULE 37 F.R.CIV.P. 


een, 


IN THE UNITED STATFS DISTRICT me 
FOR THE WESTERN DISTRICT OF NEW YORK LE. A 


SHATTUCK ET AL. , 
Movants, 


a Re: Patent Interference 


No. 98,047 


ee ee 


HOEGL ET AL., 


Respondents. 


AFFIDAVIT OF ANTHONY W. KARAMBELAS 


STATE OF CALIFORNIA ) 
SS.: 


COUNTY OF LOS ANGELES ) 


I, ANTHONY W. KARAMBELAS, being duly sworn, depose 
and say: 

1. I ama member of the Bar of New York and the 
United States District Court for the Western District of 
New York and am a practicing Patent Attorney for Xerox 
Corporation, 701 South Aviation Boulevard, El Segundo, 
California. 

2. Up until the time of my transfer to El Segundc, 
California in May of 1975 I was the attorney of record in 
charge of prosecuting the interference to which the above 
captioned action relates representing Hoegl et al. 

3. Meither I nor to my knowledge has any representative 
of the party Hoegl et al ever suggested or agreed that any 


court ruling or order with respect to the production of 
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Affidavit of Anthony W. Karambelas 


documents withheld by the witness Jen 
of ittorney-client privilege or attorney wore product would 
oply to or cortrol the production of other dncumernts withheld 


myself on the grounds of aittorney-ciien™ ¢ Lv OF 


attorney work product. 


4. During the period of May and June 1974 I became 


aware that attorneys for the party Shattuck et al were alleging 


the existence of such an agreement or understanding. At that 


time I expressly and specifically informed the party Shattuck 
et al through its attorneys Clyde C. Metzger and Pobert J. Kadel 
that no such agreement or understanding existed and any 


impression that they had to that effect was erroneous. 


Ae } 
C 4 thin Aim Letar 


Karambelas 


Subscribed to and sworn 
before me this 19th day 
of December, 1975. 


OFFICIAL SEAL 
3 si Eee at 
PFD TERY J. EMERSON 
PP eA parade PUBLIC CALIF REA 
Paecrac OFFICE We 
£OS Breeths COUNTY 


My Commissicn Escwes Capte nar 5, 1077 
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SUPPLEMENTARY AFFIDAVIT OF ROBERT J. KADEL AND ANNEXED 
EXHIBITS A-C FILED IN SUPPORT OF SHATTUCK ET AL.'S 
MOTION TO COMPEL PRODUCTION UNDER RULE 37 F.R.CIV.P. 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 


Movants, 


Patent Interference 


¥s No. 98,047 


HOEGL ET AL., 


KK XK MK MK KK KM 


Respondents. 


SUPPLEMENTAL AFFIDAVIT OF ROBERT J. KADEL 


STATE OF NEW YORK 


COUNTY OF NEW YORK 


ROBERT J. KADEL, being duly sworn, deposes and says: 

1. I ama member of the Bar of the State of New York, 
the Court of Appeals for the Second Circuit and of the firm 
of Pennie & Edmonds, 330 Madison Avenue, New York, New York 10017, 
counsel for movants, Meredith D. Shattuck and Ulo Vahtra 
("Shattuck, et al."), in the above-captioned action. 

2. Annexed hereto as Exhibit A is true copy of letter 
dated December 16, 1975 from Mr. Robert J. Kadel to Mr. Francis 
J. Hone which is referred to in the Shattuck et al. Supplemental 
Memorandum submitted herewith. 

3. I have read the Affidavit of Clyde C. Metzger, 
dated December 31, 1975, submitted herewith, and I fully concur 
with, and hereby similarly attest to, the statements made therein 


with the exceptior that I have no personal knowledge as to his 


R 199 


Supplementary Affidavit of Robert J. Kadel 


statements regarding his conversations with Mr. Haskell. I 


Similarly am not aware of any repudiation of the agreement, re- 


ferred to in Mr. Metzger's Affidavit, between Mr. Karambelas, 
Mr. Metzger and myself until receipt of Mr. Francis J. Hone's 
letter dated November 14, 1975. 

4. Ina letter to Mr. Hone, dated July 24, 1975, a 
true copy of which is annexed hereto as Exhibit B, I referred to 
the agreement “ee Mr. Karambelas, and inquired as to whether 
the Karambelas documents of Shattuck et al. Exhibit 27 would 
voluntarily be produced once the dismissal of the appeal became 
final since, otherwise, Shattuck et al. “would want to apply 
promptly to Judge Burke for an order directed to Mc. Karambelas 
and Mr. Kondo, similar to that issued on May 7, 1974 with respect 


to Dr. Weigl”. 


5. Mr. Hone responded, in a leiter dated July 25, 1975, 


a true copy of which is annexed hereto as Exhibit C, that Hoegl 
et al. would postpone making any decision about the documents 


specified in Shattuck et al. Exhibit 27 until the appeal in the 


actel 


Robe J. Kadel 


case was finally dismissed. 


Subscribed and sworn to before me 
this 3lst day of Décember, 1975. 


Notary Punlic 


GERALDINE fF, SAVIMELLI 
NOTARY PUBLIC. Slate C. tree cst 
No. 31- 4510449 
Quaiies we ew sere veualy 
Comin ssiun Caprigs moins ev, 2std 
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EXHIBIT A--LETTER DATED DECEMBER 16, 1975 FROM MR. 
KADEL TO MR. HONE ANNEXED TO SUPPLEMEN~ 
TARY AFFIDAVIT OF ROBERT..J. KADEL 


BY HAND 


December 16, 1975 


20,088 


Francis J. Hone, Esq. 

Srumbaugh, Graves, Donohue §& Raymond 
39 Rockefeller Plaza 

New York,New York 10020 


Re: Shattuck et al. v. licegl et al. 
Interference No. 98,047 


Fl lh de Patten ed 


Dear Frank: 


This will acknowledge receipt of your letter dated 
vecember 11, 1975 wherein you set forth your summarization of our 
discussions seeking an amicable settlement of the issues raised 
by Shattuck et al's pending motion to compel production of documents. 


As I pointed out to you during our discussions, Judge 
Burke has already ruled in this case, with respect to the witness 
Weigl, that Shattuck et al "are entitled to unrestricted access to 
sources of information bearing on the question of fraud."" ke also 
ruled that "It is essential that Shattuck et al have access to the 
{Weigl] documents to be able to present the facts to the Pacent 
Office regarding the issue of fraud." 


My primary concern during our discussions was that, with 
respect to each offer you made to amicably settle this matter, you 
insisted that we agree in advance to certain restrictions being 
placed upon sources of information which could weil have a bearing 
on the issue of fraud. 


Specifically, for example, as you note in your letter, 
you offered to make Dr. Weigl and Mr. Kondo availabie in Rochester 
for the continuation of their depositions without restriction. 


ahs 
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Francis J. Hone, Esq. 
Page 2 
December 16, 1975 


This, of course, is as it should be. With respect to Mr. Karambelas, 
however, you iszisted that we agree that his deposition be continued 
on a more limited basis which presumably would be less than "without 
restriction." 


Since, as stated above, Judge Burke has ordered that 
Shattuck et al are entitled to unrestricted access to sources of 
information bearing on the question of fraud so that all the facts 
can be presented to the Patent Office, and since the public interest 
is therefore also involved, we felt unable to agree, before even 
seeing the Karambelas documents, to restricting Mr. Karambelas' 
deposition in any manner which could possibly contravene the Court's 
orders previously issued in this action. It is believed that 
Mr. Karambelas' deposition should be continued without restriction, 
the same as Dr. Weigl and Mr. Kondo. 


I respectfully suggest that the best procedure to follow 
would be to have the documents listed in Shattuck et al Deposition 
Exhibit 27 available in Court at the hearing on December 22, 1975 
go that the Court can rule on any deletions you propose to make in 
then. 


I would like to point out that we have attempted to amicably 
accommodate you whenever possibl:, to do so. For example, you re- 
quested that Mr. Karambelas' deposition be held in California rather 
than Rochester. Although Shattuck et al would much prefer to have 
the deposition continued in Rochester, along with Dr. Weigi and 
Mr. Kondo, we agreed that it could be held in California so long as 
it was understood that it was being conducted under the supervision 
and control of Judge Burke. We also agreed, entirely for your con- 
venience, to postpone the hearing on the present motion from Dec- 
ember 8, 1975 to December 22, 1975 and we also agreed, at your re~ 
quest, and for the convenience of Dr. Weigl, to-postpone his dep- 
osition, and that of Mr. Kondo, until early January, 1975. 


I can assure you that in the future we shall continue to 
cooperate and attempt to amicably settle our differences whenever 
possible. 


Very truly yours, 


Robert J. Kadel 


A ts 
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EXHIBIT B--LETTER DATED JULY 24, 1976 FROM MR. KADEL 


TO MR. HONE ANNEXED TO SUPPLEMENTARY 
AFFIDAVIT OF ROBERT J. KADEL 


PENNIE & EDMONDS 


COUNSELLORS AT LAW 


 Wruss WH. Trion, Jr. Rocert J. Rapre 330 MADISON AVEN 
Janes W. Laist Davin Ween. il : : 


Toorwas F. Kevor, Jr. Craris FE. McKressry New York, N.Y. :co1 
Sianron 1. Lawrence. Je. Hany C. Jones. i ‘ 
J. Puri Axorreno James G. Fours ; sah mG: wove 
Foanr F. Scurce Brat A. Te RZLAN e Caste: PENANGOLD 
8.Lrsuc Miswocn Jour L.Sioatos*® ei 
Crvuc C. Metzore Grain J. FLintort . : Wasmixoton Orrice 
Davin J. Toowry Pruiuar T. S1asxow Pennsyivania Durroisg 
Hanotp A. TRAvVER Siowery R. Bresyicx WASHLNG7ON, D.C. 2000 
Hunret CG. Moons. fi Barrer D. Rey 
Ronerr McKay JonatHan A. MaRSmAaLL 
Karvy E. Mcirescer Witrra L.Grer 

+ “VIRGINIA BAR 


July 24, 1975_ 


Mr. Francis J. Hone, Esq. 

Brumbaugh, Graves, Donohue & Raymond 
30 Rockefeller Plaza 

New York, N. Y. 10020 


Re: Shattuck et al v. Hoegl et al. 
Interference No. 98,047 


Dear Frank: 


In view of the July 16, 1975 decision of the United 
States Court of Appeals for the Second Circuit, and our 
desire to resume the depositions of Messrs. Weigl, Karambelas, 
and Kondo in the near future in connection with the allegedly 
privilegea documents ordered to be produced by Judge Burke 
in his order dated May 7, 1974, would you kindly advise us 
as to whether you will voluntarily produce the documents 
listed in Shattuck et al Exhibit 27, namely, the allegedly 
privileged documents from Mr. Karambelas' files specified in 
the Karambelas subponea (Karambelas deposition of April 24, 
1974, pg. 95-6). 


As you recall, when we applied to the Court for the 
order in connection with Dr. Weigl's allegedly vcrivileged 
documents, Mr. Karambelas agreed, ina telephone conversation 
with Mr. Metzger and myseif, that the legal issues settled by 
Judge Burke in connection with Dr. Weigl would obviously be 
applicable to the allegedly privileged documents withheld by 
Karambelas. . 


This, of course, is the same understanding we had in 
connection with the first discovery order of Judge Burke cated 
March 26, 1974. Since the subpoenas to each witness are iden- 
tical in that they are directed to exactly the same group of 
documents, it was understood that Judge Burke's ruling as to 
Dr. Weigl would be applicable to Mr. Karambelas. 
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Thus, in order to avoid going to Court on the same 
issue with cach witness, and in order to expedite the inter- 
ference, you permitted hoth Weigl and Karambelas, when their 
depositions were resumed on April 5, 1974 and April 24, 1974, 
to respond to substantive questions and produce the subnoenaed 
documents; except for the allegedly privileged documents of 
Weigl and Karambelas listed in Shattuck et al Exhibit 26 and 

7 respectively (Karambelas deposition pg. 95-6). 


' If, therefore, Judge Burke's order of May 7, 1974 
is ultimately upheld, we would appreciate your confirming your 
willingness to voluntary produce the documents specified in 
Shattuck et al Exhibit 27 when we resume the depositions of 
Messrs. Weigl, Karambelas, and Kondo and your willingness to 
voluntarily permit their testimony in connection therewith. 
Otherwise we would want to apply promptly to Judge Burke for 
an order directed to Mr. Karambelas and Mr. Kondo, similar 
to that issued on May 7, 1974 with. respect to Dr. Weigl. 


Yours very truly, 


fae 


Robert J. Kadel 


ce: Anthony W. Karambelas, Esq. wert. 


PQ RANVILLE &. ORUMBAUCH 


COCm &. GMAvES 
MARA OONCHUE 
dOnm © Oumaecsg 
DAMA vt MATHOMOD 
JOMN WwW BRUNO AUGH 
MICHARO GS PULLER IR 
AMES © BUCANCA 
OMamn w FORO, JH 
ORMEOEMICA C CAMvER 
@LORGE W. WHITNEY 
ALLEN GC. wise 


Ee COWARD V FILARD! 
7 @rCwarRo $$. CLARE 


THOMAS O MacBrsain 
@ORADLCY B GEIST 
PETER OD. MURRAY 
GARG F, MILOC, JA 
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EXHIBIT C--LETTER DATED JULY 25, 1975 FROM MR. HONE 


TO MR. KADEL ANNEXED TO SUPPLEMENTARY 
AFFIDAVIT OF ROBERT J. KADEL 


BRUMBAUGH, GRAVES, DONOHNUL & KAYMOND 
B30 ROocKEYELLER PLAZA 


New York, N. Y. 10020 
PRANCIS J.HONE 
wiigias # COCMLE 
JOSTHM O. GAROM 
ARTHUR) TENSER 
DONALO $. COWOTN 
MONALO ® MILOOCTM 
acuan BONNE 
GPamvitLe @ BAUM BAUGH, JA. 
TOMAS M WESIINT, IR 
BOBCAT MKUNER 
RICHARD G. BC HALEY 


JOuM M4, MTARY 
RUSSELL FALCONER 
WhLiAmM © PCLTOM 
SANFORD J. ASMAM 
MELVIN C. GARNER 
RALPM W. BELITTO, JA. 


Robert J. Kadel, 
Pennie & Edmonds 
330 Madison Avenue 

New York, New York 10017 


Esq. 


Shattuck et al v. Hoegl et al 
Interference No. 98,047 


Re: 


Dear Bob: 


This will acknowledse your letter of July 
24, 1975 regarding the above-identified matter. 


As i explained in our telephone conversation 
today, we wil) postpone making any decision about the 
documents specified in Shattuck et al Exhibit 27 until 


the appez’ in this case has been finally dismissed or 
decided. 


ruly 


We, , 
YD al, Lome 
ancis 


vi fo ne 
(-* 


VELEPHONE 212 469-3) 


CABLE CamMaurece 
VELCR 42346 


. ine 
AFFIDAVIT OF CLYDE C. METZGER IN SUPPORT OF SHATTUCK 


ET AL.'S MOTION TO COMPEL PRODUCTION OF DOCUMENTS 
UNDER RULE 37 F.R.CIV.P. 


AFFIDAVIT 
State of New York : 
: SS.: 
County of New York 3 
, I, CLYDE C. METZGER, being duly sworn, depose and say 


as follows: 

I am a member of the Bar of New York and one of the 
attorneys of record for the party Shattuck et al. in interference 
98,047 pending in the United States Patent Office. Basec upon 
wy vecollections and understanding, I make the following statements: E 
After the first depositions of Dr. Weigl, Mr. Karambelas 


and Mr. Kondo, during which they refused tc answer any questicns 


of substance, Mr. Kadel and I considered b .nging a motien to 
compel, Dr. Weigl, Mr. Karambelas and Mr. Kondo to answer the 
questions propounded to them during their first depositions. 


An agreement was entered into between Mr. Karambelas 


on behalf of Hoeg] et al. that if the Court ordered the! witness 


Weigl to answer the questions he refused to answer, that Mr. 


Karambelas and Mr. Kondo would abide by the law of the case and 


in their fixst 


answer all questions they refuse’ to answer 


deposition. 


Mr. Kardmbelas complied with this agreement during his 


continued deposition on April 24, 1974 answering all questions 
without a direct order from this Court. 
On April 5, 1974, during the subsequent deposition of 


Dr. Weigl pursuant to the Court's order of March 26, 15974, 


Affidavit of Clyde C. Metager 


Hoegl et al. refused to produce certain documents on the grounds 
of attorney-client privilege and work praduct. Mr. Kadel and 


I, while preparing an order to show cause why the witness Weigl 


should not be compelled to produce the allegedly privileged 
documents, discussed the possibility that Mr. Karambelas and 
Mr. Kondo would also be withholding allegedly privileged docu- 
ments on their depositions which were scheduled for April 24, 


1974. 


eo 
We thereupon telephoned Mr. Karambelas on or about 


April 23, 1974, and asked him whether or not the same type of 
agreement would apply to the production of the allegedly privilegec 
docuients that may be withheld during his deposition scheduled 
for April 24, 1974, namely, that if the Court ordered the pro- 
duction of the allegedly privileged documents with respect to 
Dr. Weigl, would Mr. Karambelas and Mr. Kondo follow the law 
of the case and produce any subpoenaed privileged documents that 
they might withhold during his deposition on April 24, 1974. To 
the best of my recollection Mr. Karambelas replied in the af- 
firmative that if the Court ordered the production of the privilegd=< 
documents with respect to Dr. Weigl, that Hoegl et al. would 
produce any documents that he may withhold on the grounds of 
attorney-client privilege during the April 24, 1974 deposition. 

I subsequently, sometime in June, 1974, had a telephone 
conversation with Boris Haskell concerning a stipulation for 
an extension of time or suspension of proceedings of the inter- 


ference in the Patent Office. This stipulation, as I recall, 


S (fot 


Affidavit of Clyde C. Metzger 


contained a statement that Shattuck et al. was diligently 
pursuing the discovery in the courts. Mr. Haskell stated in 
effect that he did not want to sign this stipulation since he 
did not consider that Shattuck was being diligent, and thought 


that Shattuck et al. should have brought a similar order to show 


cause with respect to all witnesses, including Mr. Karambelas, 


to have all of the issues determined at one time. I explained 
to Mr. Boris Haskell, as he states in his affidavit attached to 
Hoegl et al. Opposition To Hoegl Et Al. To Shattuck Et Al. Motion 
To Compel Under Rule 37, that we were being very diligent in 
this matter and that it was not necessary to bring any order to 
show cause why iene Karambelas or Mr. Kondo should not produce 
their allegedly privileged documents, since there was an agree~ 
ment between the parties providing that any court order obtained 
in connection with the production of documents of Dr. Weigl would 
apply to the witnesses, Mr. Karambelas and Mr. Kondo, as was agredd 
to and carried out with respect to the first order of the Court 
dated March 26, 1974. 

I recall Mr. Boris Gaeeeris = statement in his affidavit 
that he told me that he was not aware of any such agreement. 

Subsequent to the conversation between Mr. Karambelas 
and Mr. Kadel and myself on or about April 23, 1974, and my 
conversation with Mr. Boris Haskell in June 1974 in which I 
informed him of this agreement, I have no knowledge of any 
repudiation or denial of this agreement. The first knowledge 


that I had that Hoegl et ai. denied such an agreement was con~ 
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Affidavit of Clyde C. Metzger 


tained in Mr. Hone's letter to Mr. Kadel of November 14, 1975, 
attached to Hoegl et al. Opposition To Hoegl Et Al. To Shattuck 
Et Al. Motion To Compel Under Rule 37. 

In any event, I was led to believe that this agree- 
ment was still in effect by failure to deny or repudiate the 


agreement after the admitted notice of it to Mr. Haskell and 


also after failure to deny or repudiate such agreement after Mr. 


Kadel's letter to Mr. Hone of July 24, 1975. 
After denial or repudiation of this oral agreement, 
Shattuck et al. promptly brought a motion to compel production 


of the allegedly privileged documents. 


S 


Subscribed and sworn to before me 
this 3lst day of December, 1975. 


GERALDINE F. SAVINELLI 
NOTARY Pudtic, Siae us weed ork 
No. 31-4015 +49 
Qualies ne nee vera veunly 
Commission Eapnes mate ov, 16 
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NOTICE OF APPEAL DATED APRIL 9, 1976 
WaiGlwab LLLED 


Gps PLDC 
ANSIOLM, 
"OHN Ke ADAMS, 


UNITED STATES DISTRICT COURT Clerk 
WESTERN DISTRICT OF NEW YORK 


SHATTUCK, ET AL, NOTICE OF 
Movants, APPEAL 
No. 98,047 


HOEGL, ET AL, 


Respondents. 


NOTICE IS HEREBY GIVEN that the Movants herein, 
Meredith D. Shattuck, Ulo Vahtra and International Business 
Machines Corporation hereby appeal to the United States Court of 
"Appeals for the Second Circuit from an Order of the Hon. Harold P. 
Burke dated the llth day of March, 1976 and duly entered in the 
office of the Clerk of the U-S. District Court, Western District of 
New York on the 16th day sf March, 1976 denying the motion of the 
Movants’ to compel the witness Karambelas to produce allegedly 
privileged documents and to compel witnesses to testify by deposi- 
tion in connection therewith, and this appeal is taken from each 
and every part of said Order as well as from the whole thereof. 


Dated: April 9, 1976 we” 


A. 


HARTE SECREST 


Cf Counsel: B Vite 
‘ Brace E. Hansen 
Pennie & Edmonds 700 Midtown Tower 
Clyde C. Metzger Rochester, New York 14604 
Robert 0. Kadel Attorneys for Movants 


330 Madison Avenue 
New York, New York 100)7 


Joseph G. Walsh, Esq. 

International Business Machines Cory oration 
Monterey & Cottle Roads 

San Jose, California 95114 
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Notice of Appeal Dated April 9, 1976 


UNITED STATES DISTRICT COURT 
WESTERN DISTRICT OF NEW YORK 


SHATTUCK, ET AL, 
Movants, CERTIFICATE 
-vs- OF SERVICE 


HOEGL, ET AL, No. 98,047 
Respondents. 


en CL 


I hereby certify that a copy of the foregoing Notice of 
\ 
Appeal was served this day by mailing a copy thereof, postage 
prepaid to the following: 


Francis J. Hones, Esq. 

Brumbaugh, Graves, Donohue & Raymond 
30 Rockefeller Plaza 

New York, New York 10020 


Elliott Horton, Esq. 

(Of Counsel), 

Harris, Beach and Wilcox 
2 State Street 

Rochester, New York 14613 


Boris H:.skell, Esq. 
Paris, Haskell & Levine 
Pennsylvania Building 
425 13th Street N.W. 
Washington, D.C. 20004 


Anthony W. Karambelas 
Xerox Corporation 

Xerox Square 

Rochester, New York 14644 


Dated: April 9, 1976 


3 


Bruce E. Hansen 


A bi 
APPELLANTS' DESIGNATION OF CONTENTS OF RECORD 
WITH STATEMENT OF THE ISSUES 


UNITED STATES DISTRICT COURT 
WESTERN DISTRICT OF NEW YORK 


SHATTUCK, ET AL, DESIGNATION OF 


Movants, CONTENTS OF 
-vs- RECORD AND 


STATEMENT OF 
HOEGL, ET AL, ISSUE 


Respondents. No. 98,047 


Movants-Appellants designate under Rule 1ll(a) of the Federal 
Rules of Appellate Procedure for inclusion in the Record on Appeal 
to the United States Court of Appeals for the Second Circuit, the 
following portions of the record in this matter: 

1. NOTICE OF MOTION DATED NOVEMBER 26, 1975 AND ATTACHED 
THERETO SHATTUCK; ET AL MOTION UNDER RULE 37 F.R. CIV. P. TO 
COMPEL THE WITNESS KARAMBELAS TO PRODUCE ALLEGEDLY PRIVILEGED 
DOCUMENTS AND TO COMPEL WITNESSES TO TESTIFY IN CONNECTION 
THEREWITH. With attached Memorandum in Support thereof, and 
attached Affidavit of Robert J. Kadel with Exhibits 1-17 appended 


thereto. 


2. OPPOSITION OF HOEGL, ET AL TO SHATTUCK ET AL'S MOTION TO 


COMPEL UNDER RULE 37 WITH ATTACHED AFFIDAVIT OF FRANCIS J. HONE 
AND EXHIBITS A-D APPENDED THERETO AND AFFIDAVITS OF BORIS HASKELL 
AND ANTHONY W. KARAMBELAS ATTACHED THERETO. 

3. SHATTUCK, ET AL SUPPLEMENTAL MEMORANDUM IN SUPPORT OF 
MOTION: TO COMPEL PRODUCTION OF DOCUMENTS AND TESTIMONY WITH 
PROPOSED ORDER ANNEXED THERETO, Supplemental Affidavit of Robert WJ. 


Kadel with Exhibits A-C and Affidavit of Clyde C. Metzger. 
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Appellants’ Designation of Contents of Record 
wtth Statement of the Iseuee 


4. HOEGL, ET AL REPLY MEMORANDUM IN OPPOSITION TO SHATTUCK, 


ET AL MOTION TO COMPEL. 


5. DECISION AND ORDER OF THE COURT DATED MARCH 16, 1976. 


6. NOTTCE OF APPEAL DATED APRIL 9, 1976. 


7. THIS DESIGNATION QF CONTENTS OF RECORD AND THIS STATEMENT 


OF ISSUE. 
Appellants will contend that the District Court erred ath 9 


A. Failing to compel witness Karambel.as to produce allegedly 


privileged documents; and 


B. Failing to compel witnesses to testify by deposition in 


connection therewith. 
Dated: April 13, 1976 


HARTER, SECREST & EMERY 


Hansen 
Attorneys for Movants-Appellants 
700 Midtown Tower 
Rochester, New York 14604 


Of Counsel: 


Pennie & Edmonds 

Clyde C. Metzger 

Robert J. Kadel 

330 Madison Avenue 

New York, New York 10017 


Joseph G. Walsh, Esq. 

International Business Machines Corporation 
Monterey & Cottle Roads 

San Jose, California 95114 
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APPELLEES' RESPONSE TO DESIGNATION OF CONTENTS OF RECORD 


IN sHE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT.OF NEW YORK 


SHATTUCK ET AL., 


Movants-Appellants, 
Patent Interference 
No. 98,047 


EOEGL & 


APPELLEES‘ RESPONSE TO DESIGNATION 


OF CONTENTS OF RECORD 


nd 


Pursuant to Rule 11] of the RULES SUPPLEMENTING FEDERAL 
RULES OF APPELLATE PROCEDURE for the United States Court of 
Appeals for the Second Circuit, Appellees hereby respond to 
Appellants’ designation as follows: 

1. Exhibits 15 and 76 appended to the Affidavit of 
Robert J. Kadel included in Item 1 of Appellants’ designation 
are designated “Xerox Confidential" and were produced to the 
party Shattuck et al pursuant Lo a Stipulation and Order entered 
February 25, 1971 by the United States District Court for the 


Scuthern District of New York and were provided to the party 
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Appellees' Response to Designation of Contents of Record 


Shattuck et al in accordance with the Letter Agreement dated 
May 2, 1974 betweer Xerox Corporation and Internationa: 
Business Machines Corporation, the parties to Civil Action No. 


70 Civ. 1596-DNE in the Southern District of New York. Appended 


hereto are copies of the Stipulation and Order, the Letter 


Agreement of May 2, 1974 and a letter dated December 4, 1975 
transmitting to attorneys for Shattucx et al the documents 


which became Exhibits 15 and 16 to the Kadel Affidavit. 


2. In accordance with the Stipulation and Order and 
the Letter Agreement between Xerox Corporation and International 
Business Machines Corporation, Exhibits 15 and 16 Ke the Kadel 
Affidavit were, or should have been, filed in the Western 
District of New York under seal. The undersigned counsel for 
Hoegl et al discussed this matter with counsel for Shattuck et 
al at the time of the Shattuck et al motion and were advised 
that appropriate steps were taken by Shattuck et al with respect 


to the filing of those documents. 


3. In accordance with the Stipulation and Order, 
Exhibits 15 and 16 to the Kadel Affidavit should be transmitted 


under seal to the United States Court of Appeals for the Second 


BESS 


Appellees’ Response to Designation of Contents of Record 


Circuit, along with a copy of the Stipulation and Order. 


Dated: April 28, 1976 


BRUMBAUGH, GRAVES, DONOHUE & RAYMOND 


Oi 
rancis J,’ Hone 
ttorneys r Respondents-Appellees 
30 Rockefeller Plaza 
New York, New York 10020 


(212) 489-3326 
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Appellees' Response to Designation of Contents of Record 


IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL., 
Movants-Appellants, 


Patent Interference 
V. 98,047 


HOEGL ET AL., 


Respondents-Appellees. 
CERTIFICATE OF SERVICE 
I hereby certify that a copy of the foregoing 


Appellees' Response to Designation of Contents of Record was 


served this day by mailing a copy thereof, postage prepaid to 


the following: 


Bruce E. Hansen 

Harter, Secrest & Emery 
700 Midtown Tower 
Rochester, New York 14604 


Clyde C. Metzcer 

Robext J. Kadel 

Pernie & Edmonds 

330 Madison Avenue 

New York, New York 10017 


Joseph G. Walsh, Esq. 

International Business Machines Corporation 
Monterey & Cottice Roads 

San Jose, California 95114 


Dated: April 28, 1976 
Francis J. Hone 
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Appellees' Response to Designation of Contents of Record 


IN THE UNITED STATES DIL&RICT CouRT 
FOR THE SOUTER DISTRICT? OF Mew YORK 


FES 25 197] 
XEROX CORPORATION, od 191 - 
D. GF Wi 


Plaintiff, Peeey reer 


Vv. Civil Action Nov 


INTEPNATIOUAL BUSINESS MACEINSS 70 Cavs 2596 
CORPORATION, 


22 to ape lena ni. 


WHEREAS , 


A. Xerox and IBM have entered into stipulations 


filed June 18, 1970 and July 16, 1970 relating to 


of documents and informaticn alleged by Xerox 


secrets and confidential cata and know-how previously 


disclosed to IBM by Xerox or gen erated hy ssi under 2 joint 


oe progran. with Xerox which documents 2ad infor— 


mation are @esignat ga 'Xezox Hess cteda”. 


“B. IBM has servad eetenwe satories 272, ‘21e and 
27n on Xerox sa ai jdant es cnedan or all documents 
eet eiine to the concepticr, reduction a practice, testin oe 
and development into commercial Fao bays] of, the eubeeee ma et be 
of the Xerox Patents in suit.’ a 
Cc. In response to such interrogatories and 


pursuant to a stipulation filed June 8, 1970, Xerox has 


Appellees’ Response to Designation of Contents of Record 


7 supply IBM with copics docisrents xc 0001 
XC 1520 which Xerox alleges contain trade secret information 
and confidential data and know-how never before given to 
IBM, such as Laboratory nobebock pages, laboratory reports, 
test reports, engineering drawings and the like, which 
ee wisnes to maintain confidential; 

if is HEREBY STIPULATED AND AGREED by and. atwes 
the parties to this eceben’ by their respective attorneys, 
that: 

Le Any Gocument or information in writing ee lied 
by Xerox to rEM in this action which Xerox elleges to con- 


tain or constitute information not previously— omnunicatea— 


— a to IBM an@ which Xercx alleges is now a trede 


secret or confidential data or know-how shall be stamped or 
otherwise designated by Xerox as “Xerox Confiden tial" (in 
the event nig a portion of a sansa or information 
writing is alleged by Xerox 

information which was not previously comaiunicated by Xerox 
to IBM in confidence and which is alleged by Xerox to now” 
be a trace secret or confide peed date or know-how, Xerox 
ehall distrnete een | nortion of such Gocirnent or such . ; 
‘toteecibicn and any teciens or ‘infommation so Aetionad 


shall be handled in accordance with the teres of this 


* 
i 


Stipulation and Order 


2. Except as required in the conduct of Court 


Appellees' Response to Destgnation of Contents of Record 


written information shall not be disclosed to any person 
other than IBM counsel (i.e., IBM house counsel directly 
involved i: this litigation and outs3 +: counsel retained by 
IBM in connection with this litigation), technical experts 
and consultants to such couns (whether or not in the 
employ of IbBi1) and necessary secreterial and clerical 
personnel, except as otherwise provided in this 

and Order. Before any such document er infernaci 

disclosed to any person who is not IBM counsel, or necessary 


secretarial or clerical personnel thereof, that person shali 


¢ 


be given a copy of this order and shali acknowlecge in 


o 


Weiting to IBM, om its counsel, t that he is fully €3 mi Lie ‘ 


wane the provisions_ Speen aaa ene ag tees to “comply with... 


. a ' 


ana be bound thereby. 

ae  Merox Confideatial documents and vebibes 
information shall be used by TEM eee? and technical 
experts and cons ultants to such counsel, and inno iiiitl 
secretarial | and clerical per ene) only for the purposes Os 


this action or for dealing with any clain or Gone eversy whick 


is or shall be the subject of this action. es ie 
a, . 25 TBM should plan to file or pressse in Cocreé 


or make public in connection with a proceeding in court; or 


oe 


to use ata deposition, any Xerox Confidential docu ciment of 


en hs eee 


written int ormation ‘Supplied to. “IBM and SO seers by 


Xerox pursuant to .chis oa seco wine ion and Oxcer, IBY shall give 
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reasonable ghaeee to Xerox in order to provide Xerox with an 
opportunity to seek a protective order from the Court besor 
such document is filed or presented, but IBM reserves the 
right to oppose any such ‘application. IBM will not file Or 
present in Court, or make pubiic in connection with any 
motion for a vrotective order filed by Yerox. Alternatively, 
IBM may file Xerox Confidential documents and documents 
embodying Xerox Confidential information in Court uncer seal 
with instructions to the Clerk of the Court that pursvernt to 
this Stipulation and Order, the documents filed under seal 
are not to be disclosed to any person other than the Court 
or counsel for the parties-to this action unless otherwise 
ordered by the Court. 

5- Xerox Confiden ial uments and documents 
eubedyiag Xerox Confidential datowsking may be used in 


‘ 


Gepositions with instructions to the reporter that,-pursua 


4 ——— 


to this Stipulation and Order, the Genosit ion and deposition 


ne 


exhibits snall be filed in Court under seal with instruc 


to the Clerk of the Court that, pursuant to £h 


an@ Order, the documents filed under seal are not to be 


disclosed to any erson otner 6s the Courc ox counsel for 
the parties to this. action unless otherwise ordered by the 
Courc. Before using any Xerox Confidential cocuments or ~~ 
documents embodying Xerox Confidential information in cone 


2 ° 


nection with the deposition of a witness who is neither IBM 
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counsel, nor a technical e pert or consultant thereto, or. a 


eda employee, the ‘aiiness ce be given @ copy of this 


Stipulation and Order and shall cee ee in writing that 


he is fully familiar with the provisions of the order and 


agrees to comply with and be bound thereby. 

6. che Sexteber tots ane obligations relating to 
Xerox Confidential decuments and written information set 
ferth in this Stipulation and Order shall not apply to envy 
suca document or information which both parties acree, or 
the Court rules, ready public knowledge or becomes 
public knowledge other than as a result of cisclosure by 
IBM, or which has come oe chai come into IEM's possession 
independently of Xerox, and shall not be deemed to prohibit 
IBM counsel —_ discussing with any person any information 
Or document designated as Xerox Confidential if that person 


already has possessicn of aly of the infcrmation tse be 


@iscussed from an independent source unrelated | to IBM and. 
not resulting from disclosure by TBM. : 
de Neither this Stipulation and Order nor the 
supplying or identifying by Xerox to IBM of doctments or 
information pursuant to it, nor any proceedi ngs Durstant to 
this Stipulation and Order, shall be deemed to have ene 


effect of any aduission or waiver by either party, or of 


altering the confidentiality or non-confidentiality of 
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any such document or “inform Batten or of altering any 
pereetey obligation of either party, or the absence thereof, 
8. This Stipulation and-Order shall be without 


prejudice to the right of either perry to bring before © 


the Court at any time the question of whether any perrseuter 


¢ 


Gocuzient or nformation is confidentic. Or: ‘whether | its ries 


’ 


use should be-:restricted,’ 


BRUMPAUCI, GRAVES, DONOHUE & RAYMOND 


Urreancis uJ tione 
Attorneys for Plaintif£t 
90 Broad Street 
New York, New York 10004 


Tel. No.- (212) 344-5288 _ 


" PISH “& NEAVE * ae Le, 
wt OF ao ee 


Cnarles dad. ivaixe 


Attorneys for Defendant 
.277 Park Avenue 
New York, New York 10017 


tel. No. ee hemi 1050" 


Dated: New York, New York 


pEBLUA 25", 1971. 
SO ORDER a 2S soe 


Unitea aa Dis wrice Juag 


. 
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May 2, 1974 


Ronald Zibelli, Esq. 
Xerox Corporation 
High Ridge Park 
Stamford, CT 06904 


Dear Ron: 


This is to confirm the understanding that documents previously 

produced or hereafter produced by IBM or Xerox in the United 

States litigation involving Xerox Corporation and International 

Business Machines Corporation (70 Civ. 1596 and 73 Civ. 

3421) and the Canadian litigation involving Xerox of Canada 

Limited, Xerox Corporation and IBM Canada Limited (Court 

Nos. T-730-72, T~7317-73 and T-3239-73), may be used by 

counsel for IBM or Xerox in connection with two United 

States patent interferences and two Canadian conflict proceed- 
ings (including appeals and ancillary court proceedings 

connected therewith) and hereafter collectively referred to 

as the "interference and conflict matters". The United 

States interferences are numbers 97,999 and 98,047 and the 

Canadian patent applications Serial Nos. 992,855 and 067,576. 
ue term “counsel” shall mean any counsel retained by IBM or 

Xerox in connection with the interference and conflict 

matters, technical experts and consultants used by such 

counsel in connection with these matters and necessary 
secretarial and clerical personnel. Documents produced in 

any of the interference and conflict matters also may be 

used in any or all of the other of such interference. and 

conflict matters. 


This understanding shall not include or extend to any document 
which is (a)subject to the terms of a stipulation or protective 
order covering the production of documents containing allegedly 
attorney-client privilege or work product informztion on a 
limited basis for the purpose of challenging a claim of 
privileje or work product, (b) produced by a person or organi- 
zation not a party to the above litigations and pursuant to 

a protective order, or (c)subject to the terms of a stipulation 
or protective order which does not provide for the disclosure 
of the document to house attorneys for IBM or Xerox. 
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Ronald Zibelli, Esq. 
Page Two 
May 2, 1974 


The documents and information contained therein wich are 
made available in accordance with this understancing shall 
be used only for the purposes of the interference and conflict 
matters and for no other purpose. The terms of any and all 
applicable stipulations and protective orders entered and 
filed in the above litigations in court relative to the 
filing or presenting or making use at a deposition of any 
document will be observed in the interference and conflict 
matters. This agreement waives the stipulations and orders 
between the parties in the above-identified litigations only 
to the extent indicated above and only with respect to the 
interference and conflict matters. This agreement does not 
alter or effect in any manner the scope of discovery or the 
issues involved in such litigations and interference and 
conflict matters. 


If the above correctly reflects our understanding, please 


date and sign this original and the enclosed copy of this 
letter and return the original for our records. 


INTERNATIONAL BUSINESS MACHINES CORPORATION 


By /S/ Paul D. Carmichael 


Paul D. Carmichael 
Corporate Patent Counsel 


XEROX CORPORATION 


By 
Ronald Zibelli 
Manager, Patent Licensing & Litigation 


i 
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DPRUMUAUGH, GRAVES, DowoncEe & KAYMOND 
30 ROCKEFELLER PLAZA 


Nrw York, N.Y. 10020 

mean - @luta it~ peanci$ 2 MONE VELL PHONE 2:2 28% 3190 
ahah ODD J03fPR O GARQN C.Ca 423:49 
goes C0 wares Aetnue $ TENGE 
Gana a0ves? C2440 $ OOWOEN 
er ee ToC O3~4.0 8B WILOMLTN 
Oenaes 5 a 8 FP B.LaN mM BONNE 
geech ys 9.cente Geanvinre @ BeUMIaUGH 
pases w 4500 40 TaQMAS MONESSITT, UF 
e2ceca tac Caeets a2ecer mcunce 
GC9940 — werrsce @t7aROG OCAKLeY 
ALON 6 wise 


COwsed v 7KAMo wie © PELTON 
Micwae7 4 CLsad wtauvin © CARNER 
VHO44s O Mac TAIN Ma Pw SELITTO, JA 
@200.¢° © COST wean &, EVANS 
PCTCa O BUaRAr ALSTON AM CHONG 
Bary wit. Um sAmCS @ HELSCOV 
SQM me weaae MicMaMG C.KOMSON 
MUTT & FALCONS 


BY HAND 


Robert J. Kadel, Esq. 
Pennie & Edmonds 

330 Madison Avenue 
New York, NY 10017 


Re: Shattuck et al v. Hoegl et al 
Patent Interference 98,047 


Dear Bob: 


Pursuant to your request, I have enclosed a 
copy each of the STIPULATION AND ORDER entered in 70 
Civ. 1596 wnich covers "Xerox Confidential” documents 
and the May 2, 1974 letter from Carmichael to Zibelli 
obligating IBM to the terms of this stipulation with 
respect to documents produced in the above-identified 
interference. 


Enclosures 
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ORDER OF JUDGE BURKE DATED MAY 


TN VEE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL, 


Movants-Appellants, : ORDER 


Patent Interference 
HOEGL ET AL, No. 98,047 


Respondents~Appellees. 


Pursuant to a request by counsel of the parties, it is 


hereby 

ORDERED, that Exhibits 15 and 16 appended to the affidavit 
of Robert J. Kadel included in Item 1 of Appellants' designation 
of the record for appeal is to be placed under seal and transmitted 
to the United States Court of Appeals for the Second Circuit 


where it will be maintained under seal. 


pee Y Saye 
Your larold P. Burt : ae fat 


Dated: May 5, 1976 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


AMENDED 
APPELLANTS! RESPONSE 
TO APPELLEES' RESPONSE 
TO DESIGNATION OF RECORD 


SHATTUCK ET AL, 
Movants-—Appellants, 


-VS- Patent Interference 


No. 98,047 
HOEGL ET AL, 


Respondents-—Appellees. 


er ee ee ee a ee ee 


Appellants, in response to Appellees' statements under 


Rule 11 of the Supplementary Federal Rules of Appellant Procedure 


for the United States Court of Appeals for the Second Circuit, 


hereby state as follows: 
1. Exhibits 15 and 16 appended to the affidavit of 

Robert J. Kadel included in Item 1 of Appellants' designation are 
among certain documents produced to the party Shattuck, et al, by 
the party Hoegl, et al, pursuant to Judge Burke's Order dated 
May 7, 1976, wherein the Judge held: 

"Reference is here made to the Order of this 

Court dated March 26, 1974 compelling the 

witness Weigl to tes’ ify and to produce 

documents, including the documents now with- 

held, and holding in part, 'the Movants are 

entitled to unrestricted access t9 sources of 

information bearing on the question of 

fraud...'. It is essential that Shattuck, 

et al, have access to the documents to be 

able to present the facts to the Patent 

Office regarding the issue of fraud." 

2. Exhibits 15 and 16 were not, therefore, produced to 

the party Shattuck, et al, pursuant to a Stipulation and Order 
entered February 25, 1971 by the United States District Court for 


the Seventh District of New York as stated by the Appellees. 


A 618 
Amended Appellants' Response to Appellees' Response 
to Designation of Pecord 


3. The party Shattuck, et al, however, did agree for 
the purposes of expediency of its motion before this Court to 
maintain the confidentiality of ExhiLits 15 and 16, and, further, 
the party Shattuck, et al, will agree solely for the purposes of 
this appeal to continue to maintain the confidentiality of said 
Exhibits 15 and 16. 

kh, The party Shattuck, et al, nevertheless, remains 
firm in its contention tnat the Stipulation and Order referred to 
by the party Hoegl, et al, is not applicable to Exhibits 15 and 16 
but, in order to facilitate the progress of this appeal, they 


agree to the filing of said exhibits under seal. 


Dated: May 11, 1976 


HARTER,-SECREST & EMERY 


cé E. Hansen 
Attorneys for Movants- ee 
700 Midtown Tower 
Rochester, New York 14604 


Of Counsel: 


Pennie & Edmonds 

Clyde C. Metzger 

Robert J. Kadel 

330 Madison Avenue 

New York, New York 10017 


Joseph G. Walsh, Esq’. 

International Business Machines Corporation 
Monterey & Cottle Roads 

San Jose, California 95114 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE WESTERN DISTRICT OF NEW YORK 


SHATTUCK ET AL, 


Movants-Appellants, 
CERTIFICATE OF SERVICE 
-VS— 
HOEGL ET AL, No. 98,047 


Respondents-—Appellees. 


I hereby certify that a copy of the foregoing Amended 


Appellants' Response to Appellees' Response to Designation of 


Record was served this day by mailing a copy thereof, postage 


prepaid to the following: 


Francis J. Hone, Esq. 

Brumbaugh, Graves, Donohue & Raymond 
30 Rockefeller Plaza 

New York, New York 10020 


Elliott Horton, Esq. (of Counsel) 
Harris, Beach and Wilcox 

2 State Street 

Rochester, New York 14614 


Boris Haskell, Esq. 
Paris, Haskell & Levine 
Pennsylvania Building 
425 13th Street, N.W. 
Washington, D. C. 20004 


Anthony W. Karambelas 
Xerox Corporation 

Xerox Square 

Rochester, New York 14614 


Dated: May 11, 1976 
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CLERK'S CERTIFICATE 


UNITED STATES DISTRICT COURT 
WESTERN DISTRICT OF “NEW YORK 
SHATTUCK, et al., 
Movants : Misc. Civil 
Ve (Patent Interference 
No. 98,047) 
HOEGL, et al., 


Respondents 


I, JOHN K. ADAMS, Clerk of the United States Dis-~ 


trict Court for the Western District of New York, do hereby 


certify that the copy of docket entries lettered A through C, 


together with pertinent original papers numbered 1 through ll, 
constitute the Record on Appeal, and that the notice of ap- 
peal was filed on April 9, 1976. 


IN WITNESS WHEREOF, I have hereunto 
subscribed my name and affixed the seal 
Oo. the aforesaid Court at Buffalo, New 
York, this 17th day of May, 1976. 


‘ out G.. ot 
eae OUN 3 . ADAMS, Cler 
‘2 MERBSY ACKWOWLADGE RECEIPT a 
OY YHS CERTIFIED COPY OF DOCKS Ay, 
ENTRIES, INDEX AND __- “(4 (4,' 
VOEAREES OF ORIGINAL RECORD. 
eee ® 
A. DANIEL FUSARO 
GLERK, U.S.C.A. 2nd CIR. 
3 rye 
elt ee, ; 
* 4 
(tear (Cece 


COPY RECEIVED 


JUL 149% 
Forge 


RAVE 


£3, Lomunus & RAYMOND 
> Me ak ol } 
Feuneis Ae en 


ATTORNEYS FO! 


